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THE TRADEMARK REPORTER™ 


Part | 


TRADEMARKS—ASSETS OR LIABILITIES?* 
By Milton Handler** 


For a century and a half the courts, here and in England, have 
enlarged the protection of trade symbols, through the concatenat- 
ing doctrines of infringement and unfair competition, to the point 
where we now look upon a trademark as perhaps the most valued 
asset a business can possess. 

The recent Guerlain’ decision by Judge Edelstein in the South- 
ern District of New York, however, may foreshadow the day when 
the ownership of a trademark will be a distinct liability from the 
standpoint of the antitrust laws. Conceivably the trademark pro- 
prietor may be relegated to second class citizenship under the very 
laws designed, like trademarks themselves, to strengthen com- 
petition. The radiations of Guerlain are so disturbing that I feel 
impelled to discuss them tonight despite the fact that the case is 
now on direct appeal to the Supreme Court. In so doing I shall 
concentrate upon certain far-reaching implications of the case and 
avoid, as much as possible, the precise issues presented for review. 

The caption United States v. Guerlain actually identifies a 
group of three cases. The defendants are Guerlain, Lanvin and 
Corday, three American perfume importers. Each of these com- 
panies has some affiliation with a French perfume manufacturer 
of similar name. The precise relationship varies in each instance, 
but it is close enough for the court to have found as a fact that 
each American defendant is part of a “single international busi- 
ness enterprise.” ? The court, in effect, viewed the defendants as 
American branches of the French producers. 


* Address before The New York Patent Law Association, New York, N.Y., April 
22, 1958. 

** Professor of Law, Columbia University; member of the firm of Kaye, Scholer, 
Fierman, Hays & Handler, New York, N.Y. 

1. United States v. Guerlain, Inc., 155 F.Supp. 77, 47 TMR 1087 (D.C., S8.D.N.Y. 
1957), probable jurisdiction noted, 355 U.S. 937, 951 (1958). 

2. United States v. Guerlain, Inc., 155 F.Supp. at 89, 93, 96, 47 TMR at 1102, 
1107, 1112. 
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Each importer’s line of perfume is identified in this country 
by the same house mark as that used by its opposite number in 
France, namely, GUERLAIN, LANVIN or corDAay. In addition, each 
particular scent has its own trademark. Some of the well-known 
brands involved are SHALIMAR, JET and My SIN. 

The American companies are the owners of registrations of 
these various trademarks in the United States Patent Office. In 
addition, they recorded the marks with the Bureau of Customs 
pursuant to Section 526 of the Tariff Act.* Under such circum- 
stances, this enactment makes it unlawful “to import into the 
United States any merchandise . . . [which] bears a trademark 
owned ... by a corporation ... organized within the United States 
... unless written consent of the owner of such trademark is pro- 
duced at the time of making entry.” 

The Government brought a separate civil action under the 
Sherman Antitrust Act* against each of the three American im- 
porters on identical grounds. Its theory was that each defendant’s 
use of Section 526 to exclude from the United States genuine 
French perfumes bearing the recorded trademarks constituted an 
attempt to monopolize and monopolization in violation of Section 2 
of the Sherman Act. The challenged exclusion was directed against 
third parties who had obtained the authentic perfumes abroad 
either directly or indirectly from the French producer and sought 
to bring them into the United States. 

None of the defendants was accused of a conspiracy to restrain 
trade in violation of Section 1. The contracts between each Ameri- 
can importer and its French supplier were not attacked as unlaw- 
ful. The alleged violations of law resided solely in the exclusion 
of genuine merchandise bearing the trademark. 

The court held that Section 526 “may apply only to the advan- 
tage of an independent American trademark owner which may, 
by registering a trademark of a foreign producer in its own name, 
prevent the importation of authentic products by anyone else”; 
it further declared that “the provision does not apply to the Ameri- 
ean part of a single international enterprise to enable it to prevent 
the importation into the United States of authentic products sold 


3. 46 sTaT. 741 (1930), 19 U.S.C. § 1526. 
4. 26 sTaT. 209-10 (1890), 15 U.S.C. §§ 1-7. 
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abroad by the foreign part of the enterprise.” * Since each defen- 
dant was viewed as a component of “a single international enter- 
prise,” Section 526 was deemed inapplicable and therefore could 
not shelter the defendants from possible liability under the Sher- 
man Act. Judge Edelstein then proceeded to determine that the 
very invocation of Section 526 by each defendant contravened 
Section 2 of the Sherman Act on the ground that, by excluding 
imports of the genuine article, each trademark owner had monop- 
olized a relevant market consisting of the trademarked product 
itself. 

In adopting this market definition, the court emphasized “that 
no quality perfume can be successfully marketed without a famous 
name. It would appear that, to a highly significant degree, it is the 
name that is bought rather than the perfume itself.” ° 

Let us pause for a moment to consider the possible conse- 
quences of the narrow market definition formulated by the court. 

First, take the case of exclusive dealing agreements. Section 3 
of the Clayton Act’ prohibits such arrangements where the effect 
may be substantially to lessen competition or tend to create a 
monopoly in any line of commerce. If a monopolist makes an exclu- 
sive dealing agreement, the conclusion would appear to be in- 
evitable that he has taken action which may have a tendency to 
monopoly. In all probability, no exclusive imposed by a seller 
enjoying monopoly power can now survive Section 3. Guerlain 
suggests that the manufacture and sale of any highly exploited 
trademarked article is a “line of commerce” in itself. Does this 
mean that trademarked goods may not be marketed under exclusive 
dealing arrangements even though there is no probable anticom- 
petitive effect in the market as a whole? If so, the net effect of 
Guerlain would be to reduce the scope of lawful activity under 
Section 3 to the disappearing point, since most goods today bear 
brand names having a sufficient celebrity to differentiate them 
from other products of the same general nature. 

We have already witnessed a tendency on the part of the 
courts to prevent the owner of a patent from employing exclusive 
dealing agreements. This is illustrated by decisions of the Third 
and Seventh Circuits in the Russell cases,* where a manufacturer 


5. United States v. Guerlain, Inc., 155 F.Supp. at 80, 47 TMR at 1089. See Call- 
mann, Worldmarks and the Antitrust Law, 11 VAND. L. REV. 515, 523-24, 534-35 (1958). 

6. United States v. Guerlain, Inc., 155 F.Supp. at 85, 47 TMR at 1094. 

7. 38 stat. 730 (1914), 15 U.S.C. § 14. 

8. F. C. Russell Co. v. Consumers Insulation Co., 226 F.2d 373 (C.A. 3, 1955); 
F. C. Russell Co. vy. Comfort Equipment Corp., 194 F.2d 592 (C.A. 7, 1952). 
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of patented combination storm and screen windows entered into 
distribution agreements providing that its wholesalers were not 
to handle any competitive merchandise. Although the agreements 
recited the ownership of the patent, they were not patent licenses; 
they merely provided for the sale to the distributors of the patented 
product. While the courts did not determine that the exclusive 
feature contravened the antitrust laws, they nevertheless barred 
the plaintiff from maintaining suits for patent infringement on 
the theory of patent misuse. Thus in practical effect these deci- 
sions preclude the use of exclusives in the marketing of patented 
goods regardless of whether they have any actual or potential 
anticompetitive effects. 

If the trademark proprietor is deemed to enjoy a monopolistic 
position in the same sense as the owner of a patent, it is perfectly 
apparent that no tying agreements in which the tying article bears 
a well-known trademark will pass muster under the antitrust laws. 
Ever since /nternational Salt® was decided by the Supreme Court, 
it has been widely assumed that any tying arrangement involving 
a patent is per se unlawful, barring the unusual case in which the 
amount of commerce covered by the tied product is insubstantial. 
The correctness of this assumption was specifically confirmed by 
the Supreme Court this term in the Northern Pacific Railway 
case.” It makes no difference that the patented product is in 
vigorous competition with other articles of the same general class, 
patented or unpatented. The mere fact that a patent has been 
granted, no matter how limited may be the patent monopoly, sat- 
isfies the Court’s test that the seller need only have “sufficient 
economic power to impose an appreciable restraint on free com- 
petition in the tied product.” ** Under the Guerlain rationale, the 
owner of a trademark would surely have the requisite “economic 
power to impose an appreciable restraint” within the meaning of 
this formulation and thus fall under the ban against tying agree- 
ments. 

Let us look at the possible plight of the trademark proprietor 
under the Guerlain reasoning from still another point of view. 
In considering exclusive dealing and tying arrangements, we have 
examined the more common situation in which the seller imposes 
a restraint on the buyer. But the coin has a reverse side as well. 


9. International Salt Co. v. United States, 332 U.S. 392 (1947). 
10. Northern Pacific Ratlway Co. v. United States, 356 U.S. 1 (1958). 
11, dé. at 11. 
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It is not unusual for a seller to agree to a restraint upon himself. 
The contract under which a buyer obtains the seller’s full output 
is one example of this. Another is the seller’s appointment of the 
buyer as his exclusive distributor within a certain area. Tradi- 
tionally, these full output contracts and exclusive distributorships, 
though restraining the trade of the seller, were upheld both at 
common law and under the Sherman Act as reasonable restraints 
of trade.** However, an exception to the general rule was recog- 
nized where the seller had a monopoly or the exclusive created 
a monopoly in the buyer. In other words, a monopolist was not 
permitted the privilege of entering into exclusive selling agree- 
ments. Only recently the general rule was reaffirmed in the 
Schwing" and Webster** cases, where two of our federal courts 
of appeals refused to apply the exception to the facts at hand. 
Both of these cases sustained the legality of exclusive territorial 
franchises to automobile dealers handling a particular make of 
car—in one case HUDSON, and in the other packarp. If the market 
theory of Guerlain had been adopted, the decision would have gone 
the other way in each instance. The trademark owner in his new 
role as a monopolist would have forfeited his right to engage in 
exclusive selling. 

By the same token, Guerlain, if carried to its ultimate con- 
clusion, would deprive the trademark owner of the classic right of 
a non-monopolist single trader to choose his own customers. Under 
the Colgate’ doctrine, an individual seller not possessing monopoly 
power and not acting in concert with other parties can refuse to 
deal with any buyer for any reason or for no reason. But the 
teaching of Eastman Kodak,’* Lorain Journal” and Times-Pica- 
yune" is that a monopolist does not enjoy the same absolute right. 


The greatest paradox of all is in the field of fair trade. Here, 
it is the presence of a trademark on the article which, under every 
Fair Trade Act,’® is a prerequisite to the establishment of resale 
price maintenance. But all Fair Trade Acts have a second re- 


12. See Handler, Annual Antitrust Review, 11 RECORD 367, 368-81 (1956). 

13. Schwing Motor Co. v. Hudson Sales Corp., 239 F.2d 176 (C.A. 4, 1956), 
affirming, 138 F.Supp. 899 (D.C., D. Md. 1956), cert. denied, 355 U.S. 823 (1957). 

14. Packard Motor Car Co. v. Webster Motor Car Co., 243 F.2d 418 (C.A. D.C., 
1957), cert. denied, 355 U.S. 822 (1957). 

15. United States v. Colgate ¢ Co., 250 U.S. 300, 307, 9 TMR 229 (1919). 

16. Eastman Kodak Co. v. Southern Photo Materials Co., 273 U.S. 359, 375 (1927). 

17. Lorain Journal Co. v. United States, 342 U.S. 143, 155 (1951). 

18. Times-Picayune Pub. Co. v. United States, 345 U.S. 594, 625 (1953). 

19. The various state statutes are collected in CCH TRADE REG. REP. (10th ed.) 
par. 10,000 et seq. 
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quirement. The article must be in free and open competition with 
commodities of the same general class produced by others. To 
apply Guerlain in this area would mean that the trademark, which 
is the ticket of entry to the fair trade field, simultaneously dis- 
qualifies the manufacturer from invoking fair trade. According 
to Guerlain, sHaLImMaR perfume, by itself, represents a line of com- 
merce or market which is capable of being monopolized.” If so, 
then sHaLIMAR can hardly be in free and open competition with 
other brands of perfume so as to be entitled to the fair trade 
exemption. 

Guerlain might also lead to anomalous results in merger pro- 
ceedings. Market definition is the threshold problem in merger 
cases under Section 7 of the Clayton Act,” just as it is in monopoly 
actions under Section 2 of the Sherman Act. Let us suppose that 
two perfume manufacturers having nationally advertised brands 
consummate a merger. If each manufacturer is said to possess a 
monopoly of the relevant market, it follows by hypothesis that 
the two do not compete in the same line of commerce. Conceptu- 
ally, therefore, the acquisition would not be a horizontal one be- 
tween competitors but would have to be classified as a conglomerate 
—a category of mergers where the participants are neither in a 
competitive nor a customer-supplier relationship. Thus far no 
court has ever condemned a conglomerate. Does this mean in our 
hypothetical case that the courts would sanction a fusion of the 
two perfume manufacturers? Would they go to the opposite 
extreme of viewing the acquisition as a conglomerate in which by 
reason of the trademarks, each company enjoys “a decisive com- 
petitive advantage”—to use the Government’s favorite terminology 
in its complaints—and on that ground invalidate the merger as a 
matter of law? Or would they recoil from the absurd notion of 
classifying the merging companies as noncompetitors and make a 
meaningful market inquiry in terms of the obvious horizontal 
aspect of the transaction? 

It may be appropriate at this juncture to inquire whether any 
useful antitrust objective would be served by stripping the trade- 
mark owner of the right to engage in business practices which may 
be employed by other individual sellers, through the device of 
denominating him a monopolist in respect of his own brand. Why 
should the trademark proprietor be precluded from entering into 


20. United States v. Guerlain, Inc., 155 F.Supp. at 89, 47 TMR at 1101. 
21. 64 STAT. 1125 (1950), 15 U.S.C. § 18. 
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exclusive dealing agreements without any need for a factual show- 
ing of probable adverse competitive effects? Why should he be 
denied the right to utilize full output contracts or appoint exclusive 
distributors without a similar showing? Why should a refusal to 
deal on his part be any more vulnerable than that of any ordinary 
single trader? Is it conceivable that fair trade will become a re- 
volving door through which the trademark owner enters only to be 
summarily ejected? Is it right for a merger involving trademarked 
products to suffer any greater or lesser disability merely because 
of the presence of the trademarks? 

There would be no occasion to ask any of these questions 
were it not for the novel concept of the market enunciated in 
Guerlain. Just what are the salient facts on which the court predi- 
cated its conclusion that each brand of perfume constituted a 
relevant market in and of itself? 

According to Judge Edelstein’s opinion, about 90 different 
manufacturers sell over 408 perfumes under different brands in 
the United States, and 61 of these manufacturers sell in the same 
price range as the defendants. Considering only products in this 
same price range, the total annual volume of sales amounts to 
approximately $120 million at retail. Of this, all] Guerlain brands 
combined account for 2.9%, the Corday brands for 1.7% and the 
Lanvin brands for 5%. 

The defendants presented undisputed testimony that although 
each of their perfumes is manufactured under a secret formula 
and possesses a distinctive fragrance, many purchasers are unable 
to distinguish among the different scents. Furthermore, there 
was proof that a good perfumer can and frequently does come 
so close to reproducing another fragrance that the average person 
cannot differentiate between the two. From this the defendants 
argued that their products were substantially fungible with nu- 
merous other perfumes and that the relevant market therefore 
comprised not a single brand but all perfumes of similar price 
and quality. 

Ironically enough, the court grasped at this evidence to sup- 
port its conclusion that “the most important element in the appeal 
of a perfume is a highly exploited trademark.” * From this the 
court reasoned that each perfume sold under a particular trade- 
mark is itself a distinct market susceptible of being monopolized. 
For the purpose of determining whether or not a monopoly exists, 


22. United States v. Guerlain, Inc., 155 F.Supp. at 84-85, 47 TMR at 1094. 
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all other perfumes, whether or not they are like-priced or like- 
scented, are entirely beside the point. The court specifically found 
that “each line of Guerlain toilet goods . . . constitutes a separate 
market.” ** Thus, the market is not merely limited to all the per- 
fumes having the Guerlain house mark but it is further fragmented 
into each brand. Accordingly, Guerlain can be held to have monop- 
olized sHaLIMaAR, for example, separately from monopolizing any 
of its other trademarked lines. 

Despite the efforts of Judge Edelstein to harmonize his ruling 
with the decision of the Supreme Court in the Cellophane case,” 
I find the two irreconcilable. DuPont successfully defended a 
charge that it had monopolized trade in cellophane by establishing 
that cellophane was part of a broader market composed of flexible 
packaging materials. The controlling principle, according to. the 
Court’s formulation, is reasonable interchangeability : 


“The ‘market’ which one must study to determine when a pro- 
ducer has monopoly power .. . is composed of products that 
have reasonable interchangeability for the purposes for which 
they are produced—price, use and qualities considered.” * 


If many flexible packaging materials are in the same area of 
effective competition and thus form part of a single relevant 
market, it necessarily follows that no single brand of any one 
material constitutes a market unto itself. This is not merely a 
matter of inescapable inference from the holding in Cellophane. 
The Supreme Court explicitly covered this point when it said: 


‘“*.. . one can theorize that we have monopolistic competition 
in every nonstandardized commodity with each manufacturer 
having power over the price and production of his own prod- 
uct. However, this power that, let us say, automobile or soft- 


23. Id. at 89,47 TMR at 1100. 

24. United States v. E. I. du Pont de Nemours § Co., 351 U.S. 377 (1956). 

25. Id. at 404. Actually, there were differences in price and quality among the 
various flexible packaging materials considered in Cellophane. Despite such differences, 
the Court found that all of these materials were part of the same relevant market. In 
portions of its opinion other than those quoted in the text, the Court made clear that 
it regarded end use as the controlling fact: 

“In considering what is the relevant market for determining the control of price 

and competition, no more definite rule can be declared than that commodities 

reasonably interchangeable by conswmers for the same purposes make up that ‘part 

of the trade or commerce,’ monopolization of which may be illegal” (Jd. at 395). 

(Emphasis added. ) 


And 
“In determining the market under the Sherman Act, it is the use or uses to which 
the commodity is put that control” (Id. at 395-96). (Emphasis added.) 
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drink manufacturers have over their trademarked products 
is not the power that makes an illegal monopoly. Lllegal power 
must be appraised in terms of the competitive market for the 
product.” *° 


The District Court in Guerlain attempted to distinguish Cello- 
phane on two grounds—one factual and the other legal. In the 
first place, Judge Edelstein noted that there was proof in Cello- 
phane that customers of flexible packaging materials were sensitive 
to price and quality changes and shifted back and forth between 
products, while he found no comparable sensitivity among pur- 
chasers of perfumes bearing different trademarks. He concluded 
that “an unexploited product, packaged and merchandized without 
its trademark, would have a negligible effect on the sales of the 
same product, exploited and trademarked, even though the former 
may be sold at a substantial price differential from the latter.” ”’ 

F'ar be it from me to challenge the finding that a leading 
perfume “‘would not sell satisfactorily if offered under an unknown 
name without national advertising.” ** But that does not mean 
that the perfume in question is insulated from the competition of 
other brands and thus in a market by itself. We all know that 
the consumer has a choice of many alternatives, and it is fictional 
to assume otherwise. One might with equal logic contend that 
LUCKY STRIKE cigarettes are immune from the competition of 
CAMEL and CHESTERFIELD cigarettes because LUCKY STRIKE ciga- 
rettes would not sell as well if divested of their famous name. 

Guerlain’s second effort to distinguish Cellophane is equally 
unpersuasive to my mind. The court found that the American 
importers were actuated by a specific exclusionary purpose in 
recording their marks under Section 526 and that this element of 
anticompetitive intent was lacking in the Cellophane case. The 
doctrine of reasonable interchangeability was therefore inapposite 
as a matter of law. The point seems to be that if a monopolist 
means to monopolize, the market is drawn more narrowly than 
where he attains the same goal through “maneuvers ‘honestly in- 
dustrial’ ” *°—whatever that means. Frankly, I fail to see any 
justification for such a distinction. Commercially, the market is 
constant; it does not contract or expand depending on the motiva- 
tion of the monopolist. As a matter of fact, the majority of the 


. Id. at 393. 
. United States v. Guerlain, Inc., 155 F.Supp. at 85, 47 TMR at 1095. 
. Ibid. 

United States v. Guerlain, Inc., 155 F.Supp. at 85-86, 47 TMR at 1095. 
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Supreme Court never even bothered to consider whether duPont 
had endeavored to suppress competition in the sale of cellophane, 
as charged by the Government and found to be true by the dissent; 
it rested its decision squarely on the market determination. What 
is more, several courts since Cellophane have applied its concept 
of reasonable interchangeability in cases where a monopolist actu- 
ally excluded competitors,* as well as in cases involving attempts 
to monopolize.” 

The definition of the market in the Guerlain case is incon- 
sistent not only with Cellophane, but with a long line of decisions 
which have refused to limit the market to just one trademarked 
line. Most of these, indeed, were handed down even before the 
point was authoritatively determined in Cellophane. While it was 
not necessary to consider the maximum scope of the market, as 
in Cellophane, the courts uniformly rejected the trademarked arti- 
cle and instead adopted the generic product as the minimum 
market definition. Let me give you just a few examples: purified 
middlings, not CREAM OF WHEAT; all automatic washing machines, 
not merely BENDIx;** electric toasters generally, not just the 
TOASTMASTER ;* and all automobiles, not PACKARD or HUDSON.* 


30. Kansas City Star Co. v. United States, 240 F.2d 643, 659 (C.A. 8, 1957), cert. 
denied, 354 U.S. 923 (1957) ; United States v. International Boxing Club of N.Y., 150 
F.Supp. 397, 420 (D.C., S.D.N.Y. 1957), probable jurisdiction noted, 356 U.S. 910 
(1958). 

31. Packard Motor Car Co. v. Webster Motor Car Co., 243 F.2d 418, 420 (C.A., 
D.C., 1957), cert. denied, 355 U.S. 822 (1957); United States v. Ohio Crankshaft Co., 
19 F.R.D. 368, 369 (D.C., N.D. Ohio 1956). 

32. Great Atlantic g¢ Pacific Tea Co. v. Cream of Wheat Co., 227 Fed. 46, 48, 
5 TMR 469 (C.A. 2, 1915), affirming, 224 Fed. 566, 5 TMR 339 (D.C., S.D.N.Y. 1915). 

33. Bascom Launder Corp. v. Telecoin Corp., 204 F.2d 331, 335, 43 TMR 724 
(C.A,. 2, 1952), cert. denied, 345 U.S. 994 (1953). 

34. Camfield Mfg. Co. v. McGraw Electric Co., 70 F.Supp. 477, 481 (D.C., D. Del. 
1947). 

35. Schwing Motor Co. v. Hudson Sales Corp., supra note 13; Packard Motor Car 
Co. v. Webster Motor Car Co., supra note 14. See also Fargo Glass & Paint Co. v. 
Globe American Corp., 201 F.2d 534, 537-40 (C.A. 7, 1953), cert. denied, 345 U.S. 942 
(1953), reversing, 101 F.Supp. 460 (D.C., N.D.Ill. 1951) (standard gas ranges rather 
than DUTCH OVEN made by Globe) ; Glenn Coal Co. v. Dickinson Fuel Co., 72 F.2d 885, 
889, 24 TMR 531 (C.A. 4, 1934) (bituminous rather than BLACK BAND coal); Cole 
Motor Car Co. v. Hurst, 228 Fed. 280, 284 (C.A. 5, 1915), cert. denied, 247 U.S. 511 
(1918) (automobiles generally rather than those made by plaintiff); Beacon Fruit ¢ 
Produce Co., Inc. v. H. Harris & Co., Inc., 1958 Trade Cases par. 68,986, p. 73,946 
(D.C., D. Mass. 1958) (all brands of citrus products, not merely SUNKIST) ; G. D. Searle 
& Co. v. Inst. Drug Distributors, 151 F.Supp. 715, 723, 725, 47 TMR 1459 (D.C., S.D. 
Cal. 1957) (dimenhydrinate, not merely the DRAMAMINE brand of such medicinal prod- 
uct) ; Sunbeam Corp. v. Payless Drug Stores, 113 F.Supp. 31, 42, 43 TMR 948 (D.C., 
N.D.Cal. 1953) (electrical household appliances generally rather than SUNBEAM appli- 
ances); Hoffman v. Riverside & Dan Riwwer Cotton Mills, 55 F.Supp. 13, 15-16 (D.C., 
S.D.N.Y. 1944) (all lightweight cloth designed for summer suits, not only RIVERCOOL) ; 
United States v. Bausch & Lomb Optical Co., 45 F.Supp. 387, 399, 33 TMR 194 (D.C., 
S.D.N.Y. 1942), aff’d by an equally divided Court, 321 U.S. 707, 34 TMR 158 (1944) 
(pink-tinted lenses, not merely SOFT-LITE); Arthur v. Kraft-Phenix Cheese Corp., 26 
F.Supp. 824, 828-29 (D.C., D. Md. 1938) (all cheese and mayonnaise rather than KRAFT 
products); Baran v. Goodyear Tire § Rubber Co., 256 Fed. 571, 572, 9 TMR 291 
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There is no need to labor the point. No matter what judicial 
terminology may be used—whether “reasonable interchange- 
ability,” ** “cross-elasticity of demand,” * “sufficient peculiar char- 
acteristics and uses,” ** or “acceptable substitutes” **—there is no 
escape from the fact that each brand of perfume involved in the 
Guerlain case competes for consumer acceptance against numerous 
equally well-known brands. 

It is evident that the real objection of the Government to the 
practice challenged in the Guerlain case was directed to the restric- 
tion imposed by the French arm of the single international business 
enterprise on the exportation of its products from France to this 
country. 

The Government has long taken the position that any terri- 
torial limitation upon a purchaser with respect to the areas in 
which he may resell is unlawful per se. Whether it was because 
it could not obtain jurisdiction over those who entered into such 
arrangements in France, or whatever may have been its reasons, 
the Government here launched its attack upon Section 526 of the 
Tariff Act. It successfully urged that this statute was inapplicable 
under the circumstances of these cases, and then invoked the 
fictitious concept of an illicit monopoly predicated upon an un- 
realistic definition of the market. 

It is clear that none of the normal punishments addressed to 
monopolization, such as dismemberment or dissolution, is sought 
here. What the Government wants to stop is the use of the stat- 
utory device permitting the curtailment of imports, on the theory 
that this will be a means of opening up the American market 
to the competition of genuine perfume made in France. 

It is not my purpose here to consider with you the wisdom 
of Section 526 of the Tariff Act—or its counterpart in Section 42 
of the Lanham Act*’—or whether this country should place a 
customs embargo upon the importation of authentic goods, or 


(D.C., S.D.N.Y. 1919) (tires and accessories generally, not GOODYEAR); United States 
v. Quaker Oats Co., 232 Fed. 499, 502 (D.C., N.D.Ill. 1916), appeal dismissed, 253 U.S. 
499 (1920) (rolled oats rather than QUAKER OATS or MOTHER’S OATS). 

In the Searle case, supra, Chief Judge Yankwich specifically relied on the Supreme 
Court’s language in Cellophane quoted above in the text to note 26, in holding that the 
power which an individual manufacturer had over his trademarked product was not an 
unlawful monopoly power. He thus reached a result diametrically opposite to Judge 
Edelstein’s market definition in Guerlain. 

36. United States v. E. I. duPont de Nemours & Co., 351 U.S. at 404. 

37. Times-Picayune Pub. Co. v. United States, 345 U.S. at 612 n. 31. 

38. United States v. E. I. duPont de Nemours § Co., 353 U.S. 586, 593 (1957). 

39. Farm Journal, Inc., FTC Dkt. 6388, p. 13 (June 8, 1956; adopted by the Com- 
mission, July 17, 1956). 

40. 60 stat. 440 (1946), 15 U.S.C. § 1124. 
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permit tourists to be harassed in bringing into this country for 
their own personal use articles purchased abroad bearing trade- 
marks recorded with our Treasury. 

The fact is that Congress has seen fit, not once but several 
times, to enact legislation prohibiting such importations. Nor do 
I pause to consider at this time whether the District Court was 
correct in interpreting Section 526 as being inapplicable where 
the foreign and American companies may appropriately be deemed 
part of the same business organization. 

My quarrel is with the artificial invocation of Section 2 of 
the Sherman Act to achieve the Government’s purpose of permit- 
ting importation of these perfumes in what I can only regard as 
a reckless attack upon the integrity of our trademark system. To 
succeed in a Section 2 charge, the Government had to propound 
a theory of market definition which, as I have endeavored to show, 
deprives trademark owners, under the antitrust laws, of rights 
enjoyed by their fellow businessmen. This meager view of the 
market rests on the fact that the proprietor of the mark has suc- 
ceeded in developing a high degree of commercial magnetism, that 
is to say, that the mark has been converted into an important com- 
mercial asset. The more successful the mark, the greater its vul- 
nerability under this theory. In my opinion, however, the use of 
trademarks should be encouraged, not punished. 

My quarrel cuts even deeper. From a practical point of view, 
the situation which the Government finds objectionable in Guerlain 
stems from a restriction which the French producer imposes upon 
its customers in France, where the restraint is entirely lawful 
if limited either in space or time.** The merchandise which was 
halted at our borders was introduced in violation of that terri- 
torial limitation either by the distributor, who voluntarily entered 
into the arrangement, or by some customer of his. The law in this 
country—both the common law and under the Sherman Act—thus 
far still sanctions territorial restraints as reasonable instruments 
in the orderly marketing of goods. 

At common law, a restriction ancillary to the sale of property 
was upheld if reasonable in scope, geographically and in duration. 
This is one of the traditional covenants in partial restraint of 
trade listed as valid by Chief Justice Taft in the landmark opinion 
he wrote while sitting on the Sixth Circuit in Addyston Pipe & 


41. See Deak, Contracts and Combinations in Restraint of Trade in French Law— 
A Comparative Study, 21 1lowA L. REV. 397, 401 (1936). 
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Steel.** In Justice Taft’s words, such a covenant is valid when 
given “by the buyer of property not to use the same in competition 
with the business retained by the seller.” ** 

The law under the Sherman Act is no different. A territorial 
restriction, if reasonable, will be sustained. The leading case still 
is Boro Hall v. General Motors,“ which concerned a restriction on 
a CHEVROLET dealer forbidding it from establishing a used car 
salesroom outside its ‘“‘zone of influence” without the consent of 
General Motors. The restriction was upheld as affording reason- 
able protection to other dealers of CHEVROLET cars. 

The Department of Justice, to be sure, continues to charge 
that territorial franchise restrictions violate the Sherman Act.* 
No recent antitrust defendant has seen fit to test this challenge by 
court adjudication. Instead, a series of consent decrees have been 
entered forbidding the allocation of exclusive territories to deal- 
ers, although it remains permissible to designate areas in which 
dealers are to be “primarily responsible.” “ 

Perhaps the Government some day will succeed in obtaining 
an adjudication by the United States Supreme Court prohibiting 
one of the traditional ancillary restraints known to the common 
law and repudiating settled doctrine under the Sherman Act. 
While I should oppose such a change of law, I would not find it 
nearly as distressing as the distortion of settled antitrust concepts 
to achieve this result. 

Of course, I do not mean to suggest that a trademark can 
never be used as part of a scheme to violate the antitrust laws. 


42. United States v. Addyston Pipe g Steel Co., 85 Fed. 271 (C.A. 6, 1898), 
aff’d, 175 U.S. 211 (1899). 

43. United States v. Addyston Pipe § Steel Co., 85 Fed. at 281. 

44. Boro Hall Corp. v. General Motors Corp., 124 F.2d 822 (C.A. 2, 1942), 
rehearing denied, 130 F.2d 196 (C.A. 2, 1942), cert. denied, 317 U.S. 695 (1943). 

45. The Government presumably bases its position on a dictum in Bausch & Lomb 
to the effect that “a distributor of a trademarked article may not lawfully limit by 
agreement, express or implied, the price at which or the persons to whom its purchaser 
may resell, except as the seller moves along the route which is marked by the Miller- 
Tydings Act.” United States v. Bausch § Lomb Optical Co., 321 U.S. 707, 721, 34 
TMR 158 (1944). This passage was quoted with approval by Judge Edelstein in his 
Guerlain opinion. United States v. Guerlain, Inc., 155 F.Supp. at 87, 47 TMR at 1097. 
The Bausch §& Lomb case did not concern the validity of territorial restrictions. What 
the Supreme Court condemned was a distribution system riddled with illegal resale price- 
fixing agreements. 

46. United States vy. Rudolph Wurlitzer Co., 1958 Trade Cases par. 69,011, p. 
74,008 (D.C., W.D.N.Y. 1958) ; United States v. Necchi Sewing Machine Sales Corp., 1958 
Trade Cases par. 68,957, p. 73,841 (D.C., S.D.N.Y. 1958) ; United States v. A M I Inc., 
1957 Trade Cases par. 68,758, p. 73,100 (D.C., W.D.Mich. 1957) ; United States v. J. P. 
Seeburg Corp., 1957 Trade Cases par. 68,613, p. 72,479 (D.C., N.D.Ill. 1957); United 
States v. Philco Corp., 1956 Trade Cases par. 68,409, p. 71,753 (D.C., E.D.Pa. 1956). 
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But there are ample sanctions available against the trademark 
proprietor who misuses his trademark in such a manner. Antitrust 
relief may be obtained against him, regardless of his ownership 
of a trademark, in either a government or a private action or even, 
where appropriate, by means of a counterclaim. 

By putting trademarks in the framework of an antitrust 
violation, does the Guerlain case foreshadow an infiltration of the 
misuse doctrine into the law of trademarks? The doctrine of patent 
misuse is with us for good or for ill; but to provide a defense of 
trademark misuse in infringement actions would be antithetical 
to the public interest. 

There is theoretical justification for the patent misuse doc- 
trine. It constitutes a potent sanction against the patentee attempt- 
ing to creep beyond the border of his government grant by using 
the patent monopoly improperly as leverage to obtain an economic 
advantage not given to him under the patent itself. 

But a trademark is an entirely different creature. It is not 
a monopoly granted by the Government. Trademark rights are 
acquired only by means of use. 

The fundamental difference between patent misuse and trade- 
mark misuse, considered as defenses in infringement actions, is 
the ultimate effect upon the public. A successful defense of patent 
misuse has the effect of dedicating the patent to the public for 
such time as the effects of the misuse continue undissipated. 
The technical contribution of the patent, whether of high or low 
degree, becomes publicly available as a form of penalty upon the 
patentee for his abuse of the monopoly given to him by the Gov- 
ernment. During the suspension of the monopoly, the public bene- 
fits from the defendant’s competition. 

Contrast this with a hypothetical defense of trademark mis- 
use in an action for infringement. If such a defense were success- 
ful, the trademark, which presumably had come to indicate goods 
from one specific source, would no longer perform that function. 
The public would not have any assurance of a continuity of quality 
for the same article bearing the same mark. 

In addition to this potential injury to the public interest, the 
penalty on the trademark proprietor is more severe than in the 
patent case. A successful defense based upon a trademark misuse 
doctrine could open up the trademark to general use and, in all 
likelihood, would create a situation where the trademark proprietor 
might never regain his former position in the market. There is 
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no countervailing justification for imposing this kind of penalty 
upon a trademark owner, because a judgment in favor of an in- 
fringer on such a basis simply would let confusion loose upon 
the land. 

Is there any basis in our law today for a doctrine of trademark 
misuse parallel to that of patent misuse? The draftsman of Sec- 
tion 33(b)(7) of the Lanham Act*’ evidently was under the im- 
pression that trademarks could somehow be used to violate the 
antitrust laws. There is sharp disagreement about whether Section 
33(b)(7) means that use of a trademark to violate the antitrust 
laws is a substantive defense in an action for trademark infringe- 
ment,** or whether it means merely that the owner of an otherwise 
incontestable registration shall be denied the evidentiary benefits 
of incontestability.* 

I hope that neither Section 33(b)(7) of the Lanham Act nor 
the Guerlain decision will lead to a trademark misuse doctrine. 
As I have already suggested, if trademark proprietors abuse 
their trademarks in violation of the antitrust laws, anyone af- 
fected adversely can proceed by means of an action for injunction 
or treble damages, or, in an appropriate situation, by way of 
counterclaim. To provide a defense to an infringement action 
based upon trademark misuse would make it too easy for an 
infringer to escape the consequences of his own fraudulent con- 
duct, and would have the unfortunate concomitant effect of per- 
petrating a fraud upon the general public. 

The law of trademarks has the public interest as its basic 
objective. In protecting the consumer against deception, the busi- 
ness of the trademark proprietor concurrently receives protection 
as well. There is no room in such a system for an alien doctrine 
which punishes not only the antitrust transgressor but also the 
public, while allowing the defendant to retain the fruits of his 
misrepresentation. 

Is it not clear that the development of our law must be in the 
direction of strengthening the rights of trademark proprietors 
and maintaining the integrity of the trademark system? There is 


47. 60 sTaT. 438 (1946), 15 U.S.C. § 1115(b). 

48. Forstmann Woolen Co. v. Alexander’s Dept. Stores, Inc., 11 F.R.D. 405, 407-08 
(D.C., S.D.N.Y. 1951); see G. D. Searle § Co. v. Inst. Drug Distributors, 151 F.Supp. 
715, 720, 47 TMR 1459 (D.C., 8.D.Cal. 1957) ; Forstmann Woolen Co. v. Murray Sices 
Corp., 10 F.R.D. 367, 370, 40 TMR 830 (D.C., S.D.N.Y. 1950). 

49. Cott Beverage Corp. v. Canada Dry Ginger Ale, 146 F.Supp. 300, 303, 47 TMR 
470 (D.C., S.D.N.Y. 1956), appeal dismissed, 243 F.2d 795 (C.A. 2, 1957). 
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no need to afford absolution to a fraud merely to discourage anti- 
trust derelictions. Both should be sternly suppressed. The use 
of trade symbols as instruments of identification and demand crea- 
tion should be encouraged for the same reasons that our antitrust 
laws are vigorously enforced—to maintain competition on the 
highest ethical level. Trademark owners should neither be second 
class citizens nor given a preferred status. They should enjoy 
equality under all laws, including antitrust. 
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COMMERCIAL ASPECTS OF TRADEMARK LICENSING* 
By Peter G. Schmitt** 


“What’s in a name”? Shakespeare said it and it’s a good 
question. A name is what makes me a stranger to this audience 
and a known quantity to many hundreds of people in the Westing- 
house orbit. Here I have still to prove myself and to establish 
some meaning for the name I bear. This may be good or bad, 
but at the end of my talk you will remember me as something 
physical and not merely as an entry on your program. I realize 
[ am running a risk in making this analogy, but I think it gets the 
point across as well as any other example. 

One of the things that gives me some concern is that I am 
presenting my views to a group of experts. Nevertheless, I have 
always found that it is the application of knowledge that really 
counts and not merely the fact that you have it. It is, therefore, 
my intention to pass on to you some of the experience which my 
company, Westinghouse, has acquired in the international] field 
through applied knowledge which may match similar experience 
on your part or reveal new avenues of thought. 

We have always been a little touchy on the trademark ques- 
tion. Perhaps it is the fact that Westinghouse is a personal name 
rather than something approaching a generic term and it may be 
that our caution and conservatism stems from this more than 
anything else. The fact remains that for years we were extremely 
reluctant to grant anyone else the right to use our name on their 
products. This policy may have gathered strength from one or 
two unpleasant experiences many years ago when some laxity 
was permitted to acquire an opportunistic commercial advantage. 

The fact is that for many years about as far as we would go 
was to grant our foreign licensees the right to use the term 
LICENSED BY WESTINGHOUSE on products made by them under our 
agreements. I am convinced that while our basic policy was and 
is sound for the domestic market, it requires a much more liberal 
point of view abroad. 

When World War II came upon us, our industry was required 
to cease peacetime production in favor of wartime priorities. 


* Director, Associated Companies Division, Westinghouse Electric International 


Company, New York. 
** Address delivered at the 81st Annual Meeting of The United States Trademark 


Association held in Atlantic City, N. J., April 10-11, 1958. 
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Goods of our manufacture, particularly consumer items, became 
searcer in the export field and soon were unavailable. Based upon 
this experience, many former customer countries, basically 
agrarian, sought economic stability and self-sufficiency through 
local manufacture and the consequent increase in the employment 
of local labor. As a result, we found import barriers and dollar 
payment licenses an almost insurmountable barrier to the sale 
of many of our products in a growing list of countries. Our good 
American name was fast becoming something that could be read 
about or pictured in a magazine but the advertised products could 
not be found in the local shops. Picture a young woman who was 
born in, say, 1935 and is now 23 years old. Under the conditions 
that have prevailed, such a person would never have been in 
contact with an article bearing our trademark except obsolete 
things still in service. Frankly, I do not think that the risk of the 
gradual but inevitable disappearance of your company’s name 
from the market is worth the price of ultraconservative policies. 

The important consideration is that recognition be given to 
the risks with reliance upon the advice of competent legal advisers 
experienced in trademark practice. On the plus side is the fact 
that with the trademark agreement made coterminous with a 
license and technical assistance agreement, and with such agree- 
ments entered into only with reliable, responsible and qualified 
firms, the element of risk should be reduced considerably. 

Now, it’s one thing to try to keep your trademark alive as a 
matter of pride and prestige and it is another thing to do so for 
the profit to be gained. As far as we are concerned, it repre- 
sents an enlightened viewpoint with consequent modifications in 
policy to produce more income for Westinghouse stockholders. 

The commercial aspects of the picture are, therefore, funda- 
mental, with full recognition of necessary precautions to maintain 
clear and undisputed title to the name. At Westinghouse, we 
have a basic philosophy under which it is our practice to grant 
manufacturing licenses rather than to own and operate plants 
abroad. This had been proven to be sound, based upon our experi- 
ence, particularly as it relies upon the inherent strength obtained 
only through local nationals who are best equipped to run the 
show by virtue of their intimate knowledge of the market, its 
customs, its laws and regulations and close contact with influential 
government and industrial people. 
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We have departed from this rigid concept in that we are 
willing to accept token or minor stock participations, but that is 
as far as we have been willing to go as a general practice. 

Our trademark policy, therefore, has two prime motivations. 
One, to file broadly enough to protect the mark on the products 
we continue to export from here, and secondly, to help promote 
the sale of licensed products manufactured in their factories. 

All of you are sufficiently familiar with trademark practice 
on products of U.S.A. manufacture that I do not think it needs 
elaboration on my part. I shall, therefore, deal only with the use 
of your name on products made in foreign countries under a 
registered user or other type of agreement. 

We start off with the making of a major decision. Are we 
willing to share our valuable marks with someone else or do we 
want to give the other party the benefit of our patents and tech- 
niques and let him build into solid market acceptance a new prod- 
uct name with our help? In retrospect, we would probably have 
given this aspect much more consideration in the light of our 
present day experience. In certain countries, I think it can be 
safely said that it was the technical association with Westing- 
house in the formative years of certain foreign companies, plus 
the commercial strength gained by the backing of our name which 
provided the sinew and the fibre to support the comparatively 
unknown name. Needless to say, this had a definite subsequent 
impact on the diminishing effect of the frequency with which our 
own name would appear in that market on the types of products 
involved. 

In one other instance, the permission to use our name has 
given us an anchor to windward to the point where unlimited 
continuance of our relationship is relatively certain. In this case, 
their “advertising dollar,” year after year, has promoted Westing- 
house as the identity of their product with the result that today 
our mark is better known competitively than at any time in our 
history in that market. 

It seems clear from these two extreme cases that the permis- 
sion to use our name presents definite advantages. To spell out 
just how this use resolves itself into money in your pocket, I might 
enumerate the income on which this decision has a bearing. 


1. Royalties for the rights under patents and technical 
assistance are ensured by virtue of a collateral trademark 
use agreement. 
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. Royalties in payment for the use of the mark alone pro- 
vide additional income to the royalties just described. 
Furthermore, it can also be negotiated at the outset that 
stock in a new company can be made an element of the 
deal in part consideration for the right to use the name. 


. The continuing purchase of components and prototype 
equipment of the licensor becomes relatively assured sub- 
ject to the satisfaction of the economic ambient of the 
country involved. 





In every country of the world there is a continuing demand 
for products not yet manufactured inside its borders. The 
continued and increasing use of the name then provides 
a stronger market acceptance for such products as may 
be imported. 


Just to make certain that there is a clear understanding of 
what these four points mean, let us look at them in reverse to see 
what happens when the use of the licensor’s name is withheld. 


1. In the case of royalties for patents and know-how, the 
local manufacturer establishes a greater and greater inde- 
pendence based upon the growing acceptance of his name 
and the diminishing importance of the commercial benefits 
of association through the use of the name of the licensor. 
Hence, there are these ensuing probabilities. A gradual 
lowering of royalty rates and, if there is little of value 
in new patents and designs—a cessation of the relation- 
ship altogether. 


No income at all from the use of the name. 


Little or no sale of component parts and prototypes as 
time goes on and 


. An increasing difficulty in the sale of states-side products 
in competition with those of other manufacturers whose 
name locally is still a virile identification of a product of 
world-wide renown and acceptance. 


In the foregoing, I have separated the patent and technical 
information license from the document that conveys the rights 
to the trade name. It has been our practice to do this, although 
the trademark agreement is always coterminous with the license 
agreement. There are good reasons for this, principally among 
which is the fact that the trademark grant becomes a public docu- 
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ment in many countries and it is, therefore, unwise to combine 
it in the license and technical assistance agreement which contains 
information which is a matter of confidence between the parties. 
Additionally, the income received in the form of royalties or other 
considerations for the rights to use the trademark should be sepa- 
rate and distinct, although this is a matter of individual prefer- 
ence and depends upon the methods and policies of each company. 

It is difficult to advise as to the amount of income that should 
be obtained for the use of the name, since this would vary accord- 
ing to the type of product involved. Actually, the whole idea of 
permitting the use of the name is more adaptable to consumer 
goods and mass-produced items than to equipment where the 
investment is large and where performance is a critical element. 
In the latter cases, the matter of warrantees is an extremely 
important consideration and, without proper safeguards as to 
quality of material, engineering and workmanship, the proprietor 
of the name may assume some very heavy responsibility which 
may not be worth the risk. 

I am not privileged to reveal the specific manner in which 
we arrive at our income bases, but, once again, it is a variable, 
depending upon many circumstances—the product, the importance 
of the name world-wide, and the value of the commodity itself. 
In our case, as I have indicated, there is a separate charge above 
the regular license agreement royalty for the use of the name. 
On the other hand, I know of instances where the licensor has 
adopted the exact reverse philosophy and has established the total 
royalty of non-branded products at a higher level than those 
products bearing the U.S.A. trademark. The psychology here 
appeared to hinge upon the fact that this policy encouraged the 
use of the U.S. trademark and, being better known than the local 
identification, resulted in a more aceclerated increase in sales. 
So, you can see there are many sides to this problem. 

Needless to say, we are not alone in the trend toward the 
licensing of our trademark. Before the war, when currencies 
were fully convertible, the problem did not exist. It is the chang- 
ing and changed conditions which we are recognizing demanding 
a new modus operandj to match and one enabling the proprietor 
of his registered trademark to keep this trademark alive and to 
profit therefrom. It became obvious long ago that there must be 
some widening of the so-called “normal” use. Great Britain and 
most of the British Commonwealth were the first to change their 
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statutes to provide relief for those who, as a result of postwar 
period business restrictions, found the restoration of their busi- 
ness under registered trademarks impossible. Significant among 
such changes is the so-called “registered use” by third parties 
under license and control by the proprietor. 

In countries which have such registered use provisions, the 
right to apply trademarks to goods manufactured by a third party 
under license is actually looked upon as use of such trademark 
by the proprietor. It is still the obligation of the proprietor to 
allow such mark to appear only on goods of a quality comparable 
to his own. The proprietor must be really careful to maintain 
a proper standard of quality for he may well be called upon to 
state his case in the event the ownership of the mark should come 
under scrutiny. 

Such agreements as these usually run for a five year period 
and are subject to renewal and re-registration at such times. 

These agreements are probably the broadest and most flexible 
of the export trademark deals. Under them the licensee can make 
the whole apparatus, buy some components from the proprietor, 
or even take some liberties with the design, provided quality is 
not impaired. 

In another class of countries, while there is no specific provi- 
sion for registered use, it is recognized that a third party may, 
under proper conditions, be permitted to apply a registered trade- 
mark of a U.S. proprietor. Where we have permitted such use, 
it is kept well within the requirements of the “registered user” 
countries. In other words, because of surveillance over quality 
and our acceptance of responsibility for this obligation under the 
statutes, it is really a use by the proprietor. 

The most common use in this category is one in which the 
licensee, because his volume is limited, cannot afford to tool up 
for a complete apparatus. By way of illustration, let us say the 
device is a household electric refrigerator. American production- 
line assembly turns out the motor compressor cheaper and better 
than the small operator can. Therefore, he buys this component 
from us. But he makes the cabinet, insulates it according to our 
know-how and then finishes it. The result is a fine product which 
is worthy of being tabbed with our trademark when offered to 
the public under our trademark. 

Then there is the licensee, or distributor, who will purchase 
all the parts of a device, some of which might be partially assem-. 
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bled, such as a printed circuit board for radio receivers and will 
merely assemble and test the product. The authorization to apply 
registered trademarks to such devices can be arranged as use by 
the proprietor but here again, the control of quality by him is a 
must. 

Another variation of this occurs when we must fit a product 
for use in a foreign country. Radio or television sets, for example, 
may require voltages and frequencies so varied in certain markets 
as to be a real export problem and it becomes necessary to make 
some power-pack changes. Export sets could be sold without 
power supplies and the exporter could authorize the local importer 
to furnish this part and sell the device under the original trade- 
mark, provided the trademark owner is satisfied that the quality 
of the reception is on a par with his own. 

In all these cases, it will be noted that there are two elements 
common to each. First, they all keep the trademark in use and 
before the public and, second, they all require the supervision and 
responsibility for quality, not alone to preserve the exclusive 
ownership in the proprietor but also to protect his good name. 

While I am sure most of you use somewhat similar criteria 


in such agreements as you may have, it may be of interest to 
review what we consider the basic points to be covered to protect 
our interest. The following is a brief outline of our agreement 
format: 


1. Authorization to use the mark on specified products manu- 
factured in the country of manufacture for sale and dis- 
tribution therein. 


. Reservation by the grantor of rights to mark past, present 
and future. 


. Protective provisions to guarantee continued and clear 
title to the mark to the proprietor with agreement on the 
part of the user to comply with local trademark statutes 
as well as to refrain from taking action against infringe- 
ment, such action being reserved for the proprietor. 


. Stipulation as to the use of the mark on the product, the 
labels, the containers, advertisements and other materials 
in connection with the packaging, sale or distribution, as 
well as a clear indication that the product has been manu- 
factured in the country involved and by the user. 


Undertaking on the part of the user to conform to the 
technical data and standards provided by the grantor 
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with the right on the part of the latter to have free access 
to the user’s establishment to ensure compliance. 


}. Indemnification of the grantor against public claims for 
defective products bearing the name. 


Provisions for prompt termination by the licensor for 
violation of the agreement, or if in the opinion of the 
grantor the mark is in jeopardy. 


I have not been present at your entire sessions and it may 
be that the European economic community has been covered. How- 
ever, to the extent that my surmises may or may not duplicate 
previously expressed opinions, I feel that I should comment upon 
it. 

I myself am convinced that we can expect nothing radically 
new, at least for years to come, that will affect the administration 
of patents and trademarks in these countries or affect their value 
to their owners. However, I am equally convinced that the imme- 
diate or near future will find the creation of a central search 
bureau which would make it possible to make patent and trade- 
mark validity searches for all the member countries in one place. 
This would reduce the expense of separate searches in each place, 
but would not, at least in the beginning, determine the standing 
of applications for patents or registrations of trademarks under 
the varying provisions of the statutes of each country. 

In the matter of patent office requirements, it is well to em- 
phasize the marked differences between the strict patent search 
of Holland as compared to the “no search” of some others. In 
view of these extremes, the amalgamation of all six patent offices 
is remote. Then, too, one must consider the improbability of any 
country surrendering its autonomy, to say nothing of passing up 
the income that comes from this source. 

In addition, it must be remembered that patent and trademark 
systems were established for and have the purpose of rewarding, 
for a period of years, an inventor and a trademark proprietor 
over a number of years for his discovery and originality. 

Further, a proposal has already been made that the common 
trademark registration practices in the Benelux countries have 
features favorable enough to be considered for adoption by other 
member countries of the European economic community. This is, 
however, only one school of thought on the subject without promise 
of adoption. I think it is significant that, despite the fact that 
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the Benelux countries unified trademarks in 1944, fourteen years 
later no one seems satisfied with the results, even though the 
problems there are a lot less than if countries like Germany, 
France and Italy are to be included. 

There are voluminous documents on the subject, but I can 
probably best sum up the whole subject by saying that despite 
the ideas being advanced, and despite the advantages of unifying 
the patent and trademark system, it is something for the future— 
and I do not mean the near future. 

Going back to the general problem, I might highlight some 
specific situations which deserve consideration. We are somewhat 
allergic to the use of our name in combination with that of the 
local manufacturer. On the other hand, I know that well-known 
manufacturers have agreed to hyphenated use. We think this is 
dangerous. The same applies to the inclusion of our name in the 
corporate title of a company. Another item that we try to guard 
against is any implication, by virtue of the acceptance of a mone- 
tary consideration, that we have sold the rights to our name. 

These are just a few points which you might think about, 
although it is a very fluid subject, depending as it does upon the 
many variations of trademark practice peculiar to each country. 

I have tried to give you my views on the commercial aspects 
of foreign trademark licensing, and I hope that I have succeeded 
in giving you something to think about. We are in a very fast 
changing world and, competitive forces being what they are, it 
is incumbent upon the American manufacturer to be as flexible 
as he can to maintain a lead position. One of our tremendous 
assets is the value of our American trade names. Today they have 
an inestimable value—tomorrow, with the diminishing volume of 
imports, plus the fickle frailty of human beings exposed to over- 
whelming sales promotion and service effort, an old name may 
be quickly forgotten. I think it is clear that if we are to continue 
to capitalize fully on the strength of our technical position and 
the superior quality of U.S. made products we cannot afford to 
permit the disappearance from the markets of the world of the 
symbols which are the outward sign of our proud position of 
industrial greatness and our enviable record of achievement. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Canada 
Opposition Proceedings 
The following are decisions of the Registrar of Trade Marks 
in connection with opposition proceedings: 


(a) R x F applied for in respect of animal foods (with a dis- 
claimer of the exclusive use of rR x) was held not to be 
confusing with the letter “F” registered in respect of 
pharmaceutical tablets for medicinal use. The Registrar 
held that there is considerable difference in the marks, 
and the nature of the wares associated with the respec- 
tive marks. 


DAN-DEE applied for in respect of pretzels, potato chips, 
popeorn and cheese was rejected both on the ground of 
prior use of the same mark by the opponent in respect 
of garden seeds, pickles, sauces and prepared mustards 
and on the ground that the mark is a mere misspelling 
of the laudatory epithet “dandy” and the applicant has 
not established that its mark has acquired distinctiveness. 


29 Canadian Patent Reporter 32-36 (Section II). 


Fiji 


Detention of Goods by Customs 


The following item appeared in the Information Circular 
No. 1/58 dated February 7, 1958 of The Institute of Trade Mark 
Agents (London) (and is reprinted with their permission) : 


“The Institute understands that, by the Merchandise Marks 
(Detention of Goods) Regulation, 1956, made under Section 
15 of the Merchandise Marks Ordinance, 1933, it is possible 
to record trade marks with the Customs authorities with a 
view to the prevention of the importation of goods bearing 
the same or a similar trademark.” 


Germany (Federal Republic) 
Similarity of Goods 
Recent decisions of the Appeal Senate of the German Patent 
Office indicate that, in an effort to cope with the increasing con- 
gestion of the German Trademark Register, the Patent Office may 
be moving towards a stricter interpretation of the concept of 
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similarity of goods. On the other hand, these decisions indicate 
the importance of wording specifications of goods broadly when 
applying in Germany. 

The following decisions have been handed down by Appeal 
Senate No. 2b since October 1957: 


(1) “Articles of clothing (including hosiery and knitted 
goods)” are not similar to “chemically treated, water- 
proof fabrics,” despite decisions of the Appeals Section 
of the Patent Office dating back to 1930 and 1931 holding 
“rayon fabrics” to be similar to “articles of clothing made 
of rayon” and “woven and knitted fabrics made of Egyp- 
tian cotton” to be similar to “hosiery.” 


Case No. B 8514/3d Wz—October 10, 1957. 


(2) uNDINE in respect of “woven and knitted fabrics” is not 
confusingly similar with uNprna in respect of “articles 
of clothing (including hosiery and knitted goods), under- 
clothes; corsets ... and parts thereof; slips.” 


Case No. D 7137/41 Wz—February 13, 1958. 


(3) “Cigarettes” are not similar to “cigar and cigarette 
holders, pipes, preparations and implements for chemical 
and physical denicotinization”; despite the fact that both 
kinds of goods are frequently found side by side in stores 
selling tobacco products and smokers’ articles. 


Case No. T 1503/38 Wz—October 16, 1957. 


(4) A trademark consisting of the German equivalent of the 
word QUEEN BEE accompanied by a device, in respect of 
“fennel honey,” is not confusingly similar with a mark 
consisting of the German equivalent of the word QuEEN 
BEE accompanied by another device, in respect of “plas- 
ters, materials for bandaging, preparations for the de- 
struction of animals and plants, disinfectants, food 
preservatives,” despite the fact that fennel honey, which 
is generally used as a cough remedy, comes under the 
general heading of “medicines” and that “medicines” 
broadly must be considered similar to “plasters, bandag- 
ing materials, ete.” In other words, specific goods be- 
longing to a certain genus are not necessarily similar 
to all the goods to which the genus is similar. 


Case No. F 2659/2 Wz—February 19, 1958. 
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Great Britain 
Opposition Proceedings 


The long drawn out litigation involving the trademarks 
ELECTRIX, ELECTRUX and ELECTROLUX has again been taken to the 
Court of Appeal. As indicated in the previous report herein, 
47 TMR 1353, the owners of ELEcTRUX and ELECTROLUX were suc- 
cessful in an infringement action against the use of ELECTRIX in 
respect of vacuum cleaners. However, relief was suspended in 
order to give the defendants an opportunity to apply for registra- 
tion of ELEcTRIXx on the basis of honest concurrent user. Both the 
Registrar and the High Court held that the defendant was entitled 
to registration of ELEcTRIx on that basis. However, on a further 
appeal to the Court of Appeal the lower decisions were reversed. 
The decision of the Appellate Court indicates that the contentions 
against registration of ELECTRIXx were as follows: 


1. A purely descriptive word which merely describes the 
character or quality of goods of a given type cannot be 
registered as a trademark because it is just as applicable 
to the goods of any other trader as it is to the goods of 
the person seeking to register the mark, and thus is not 


adapted to distinguish the goods of that person. Thus 
the word “electric” clearly could not be registered as a 
trademark in respect of electrically operated goods or 
appliances. 


A word that would be unregistrable in its proper spelling 
cannot be made registrable by substituting its phonetic 
equivalent. Thus the word “electrik” could not be regis- 
tered because it would be a mere phonetic equivalent of 
the unregistrable word “electric.” 


A word cannot be registered as a trademark if it so nearly 
resembles an unregistrable word that when registered 
it would be infringed by the use of the unregistrable word. 
Thus the trademark eLecrrix if registered would be in- 
fringed by the clearly unregistrable word “electric.” 


. The trademark ELectrix is the phonetic equivalent of “elec- 
trices” and is thus, under the second proposition above, 
unregistrable if “electrics” could not be registered. “Elec- 
trics” is a mere plural form of the adjectival “electric” 
and, considered as a potential trademark in respect of 
electrically operated goods and appliances, must clearly 
be taken to mean “things answering the description ‘elec- 
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tric,’ or in other words ‘electrically operated goods and 
appliances’.” So understood, “electrics” would clearly be 
unregistrable as purely descriptive of the character of the 
goods to which it is intended to relate. 


Distinctiveness in fact is not conclusive in favor of a per- 
son seeking to register a descriptive mark. Even if the 
word in question has by use come to be identified with 
the applicant’s goods in the eyes of substantial sections 
of the trade and the public, it may nevertheless be so 
inherently descriptive of the goods of the particular kind, 
irrespective of origin, as to be incapable of being or be- 
coming adapted to distinguish the applicant’s goods from 
the goods of other traders. 


To put the matter more broadly, it is well settled that 
registration should not be granted in respect of any words 
the registration of which as a trademark would give the 
applicant a monopoly of, or hamper or embarrass other 
traders in their use of, descriptive words or expressions 
of which they might reasonably and properly wish to make 
use in the ordinary course of their business. 


Other contentions were raised by the opponents but the Court 
of Appeal held that it was not necessary to decide upon them 
because the decision in favor of the opponent on the above conten- 
tions would be sufficient. 

The Appellate Court reviewed numerous decisions on the 
various issues and considered evidence indicating that there were 
a large number of firms doing business in the United Kingdom 
having either “electrix” or “electrics” as part of their trading 
names. Of these 19 sold vacuum cleaners and 31 carried on vari- 
ous electrical businesses. The Lower Court and the Registrar 
had held that ELectrix “suggests electricity, but it does not suggest 
any particular type of goods. It is thus free from the vice of 
inherent descriptiveness.” In this connection the Appellate Court 
held: 


“Tf we are right in holding that . . . ‘electrics’ is inherently 
unregistrable, then it follows from the authority binding upon 
us, ... that its phonetic equivalent ELEcTRIx is in no better 
case. We cannot accept the learned Judge’s exclusion of 
this doctrine on the ground that the unregistrable word, 
namely ‘electrics,’ is ‘incapable of describing a particular type 
of manufacture but only a type of business.’ We should have 
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thought it capable of describing both. ... We would add that 
even without recourse to its phonetic identity with ‘electrics,’ 
the word ELECTRIX in our opinion suffers on the face of it from 
the inherent and ineradicable vice of over-close resemblance 
to the unregistrable word ‘electric,’ and on that short ground 
is not a word which ought to be registered as a trademark.” 


Leave was given to appeal to the House of Lords. 
Electrix Ld.’s Application for Trade Marks. (1958) R.P.C. 


Passing-Off 


The dispute of the hairdressers involving the trading name 
CHARLES OF LONDON, reported herein at 48 TMR 298, has been 
taken to the Court of Appeal. The Lower Court granted the 
plaintiff an injunction restraining the defendant from using the 
name CHARLES OF LONDON or any name likely to be confused there- 
with. After reviewing the mass of evidence presented to the 
Lower Court, the Appellate Court held: 


“We must, therefore, as I think, conclude that at the date of 
the defendant’s adoption of cHARLES oF LonpDoN the plaintiff 
had a substantial proprietary interest in the shape of the 
good will attaching in London, in Brighton and more generally 
in the trade, to the name of CHARLES OF LONDON.” 


Once having established that, it was held that the law applicable 
to the case was: 


“If a name in which a plaintiff has a substantial goodwill is 
likely to be confused with a trade name which is adopted by 
a defendant, then passing-off is established. The law then 
assumes that damage will follow. Once a plaintiff has estab- 
lished substantial goodwill in a name, he has a property in it 
which he is entitled to have protected against passing-off. 
When the plaintiff has established that property, the only 
question is: Is there a likelihood in the future that, if the 
plaintiff and the defendant trade as the Courts think reason- 
ably probable, confusion will arise from the trade name 
adopted by the defendants?” 


The major contention urged by the defendant before the 
Court of Appeal was that the plaintiff’s good will was localized to 
the specific areas in which he had his shops. This contention was 
dismissed as follows: 
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“But the matter cannot be decided by a mere allocation of 
goodwill by areas. The question in cases of this sort must 
surely be whether, given a proprietary interest in the good- 
will attached to a name, that name is being used by an inter- 
loper in circumstances in which such use is calculated to 
cause confusion or deception. Distance may no doubt in 
some cases reduce and sometimes even remove the likelihood 
of confusion or deception, but that must be a question of fact 
depending on the circumstances of the particular case. If 
the present case is to be Judged by reference simply to the 
plaintiff's Brighton branch—and I think that having regard 
to the plaintiff’s general reputation in the trade this is too 
narrow a view—nevertheless the plaintiff must, in my judg- 
ment, be regarded as having made out a sufficient possibility 
of confusion to entitle him to succeed in his action. Brighton 
and Tunbridge Wells are only some 30 miles apart and ladies 
living between the two places might well go to either for the 
purposes of having their hair attended to.” 


Leave to take a further appeal to the House of Lords was 


refused. 
Brestian v. Try. (1958) R.P.C. 161. 


Israel 
Rejected Application 


The following item appeared in the Information Circular No. 
1/58 of February 7, 1958 of The Institute of Trade Mark Agents 
(London) (and is reprinted with their permission) : 


“In the ‘Jerusalem Post’ of the 22nd August, 1957, reference 
was made to the following trademark case: 


Ciba Limited, manufacturers of pharmaceutical prepara- 
tions, made application for registration of a trademark 
in Israel consisting of a series of white and black ellipses 
on a black background with the word pup.tex in the middle. 
This trademark was intended to be used on certain med- 
ical preparations that have repetitive and continuous 
properties. 


This application was refused on the ground that the trade- 
mark did not distinguish the goods of the applicants from 
those of other persons and it consisted of a word that had 
direct reference to the quality or character of the goods. The 
applicants appealed against the decision of the Registrar 
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but the Supreme Court dismissed the appeal for the reason 
that the distinctive part of the mark was the word puPLEx, 
which had associations in the minds of people in Israel with 
the process of duplication and, therefore, the mark could not 
be held to be distinctive.” 


PATENT OFFICE 


Trademark Statistics 


Cumulative 
January—May 
1958 1957 


Applications filed 9,449 9,069 


Registrations issued 
Principal Register 5,414 6,674 
Supplemental Register 330 411 


5,744 7,085 


Renewals 1,216 1,476 
Sec. 12(c), publications ~..........02........ 141 334 
Sec. 8, affidavits filed 5,101 5,424 
Re a 2,081 3,090 


* 


Cancellations, other 96 


* Not available. 





Vol. 48 T.M.R. LIST OF OTHER TRADEMARK ARTICLES 


LIST OF OTHER TRADEMARK ARTICLES* 


ARTICLES 
Colombia. 

Gaceta de la Propiedad Industrial, vol. 1, no. 1, 1958. Bogota, Ministerio de 
Fomento, Division de Propiedad Industrial. 

Consumers Cooperative Assn. of Kansas City, Missouri. 

Design for a Special Market. (Modern Packaging, April 1958, pp. 128-130.) 
Farmer co-op modernizes packaging of multi-product line for more corporate iden- 
tification. 

Cuba. 

Trademarks Decree No. 43, effective October 1, 1957. Classification of Goods. 
(Patent and Trade Mark Review, vol. 56, no. 6, March 1958, pp. 166-169.) 
Federation of Rhodesia and Nyasaland. 

Trademarks Act of 1957, effective April 1, 1958. (Patent and Trade Mark Review, 
vol, 56, no. 4, January 1958, pp. 87-104; no. 5, February 1958, pp. 128-142; no. 6, 
March 1958, pp. 169-174.) 

Folsom, Victor C. 

Latin-American Drug Laws. (Food Drug Cosmetic Law Journal, vol. 13, no. 3, 
March 1958, pp. 165-171.) 

Great Britain. 

Some recent Trade Mark Cases. (The Law Journal, vol. 108, no. 4797, January 
3, 1958, pp. 6-7.) 

Japan. 

Instructions to Applicants for Patents and Utility Model, Design and Trade-Mark 
Registrations in Japan. Tokyo, Asamura Patent Office, March 1958. Pp. 54. 
Kelley, Etna M. 

Choose Your Partners. (Sales Management, May 2, 1958, pp. 38-40, 42, 44-45.) 
Dual and multiple tie-in sponsor promotions open up new promotional opportunities. 
Kiss-Horvath, Wilhelm 

A Letter from Austria. (Industrial Property Quarterly, no. 1, January 1958, pp. 
4-20; no. 2, April 1958, pp. 4-26.) 

Trademarks are discussed in second article, pp. 6-26. 
LePage’s Ine. 

Transfer Labeling of Squeeze Bottles. (Modern Packaging, April 1958, pp. 106- 
107, 207.) 

LePage’s multicolor-decorated polyethylene bottles use highly flexible in-plant 
process, at a saving of 75%. 
McKesson & Robbins Inc. 

McKesson’s Rx for Better Advertising. (Tide, April 25, 1958, pp. 15-20.) 

Radio and Television; a Symposium. Part I and II. (Law and Contemporary 
Problems, vol. 22, no. 4, Autumn 1957; vol. 23, no. 1, Winter 1958.) 
Voyame, Joseph. 

Letter from Switzerland. (Industrial Property Quarterly, no. 2, April 1958, pp. 
27-52.) 

Includes extensive discussion on trademarks. 
Woodward, Harry. 

Old Product, New Sales Potentials. (Sales Management, May 2, 1958, pp. 50-52.) 
Q-Tips finding new markets for its cotton-tip applicators in multiple-use promotion 
program. 

World Health Organization. 

International Non-Proprietary Names for Pharmaceutical Preparations. (Chronicle 
of the World Health Organization, vol. 12, no. 3, March 1958, pp. 102-110. Patent 
and Trade Mark Review, vol. 56, no. 7, April 1958, pp. 196-199.) 

World Trade Information Service. Washington, Dept. of Commerce, Bureau of 
Foreign Commerce. 

Part 2: Operations Reports. Trademark information is included in the following 
reports: No. 57-128—Dominican Republic; No. 58-24—Israel; No. 58-26—New 
Zealand; No. 58-29—Mozambique; No. 58-34—United Kingdom. 


* Copies of these articles are available for reference in the Association’s library. 
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AVEDIS ZILDJIAN CO. v. THE FRED GRETSCH MFG. CO. 
No. 96—C. A. 2—January 17, 1958 





CoURTS—PLEADING AND PRACTICE 
After nearly 20 years only extraordinary circumstances would allow decree 
which adjudicated trademark rights to be attacked collaterally. 
REGISTRABILITY—IN GENERAL 
Under Acts of 1905 and 1946, party owns mark where he was and is exclusive 
United States distributor of foreign goods, where manufacturer had assigned, to- 
gether with good will of company in the United States, right to register and use 
trademark in the United States; in addition, distributor undertook to promote sale 
of goods and to prosecute actions for trademark infringement. 
CANCELLATION—IN GENERAL 
Plaintiff has no standing to seek cancellation because it has no right to use 


name or pictorial matter shown in registration. 


Action by Avedis Zildjian Co. v. The Fred Gretsch Mfg. Co., trade- 
mark Registration Nos. 245,846 and 247,623, under 15 U.S.C. 1071 in which 
defendant counterclaims for unfair competition. Both parties appeal from 
District Court for Eastern District of New York from judgment dismissing 
complaint and counterclaim. Affirmed. 

Case below reported at 47 TMR 598. 

See also 43 TMR 641, 48 TMR 258. 


Harold E. Cole, of Boston, Massachusetts (I. Walton Bader, of New York, 
N.Y., on the brief), for plaintiff. 
Leo C. Krazinski, of New York, N.Y., for defendant. 


Before CLARK, Chief Judge, Moore, Circuit Judge, and SmitTH, District 
Judge. 


CuaRK, Chief Judge. 

Plaintiff brought this action under 15 U.S.C. §1071 and 35 U.S.C. 
§§145, 146 to cancel defendant’s trademark registrations. Defendant 
counterclaimed seeking injunctive relief and damages. The complaint 
and counterclaims were dismissed and both parties appeal. 

The parties distribute cymbals. Plaintiff manufactures its cymbals 
in the United States, while defendant is the exclusive American distributor 
of cymbals manufactured by K. Zildjian & Co. of Constantinople, Turkey. 
The manufacturers in both countries are members of the Zildjian family. 
This name (said to mean cymbal maker) was derived from the family 
trade, which has been practiced since early in the seventeenth century. 
Each party claims that its cymbals are manufactured according to a process 
long kept secret by the family. 
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During the 1920’s two branches of the Zildjian family were pro- 
ducing cymbals. One branch was located in Turkey, the other in Rumania. 
Both sold cymbals to and through defendant and authorized defendant to 
register in the United States various trademarks incorporating the word 
ZILDJIAN. Defendant obtained a number of registrations pursuant to these 
arrangements. The cymbals of the Rumanian Zildjians proved somewhat 
less than perfect, however; and after the Rumanian firm of A. Zildjian & 
Cie was dissolved in 1926, Aram Zildjian, one of its partners, came to the 
United States, where he formed a partnership with his nephew, Avedis 
Zildjian, to manufacture cymbals. That company was plaintiff’s prede- 
cessor. 

Troubles ensued with two Zildjians manufacturing cymbals for dis- 
tribution in the United States. Both used the name zILDJIAN to identify 
their products, which each claimed (and still claim) were the only cymbals 
made according to the ancient family process. Litigation resulted in a 
consent decree entered in 1929 by the United States District Court for 
the District of Massachusetts which adjudged that this defendant was the 
sole owner of trademarks No. 228,592 (A. ZILDJIAN & CIE DE CONSTANTINOPLE 
with an ornate device), No. 245,846 (zILDJIAN), and No. 247,623 (K. ZILDJIAN 
CO., CONSTANTINOPLE with an ornate device). Defendant had been author- 
ized to register the first by Aram’s Rumanian firm and the third by 
K. Zildjian & Co. of Turkey. The decree also enjoined the present plain- 
tiff from using the names A. ZILDJIAN & CO. and K. ZILDJIAN & CO. or rep- 
resenting that its cymbals were made by a process similar to that used.by 
the firm of K. Zildjian & Co., Constantinople. The present plaintiff was 
allowed to use as part of its business name AVEDIS ZILDJIAN, AVEDIS A. ZILD- 
JIAN, or the full name of any Zildjian associated with it as long as its 
cymbals were prominently stamped “Made in the U.S.A.” In addition, 
the decree provided that if any of the defendant’s marks were cancelled, 
plaintiff could adopt and use them. 

That decree has not brought peace. Over the years the parties have 
been involved in various legal proceedings relating to the use of the name 
ZILDJIAN, alone or in combination, to identify their products. The latest 
is this proceeding to cancel defendant’s marks. Plaintiff was successful 
before the Commissioner of Patents in obtaining the cancellation of mark 
No. 228,592 (A. ZILDJIAN & CIE DE CONSTANTINOPLE with an ornate device) 
on the grounds of abandonment. See 15 U.S.C. §1064. It was unsuccessful, 
however, in having the other two marks cancelled, and subsequently, to no 
avail, brought this action for that purpose. It urged four grounds for 
cancellation, which it renews here, viz.: (1) defendant never owned the 
trademarks and therefore could not register them; (2) defendant has 
abandoned the trademarks; (3) defendant fraudulently obtained renewal 
of the marks by falsely swearing that they were still in use; and (4) the 
trademark ZILDJIAN has become a grade mark. 





| 
| 
| 
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Plaintiff argues that defendant was never the owner of the marks, but 
merely an importer of a product bearing the trademarks and, under 
recent decisions of the Assistant Commissioner of Patents, had no standing 
to register them. It also contends that defendant fraudulently obtained 
trademark No. 245,846 ziLDJIAN by falsely swearing at the time of its 
application to register that mark that it was the owner of trademark 
No. 228,592 (A. ZILDJIAN & CIE DE CONSTANTINOPLE with an ornate device) 
since cancelled, when in fact its interest in the later mark ceased upon 
the dissolution of Aram’s Rumanian firm. But these grounds are fore- 
closed by the 1929 decree which adjudged that defendant was the sole 
and exclusive owner of the marks and possessed all the rights secured by 
their registration. After nearly twenty years only extraordinary circum- 
stances would allow that decree to be attacked collaterally. And plaintiff 
makes no showing that all these facts were not before the Massachusetts 
court. Moreover, defendant was and is the exclusive United States dis- 
tributor for cymbals manufactured by K. Zildjian & Co. of Constantinople 
and was assigned, together with the good will of that company in the 
United States, the right to register and use in the United States the 
K. ZILDJIAN & CO. trademark. In addition, defendant undertook to promote 
the sale of K. Zildjian cymbals throughout Canada and the United States 
and to prosecute actions for trademark infringements. Under the Trade- 
mark Act of 1905, 33 Stat. 724, these facts were sufficient to constitute 
defendant as “owner” for purposes of registration. A. Bourjois & Co. v. 
Katzel, 260 U.S. 689, 26 A.L.R. 567 (13 TMR 69); Scandinavia Belting 
Co. v. Asbestos & Rubber Works of America, 2 Cir., 257 F. 937 (9 TMR 
136), certiorari denied 250 U.S. 644. They are also sufficient under the 1946 
Act, 15 U.S.C. §1051. See Roger & Gallet v. Janmarie, Inc., C.C.P.A., 245 
F. 2d 505, 114 USPQ 238 (47 TMR 1126); E. Leitz, Inc. v. Watson, 
D.C.D.C., 152 F. Supp. 631, 113 USPQ 409 (47 TMR 1008), both reversing 
the Assistant Commissioner’s recent decisions to the contrary. 

Plaintiff’s grounds (2) and (3) rely on defendant’s alleged abandon- 
ment of the marks since 1929. Under §14(c) of the 1946 Act, 15 U.S.C. 
§1064(c), a trademark may be cancelled if it has been abandoned. The 
Examiner of Interferences, who originally investigated plaintiff’s claim, 
found that defendant’s mark No. 245,846 (zmLDJ1AN) had been in continu- 
ous use since 1929. He also found that defendant has used the K. ZILDJIAN 
portion of the other mark continuously since the date of the decree, but 
had discontinued part of the pictorial design included in that mark. 
The lower court accepted these findings, and plaintiff does not seriously 
contest them. D.C.E.D.N.Y., 147 F. Supp. 614, 112 USPQ 424 (47 TMR 
598). Obviously, therefore, defendant has not abandoned the zILDJIAN 
mark. And in the case of the other mark, No. 247,623, we agree with the 
Examiner of Interferences and the Examiner in Chief that plaintiff has 
no standing to seek cancellation because it has no right to use the name 
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K. ZILDJIAN or the pictorial matter shown in that registration. See Goheen 
Corp. v. White Co., C.C.P.A., 126 F.2d 481, 53 USPQ 52 (32 TMR 241). 

Plaintiff’s ground (4) is based upon its contention that the word 
ZILDJIAN is used by persons in the music world to mean a certain grade 
or quality of cymbal made by it and defendant. The argument runs that 
ZILDJIAN does not identify defendant’s product, because it can refer to 
either party’s cymbals and thus the mark has become the generic name of 
a product sold by two manufacturers. The lower court dismissed this con- 
tention for lack of proof, D.C.E.D.N.Y., 147 F. Supp. 614, 112 USPQ 424 
(47 TMR 598); and investigation of the record shows no independent 
testimony that ZILDJIAN is a generic name. Plaintiff could point only to 
advertising of defendant which stresses that K. Zildjian cymbals are THE 
ORIGINAL, THE GENUINE ZILDJIAN TURKISH CYMBALS and THE ONLY GENUINE 
ZILDJIAN CYMBALS. This advertising is understandable in the light of the 
similarities in name between plaintiff and defendant, both of whom claim 
that it alone produces cymbals according to the ancient secret process of 
the Zildjian family. It hardly evidences defendant’s acquiescence in the 
use of its trademark as a generic name. Plaintiff’s evidence supporting its 
argument was too insubstantial to warrant a finding in its favor. The 
complaint properly was dismissed on the merits. 

Defendant interposed two counterclaims which were pleaded in a 
very confusing manner. One seems to be directed at plaintiff’s alleged 
acts of unfair competition and violations of the 1929 decree, the other 
at plaintiff’s alleged fraudulent registration of certain trademarks in 
Canada. Although there seems to be some inconsistency between the judg- 
ment and certain statements in the opinion below, the judgment clearly 
indicates that the district court dismissed the first counterclaim with 
prejudice and the second counterclaim without prejudice to its renewal. 
Both dismissals are based on defendant’s failure to prove its allegations. 

We may examine defendant’s demands for relief to ascertain the 
merits of its appeal from these dismissals. First it demands that plaintiff 
be enjoined from selling or advertising cymbals bearing the word ZILDJIAN 
or A. ZILDJIAN or any marks confusingly similar to defendant’s which tend 
to divert business from defendant. Further it demands damages for plain- 
tiff’s alleged infringements and unfair competition by use of these marks. 
Obviously the existence of two competitors both distributing an identical 
product under practically identical names is going to engender a certain 
amount of confusion among consumers. But under the 1929 decree both 
parties are legally entitled to use the similar names; and upsetting the 
status quo which has existed for nearly twenty years would only unfairly 
deprive one or the other of the parties of a profitable business. There was 
no evidence that plaintiff advertised or sold its cymbals under the name 
ZILDJIAN OF A. ZILDJIAN. Nor was there any evidence that plaintiff attempted 
to palm off its products as defendant’s. These claims, therefore, properly 
were dismissed with prejudice. 
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Second, defendant demands that plaintiff be required to use the full 
first name, and not an initial, before the surname ZILDJIAN and to remove 
from its cymbals the notation GENUINE TURKISH CYMBALS and to enlarge 
the notation MADE IN THE U.S.A. The record does not support defendant’s 
contention that plaintiff uses zILDJIAN without a full first name. The fact 
that some of plaintiff’s customers referred to plaintiff's cymbals as 
A. ZILDJIAN cymbals is not enough to show that plaintiff either advertised 
or sold its wares with that mark. Moreover, defendant’s mark No. 228,592 
(A. ZILDJIAN & CIE DE CONSTANTINOPLE with an ornate device) has been 
cancelled; and under the 1929 decree plaintiff may now use that mark. 
In regard to the notations GENUINE TURKISH CYMBALS and MADE IN THE 
U.S.A., the Examiner of Interferences said that the legend “correctly implies 
that the petitioner’s cymbals are of the Turkish type.” The lower court 
denied defendant relief on the grounds that it failed to prove that the 
legend was improper, and dismissed this demand with prejudice. D.C. 
E.D.N.Y., 147 F. Supp. 614, 112 USPQ 424 (47 TMR 598). We agree with 
that determination. 

Defendant amended its first counterclaim to allege that plaintiff adver- 
tised its cymbals in contravention of the 1929 decree which enjoins plain- 
tiff from advertising that it makes “cymbals by a process the same as or 
similar to that used by the present firm of K. Zildjian & Co., Constan- 
tinople.” Defendant also demanded that plaintiff be held in contempt 
and ordered to comply with the 1929 decree. The record does not support 
the allegations. Defendant shows no instances where plaintiff has adver- 
tised that its cymbals are made according to the process used by K. Zildjian 
& Co. Plaintiff has advertised that its cymbals are made according to an 
ancient process handed down in the Zildjian family. But this does not 
appear to contravene the 1929 decree which precluded plaintiff from 
identifying its cymbals as K. Zildjian cymbals manufactured in Turkey. 
Defendant stresses that it alone possesses this ancient secret process and 
hence that plaintiff in its advertising actually refers to K. Zildjian & Co.’s 
process. But the proof on this issue was inconclusive, and defendant’s 
claim properly was dismissed with prejudice. 

Defendant’s last demand (the subject of its second counterclaim) 
related to alleged trademark registrations in Canada. It failed to adduce 
any proof concerning this claim. A dismissal which reserves the claim 
for possible future litigation was within the discretion of the district court. 
Judgment affirmed. 








Vol. 48 T. M.R. STOVER v. FARMERS’ EDUCATIONAL AND COOP. 699 


STOVER v. FARMERS' EDUCATIONAL AND COOPERATIVE 
UNION OF AMERICA 


No. 15833-—C. A. 8— January 20, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
CoURTS—CONTEMPT PROCEEDINGS 

The title U.S. FARM UNION NEWS for a publication directed to farmers is so 
similar to IOWA UNION FARMER, use of which was prohibited by injunction, as to 
constitute contempt of court for which the president of the corporation was fined 
$1,000.00; such fine being reduced to $500.00 upon the condition that the respondent 
cause the said title and other designations, including the truthful statement 
FORMERLY IOWA UNION FARMER, to be dropped. 

REGISTRABILITY—CORPORATE AND TRADE NAMES 

A trade name, though not a trademark, is generally covered by trademark 
rules. The name of a newspaper is in the nature of a trademark. 

The Lanham Act includes “names” in its definition of trademarks. Hence, an 
injunction prohibiting use of “marks” and “words” comprehends use of plaintiff's 
name as well. 

COURTS—CONTEMPT PROCEEDINGS 

Although the amount of damage sustained by plaintiff as a consequence of 
plaintiff’s violation of an injunction was not susceptible of ascertainment, there 
was no doubt that damage far in excess of the amount of the fine had been incurred; 
even the plaintiff’s attorney’s fees were higher in total. 


Action by Farmers’ Educational and Cooperative Union of America v. 
Fred W. Stover et al. for trademark infringement. Fred W. Stover appeals 
from judgment of District Court for Southern District of lowa fining him 
for contempt. Affirmed. 

Case below reported at 47 TMR 1054. 

See also 46 TMR 1502, 47 TMR 1492. 


James R. McManus, of Des Moines, Iowa, for appellant. 

Frederic M. Miller, of Des Moines, Iowa (Sherwin J. Markman, of Des 
Moines, Iowa, and Charles F. Brannan, of Denver, Colorado, on the 
brief), for appellee. 


Before GARDNER, Chief Judge, and WooprouGH and VoGEL, Circuit Judges. 


WooprovueH, Circuit Judge. 

The judgment here appealed from finds the appellant guilty of con- 
tempt and imposes a fine upon him for violating an injunction issued in 
this case in favor of Farmers’ Educational and Cooperative Union of 
America, here referred to as plaintiff, against appellant and others, as 
defendants, on June 11, 1956, in accord with the opinion of the district 
court, reported at 141 F. Supp. 820, 110 USPQ 531. Appeal was taken 
by the defendants, including the appellant herein, from the injunctional 
decree and this Court affirmed it in all respects, as reported at 247 F. 2d 
809, 114 USPQ 382 (47 TMR 1492), and we caused a copy of the judgment 
and decree of injunction together with material findings and conclusions 
of the district court, to be appended and published with our opinion. 
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As fully appears in those reports, the appellant, Fred W. Stover, is 
the president and principal managing officer of the two Iowa Corporations 
which operated for years under a charter from the plaintiff and were iden- 
tified with the plaintiff by using its registered trademarks, service marks, 
and symbols in publishing a newspaper and rendering the other services 
to farmers for which the plaintiff, and the corporations to which it granted 
its franchise, were organized. In March of 1954, the charter of the two 
corporations was revoked by the parent corporation and their connection 
with the plaintiff was duly and lawfully terminated. But at the instigation 
and under the direction of this appellant, they continued their operations, 
as they had carried them on before under their franchise from plaintiff, 
and infringed the plaintiff’s trademarks and symbol, and in the same con- 
nection, engaged in unfair competition against the plaintiff. 

The decree, issued June 13, 1956, enjoining them from continuing 
their wrongful infringement and unfair competition appears in words and 
figures at 247 F. 2d 809, 812-813, 114 USPQ 382, 385 (47 TMR 1492). 

On September 10, 1956, the plaintiff filed application for citation for 
contempt in the action against appellant, charging him with deliberately 
acting in violation of the injunction and praying that he be held in con- 
tempt of court and punished therefor. 

Issues were joined and the court found, on the trial, that the appellant 
here had continued to do that which he had been enjoined from doing and 
was guilty of contempt and subject to penalty. The opinion of the court 
is reported at 150 F. Supp. 422, 113 USPQ 507 (47 TMR 1054). Its findings 
and conclusions (omitting some repetitions) included the following: 


“3. Defendant, Fred W. Stover, is the President and principal 
managing officer of the Iowa Farmers’ Union and the Iowa Union 
Farmer Association. He publishes and is an editorial contributor on 
the newspaper now known as U.S. FARM UNION NEWS, formerly known 
as IOWA UNION FARMER. He is in charge of the activities of said Iowa 
Farmers Union and said Iowa Union Farmer Association, including 
the solicitation of subscriptions, memberships, dues and contributions 
and is in charge of the records and headquarters of said corporation. 
Not only is he bound to comply with the injunction, quoted in Para- 
graph 1 hereof, supra, but is under the duty to so supervise and direct 
the affairs of said corporation that they likewise in their activity 
would obey said injunction.” 


“4. The continued use of the names, IOWA FARMERS UNION and 
IOWA UNION FARMER ASSOCIATION, by said corporations, and in particular 
by the defendant, Fred W. Stover, has created confusion and mis- 
understanding in the community and directly violates the injunction. 
The name, U.S. FARM UNION NEWs is so similar to IOWA UNION FARMER 
that it is deceptive and confusing and creates confusion and mis- 
understanding among the farm people of Iowa.” 


“5. Except for the change of the name of the newspaper from 
IOWA UNION FARMER to U.S. FARM UNION NEWS, defendant Fred W. 
Stover, as president of defendants, Iowa Farmers Union and Iowa 
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Union Farmer Ass’n, has conducted the affairs of both of said corpora- 
tions since the entry of said decree the same as he did prior thereto. 
There can be no reasonable doubt or question that defendant, Fred W. 
Stover, violated the injunction herein. He is guilty of contempt and 
is subject to penalty therefor.” 


“CONCLUSIONS OF LAW” 


“1. As stated above, Judge Harper found that defendants were 
infringing plaintiff’s registered marks and enjoined them from fur- 
ther infringement thereof. Except for the change in the name of the 
defendants’ newspaper from IOWA UNION FARMER to U.S. FARM NEWS, 
defendants, including and under supervision of the defendant, Fred 
W. Stover, have continued their operations since the entry of the 
injunction the same as they had prior thereto. There has been no 
substantial effort to comply with the injunction. Obviously defen- 
dant, Fred W. Stover, continued to do that which he was enjoined 
from doing. He is guilty of contempt and is subject to penalty.” 


“2. The name of a newspaper is in the nature of a trademark. 
The law of trade names is identical with that of trademarks. Rights 
that may accrue in a trade name are by reason of the fact that such 
trade names, becomes in law a trademark. While a trade name is not 
strictly a trademark, it is generally governed as to its use by the 
same rules as a trademark.” 


“3. Plaintiff has registered its marks, UNION FARMER and FARMERS 
UNION. Judge Harper’s findings and conclusions adjudicated that 
defendants’ use of the trade name, IOWA FARMERS UNION infringed 
plaintiff’s registered mark FARMERS UNION and that defendants’ use 
of the trade name IOWA UNION FARMER ASSOCIATION infringed plaintiff’s 
registered mark UNION FARMER. The adjudication thus made are not 
subject to collateral attack in these proceedings. Defendant, Fred W. 
Stover, as president of the Iowa Farmers Union, and as president of 
the Iowa Union Farmer Association, has done nothing whatever to 
terminate said infringements by said corporations. He is clearly guilty 
of contempt. In continuing to supervise and direct the activities of 
said two corporations, defendant, Fred W. Stover, has clearly violated 
the injunction.” 


“4. The change of the name of the newspaper from 10WA UNION 
FARMER to U.S. FARM UNION NEWS does not avoid infringement of plain- 
tiff’s registered marks. The confusion which has existed heretofore 
is bound to continue and to reoccur because of the similarity of the 
name to plaintiff’s marks particularly when the type of subscribers 
to defendants’ newspaper and to plaintiff’s newspapers is considered.” 


judgment was as follows: 


“Judgment and Decree” 
+ ae *” 
“Tt is hereby ordered, adjudged and decreed that the defendant, 
Fred W. Stover, is found to be in contempt of court for violation of 


the injunction entered in this cause on June 11, 1956, and accordingly 
is ordered to forthwith pay to the clerk of this court a fine of one 
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thousand dollars ($1,000.00), provided, however, that, if, within ten 
days after the entry of this judgment herein, he procures the dis- 
continuance of the corporate names, IOWA FARMERS UNION and IOWA 
UNION FARMER ASSOCIATION, procures the discontinuance of the name, 
U.S. FARM UNION NEws, and of the reference to the fact that it was 
formerly IOWA UNION FARMER, procures the removal of the sign, IOWA 
FARMERS UNION, over the entrance to the place of business of said 
corporation, ceases to solicit funds, contributions and dues for either 
an IOWA FARMERS UNION or an IOWA UNION FARMER ASSOCIATION, and 
otherwise complies with the injunction herein, then said fine shall be 
reduced to five hundred dollars ($500.00).” 

“It is further ordered that judgment be entered against the de- 
fendant, Fred W. Stover, for the costs of this proceeding.” 


Subsequent to the entry of the judgment, the court overruled objec- 
tions to its findings, conclusions and judgment. It cited, 18 U.S.C.A., §401, 
as follows: 


“A court of the United States shall have power to punish by fine 
or imprisonment, at its discretion (emphasis mine), such contempt of 
its authority, and none other, as 





(3) Disobedience or resistance to its lawful writ, process, order, 
rule, decree, or command.” 


The court said, “quite clearly, the eontemnor in this case was charged 
with disobedience to a lawful decree heretofore entered in a proceeding 
to which the contemnor was a party.” 

Supersedeas was allowed the appellant and on this appeal he asserts 
error in his conviction and fine and argues as points for reversal that: 
(1) the decree of injunction entered in this action on June 13, 1956, did 
not enjoin the defendants from the use of the trade names contained in 
the titles of the corporate defendants so that his conduct of carrying on the 
same business as before the injunction and using FARMERS UNION and 
UNION FARMER, was not covered by the injunction and; (2) that if civil 
contempt was established, no damages were proven and no fine could be 
assessed against him. 


1. As to the Injunction 


It adjudicates the right of the plaintiff to the exclusive use of “UNION 
FARMERS in connection with the printing, publication and distribution of 
any newspaper or like periodical, and to the exclusive use of the words 
FARMERS UNION * * * in connection with dissemination of information per- 
taining to farming and related industries, and particularly information 
in connection with cooperatives to aid the farmer in marketing his produce, 
information relating to education and entertainment programs for farmers 
and their families, information as to proposed legislation that directly or 
indirectly may affect those engaged in farming and related industries, and 
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services to and for the farmer relating to storage of produce, the making 
of mortgage loans, the brokerage of produce and livestock, the sale of 
insurance and the servicing of farm equipment, and from in any way, 
directly or indirectly attempting to compete with the plaintiff in its use 
of said trademarks.” The trial court found that appellant, acting as presi- 
dent of IOWA UNION FARMER ASSOCIATION, after the issuance of the injunc- 
tion against him, supervised the publication and distribution of a newspaper 
entitled, U.S. FARM UNION NEWS (FORMERLY IOWA UNION FARMER), denom- 
inated the May-June, 1956, issue of said newspaper and solicited contribu- 
tions for the Iowa Union Farmer Association and engaged in unfair 
competition against the plaintiff. 

The findings are fully supported by the evidence and in turn support 
the court’s conclusion, that appellant violated the injunction. The slight 
alterations in the name of the newspaper appellant published, changing 
FARMERS to FARM but retaining UNION and adding FORMERLY IOWA UNION 
FARMER were obviously to circumvent the letter of the injunction while 
adhering to the infringement and unfair competition. 

The argument that appellant may so continue his invasion of the 
trademark rights of the plaintiff despite the injunction that was issued 
against him, after full hearing and fair trial, is without merit. 

It is true, the injunction prohibits misuse of “marks” and “words” 
and does not say corporate names. But the Lanham Act includes “names” 
and “words” in its definition of trademarks and service marks, 15 U.S.C.A., 
§1127, and the injunction in this case was sufficiently phrased and worded 
to apprise the appellant of the prohibition against his infringement and 
unauthorized and unfair competition against plaintiff. It is immaterial that 
the injunction did not include a general prohibition of any use of the 
corporate names of the defendants. It plainly and unambiguously forbade 
the appellant to use the registered words that had acquired secondary 
meaning to intrude upon and take away the business that belonged to 
plaintiff. His violations were properly held to be wilful and in contempt 
of court. 

Appellant has cited L. E. Waterman Co. v. Modern Pen Co., 235 U.S. 
96, 35 S. Ct. 93 (5 TMR 1); L’Aiglon Apparel v. Lana Lobell Inc., 3 Cir., 
214 F. 2d 649, 102 USPQ 94; American Auto Association v. Spiegel, 2 Cir., 
205 F. 2d 771, 98 USPQ 1 (43 TMR 1071) ; and King Pharr Canning Corp. 
v. Pharr Canning Co. (D.C. Ark.), 85 F. Supp. 150, 883 USPQ 146 (39 
TMR 715), as tending to support his contention that the injunction herein 
does not cover his conduct. We do not find such support in the cases cited. 


2. As to the Proof of Damage to the Plaintiff 


It was clear to this court on the appeal from the decree of injunction 
that the wrongful conduct of this appellant and his co-defendants in in- 
fringing the plaintiff’s marks and engaging in unfair competition against 
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plaintiff, in connection with such infringement, “greatly increases the cost 
and difficulty plaintiff encounters in its undertaking to reestablish the 
Iowa division which is essential to its national organization and interstate 
operation,” and on the trial for the contempt, it was shown that after the 
injunction was issued, the plaintiff spent about thirty-seven or thirty-eight 
thousand dollars on its organization work in Iowa, in addition to publica- 
tions, news letters and other materials. Specific instances where appellant’s 
activities interfered with or prevented organization meetings planned by 
plaintiff were proved. While it is true that the evidence does not afford 
means to compute mathematically the precise amount of plaintiff’s damage, 
and indeed the amount is not susceptible of such determination, the evidence 
leaves no doubt that damage far beyond the amount of the fine that was 
imposed was directly caused the plaintiff by appellants’ wrongful conduct. 
Undoubtedly the cost of attorneys’ services that was directly caused were 
of value greater than the fine. 

In United States v. Onan, 1 Cir., 190 F. 2d 1, 9, this Court said as to 
a fine imposed for civil contempt: 


“* * * The precise amount of actual damage was doubtless not 
susceptible of determination but the flagrant and wanton abuse by ap- 
pellants of judicial process in issuing and serving these garnishee sum- 
monses on the various banks in which defendants had large deposits 
subjected defendants to substantial expense in retaining counsel and 
in obtaining an order quashing the summonses. The evidence was all 
before the trial court and there was no evidence offered by appellants 
to the contrary. We think a fine of $2,500.00 as reimbursement for 
damages suffered by appellees was sustained by substantial evidence.” 


No term of imprisonment was imposed and the fine was upon con- 
ditions affording the appellant a liberal locus poenitentiae. 

It is argued that matters this appellant caused to be published, after 
the issuance of the injunction, in the newspaper of the Iowa Union Farmer 
Association reflecting upon the court and its issuance of the injunction 
and declaring that “the paper’ would continue, notwithstanding the in- 
junction, was privileged matter under the first amendment to the Federal 
Constitution and afforded no basis for the finding of contempt. But it 
does not appear that the court rested its findings of contempt upon that 
phase of appellant’s publications and no discussion of it appears to be 
called for here. 

We find no error in the proceedings and judgment and affirm the judg- 
ment with direction that the alternative privilege accorded the appellant be 
extended thirty days from the entry hereof. 
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HANS C. BICK, INC. v. WATSON, Com'r of Patents 
No. 13763 -—C. A., D. C.— January 21, 1958 


CANCELLATION PROCEDURE—APPEALS—R. S. 4915 
COURTS—APPELLATE PROCEDURE 
The owner of registrations for NYLONIZED, which were canceled from the 
Supplemental Register because one had not been used prior to registration and the 
other was merely descriptive, had a right to proceed in the Federal District Court 
against the Commissioner alone without joining the parties who had initiated the 
cancellation proceedings. 


Action under 35 U.S.C. 145 by Hans C. Bick, Inc., Registration Nos. 
557,443 and 557,776 v. Robert C. Watson, Commissioner of Patents. Plain- 
tiff appeals from District Court for District of Columbia from judgment 
dismissing complaint. Reversed: Fahy, Circuit Judge, dissenting with 
opinion. 

See also 46 TMR 1563. 

William J. Ruano, of Pittsburgh, Pennsylvania, for appellant. 
Clarence W. Moore, for appellee. 


Before FAHY, WASHINGTON, and DANAHER, Circuit Judges. 


DANAHBER, Circuit Judge. 
Appellant asked the District Court to restrain the Commissioner of 


Patents from cancelling its Trademark Registration No. 557,776 of NYLON- 
1zED for women’s nylon hosiery, issued on April 15, 1952, and its Service 
Mark Registration No. 557,443 of NYLONIzED for the finishing of nylon and 
other woven and knit fabrics by applying an emulsified nylon, finishing 
coat thereon, issued on April 8, 1952. Both registrations had issued on 
the Supplemental Register under the Trademark Act of 1946. Scholler 
Brothers, Inc., W. F. Fancourt Co., both of Philadelphia, Pennsylvania, 
and Onyx Oil & Chemical Co. of Jersey City, New Jersey, filed cancellation 
petitions in the Patent Office where, finally, the Assistant Commissioner 
of Patents held that appellant had not been entitled to register the word 
NYLONIZED at the time it filed its application and that Registration No. 
557,776 should therefore be cancelled. It was further held that NYLONIZED 
is merely descriptive, that the examiner’s decision to that effect should be 
affirmed and that Registration No. 557,443 should be cancelled. The 
Commissioner moved to dismiss the complaint in the District Court on the 
ground that the court lacked jurisdiction over the parties and over the 
subject matter and because the petitioners for cancellation were “indis- 
pensably necessary to a full and final adjudication of the controversy 
and none of them has been made a party hereto.” The Commissioner’s 
motion having been granted and the complaint having been dismissed, this 
appeal followed. 


1. Scholler Brothers, Inc. v. Hans C. Bick, Inc., 110 USPQ 431 (46 TMR 1563) 
(1956). 
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The Commissioner here mistakenly relies upon Chris Laganas Shoe 
Co. v. Watson.? Laganas had filed its application for registry on the Prin- 
cipal Register of the term alr sTRIDE for women’s shoes. Brown Shoe Com- 
pany, Inc., prior user of the registered mark Air sTEP successfully opposed ; 
the Laganas appeal to the United States Court of Customs and Patent 
Appeals was dismissed after Brown exercised its election® to have further 
proceedings in the District Court. Thus, the complaint was thereafter 
filed against the Commissioner and against Brown Shoe Company, Inc., 
and the case went forward in the District Court, as it must, under 35 U.S.C. 
§146 which specifically provides that the Commissioner shall not be a 
necessary party to an inter partes proceeding under that section. We 
pointed out that the action was plainly inter partes, and that the District 
Court correctly dismissed the complaint. 

Here the provisions of the Trademark Act of 1946,* found in “Title II 
—Supplemental Register” primarily apply. Cancellation was to be accom- 
plished necessarily, if at all, under section 24. The instant registrations 
were not subject to the provisions of sections 13 to 18, inclusive, but, as 
provided by section 26, were to receive the advantages of section 21,° and 
since the marks had been registered, section 37 also applied. 

The 1946 Act reversed the former practice so that the Commissioner 
could no longer be made sole defendant in an action under section 4915, 
Revised Statutes,*° “where there was an opposing party.”* It was clear 
enough that the Commissioner thereafter was not to be a “necessary party 
to an inter partes proceeding” * under section 4915, Revised Statutes, but 
controversy developed as to what proceedings were to be deemed “inter 
partes” and as to the Commissioner’s status in an “ex parte” situation.® 

Congress in 1952 codified Title 35'° United States Code, with marked 
effect on section 21 of the 1946 Trademark Act.* Substituted for the first 
reference “section 4915, Revised Statutes” was the inserted “35 United 
States Code, sections 145 and 146.” In lieu of “Revised Statutes 4915” 


2. 95 U.S.App.D.C. 324, 221 F.2d 881, 105 USPQ 149 (D.C. Cir. 1955); and see 
Brown Shoe Company, Inc. v. Chris Laganas Shoe Co., 100 USPQ 146 (44 TMR 678) 
(1954). 

3. 15 U.S.C. § 1071 (1952); this section makes specific provision for the course 
which must be followed. When any dissatisfied party appeals to the Court of Customs 
and Patent Appeals, any satisfied party has the right “to elect to have all further 
proceedings under section 146 of Title 35, by election as provided in section 141 of 
Title 35.” 

4. 60 Stat. 427, 433-35, 436, 440, 15 U.S.C. §§ 1051, 1063-68, 1081, 1091, 1092, 
1094, 1119 (1952). 

5. As amended by 15 U.S.C. § 1071 (1952). 

6. 35 U.S.C. § 63 (1946). 

7. Gold Seal Co. v. Marzall, 88 U.S.App.D.C. 376, 377, 190 F.2d 290, 291, 89 USPQ 
229, 230 (41 TMR 680) (D.C. Cir. 1951). 

8. 35 U.S.C. § 1071 (1952). 

9. See, e.g. Gold Seal Co. v. Sawyer, 106 F.Supp. 494, 94 USPQ 58 (D.C.D.C. 
1952); Baxter Laboratories v. Don Baxter, Inc., and cases collected in the dissenting 
opinion, 186 F.2d 511, 515, 38 C.C.P.A. (Patents) 786, 790, 88 USPQ 287, 290 (41 
TMR 234) (1951). 

10. 66 Stat. 792. 

11. Sec. 2, 66 Stat. 814; cf. Reviser’s note, 15 U.S.C. § 1081 (1952). 
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appearing twice in former section 21, the revisers inserted “35 United 
States Code, section 146.” The new section 145’? provides now, as prior 
to the 1946 Trademark Act, that the dissatisfied applicant may “have 
remedy by civil action against the Commissioner in the United States 
District Court for the District of Columbia.” As to inter partes actions, 
a dissatisfied party may have remedy by civil action against the party in 
interest, and in such actions, “The Commissioner shall not be a necessary 
party * * * .”13 

The “remedy” prescribed has been identified by this court. “Putting 
this in terms of legal ‘right’ and legal duty” the Trademark Act creates 
a statutory right of registration of a mark * * * it is this right which 
Gold Seal seeks to vindicate. The Act imposes a correlative duty upon 
the Commissioner * * * to register a mark if the statutory conditions 
are complied with. It is this duty a wrongful breach of which Gold Seal 
seeks to remedy.” ™* The Act provides that if after examination of an 
application for registration on the Supplemental Register it shall appear 
that the applicant is entitled to registration, the registration shall be 
granted.’® Clearly, the examiner in charge of registration must examine 
the application and be satisfied that the statutory requirements have been 
met and that the mark is entitled to registration. If it be so found, it is the 
duty of the Commissioner to register the mark so qualified.’® 

To summarize, the only issue presented by the Commissioner’s decision 
and the complaint is whether the initial registrations of appellant’s mark 
were erroneously granted as a matter of law because the mark was de- 
scriptive in character and without trademark significance and because, 





12. 66 Stat. 803; 35 U.S.C. § 145 reads: 
“§ 145. Civil action to obtain patent. 


“An applicant dissatisfied with the decision of the Board of Appeals may unless 
appeal has been taken to the United States Court of Customs and Patent Appeals, 
have remedy by civil action against the Commissioner in the United States District 
Court for the District of Columbia if commenced within such time after such 
decision, not less than sixty days, as the Commissioner appoints. The court may 
adjudge that such applicant is entitled to receive a patent for his invention, as 
specified in any of his claims, involved in the decision of the Board of Appeals, 
as the facts in the case may appear and such adjudication shall authorize the 
Commissioner to issue such patent on compliance with the requirements of law. 
All the expenses of the proceedings shall be paid by the applicant * * *.” 

13. 66 Stat. 803, 35 U.S.C. § 146 (1952) ; and see Chris Laganas Shoe Co. y. Watson, 
supra note 2. 

14. Gold Seal Co. v. Weeks, 93 U.S.App.D.C. 249, 258, 209 F.2d 802, 810, 100 
USPQ 79, 86 (44 TMR 518) (D.C. Cir. 1954). Of course, Gold Seal presented an inter 
partes situation. 

Where no inter partes problem arises, the remedy may be sought against the Com- 
missioner under 35 U.S.C. § 145 if the Commissioner refuses to pass for publication an 
application for registration on the Principal Register. Similarly, if the Commissioner 
had here refused registration on the Supplemental Register, Bick’s “remedy” would 
clearly be the same, to be attained by civil action here in the District Court against the 
Commissioner under § 145. 

15. § 23, 60 Stat. 435, 15 U.S.C. § 1091 (1952). 

16. Unlike applications for the Principal Register, marks for the Supplemental 
Register “shall not be published for or be subject to opposition.” § 24, 60 Stat. 436, 
15 U.S.C. § 1092 (1952). 
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as to one registration, the mark had not been used by the appellant prior 
to registration. Such a dispute clearly is primarily between the appellant 
and the Commissioner and was properly instituted under Section 145. 
The petitioners for cancellation have never used or registered the appel- 
lant’s mark or a mark claimed to be similar. Their only claim to damage 
was that registration of the mark would in the future be “likely to inter- 
fere with their freedom to use” '’ the descriptive registered word, a claim 
which is irrelevant where the issue before the Commissioner is only reg- 
istrability, vel non. In the circumstances it would be pointless to require 
the appellant to sue only the petitioners rather than the Commissioner, and 
we do not believe that Congress so intended. 

We conclude that appellant was entitled under Section 145 to seek his 
remedy “by civil action against the Commissioner” ** in the District Court 
for the District of Columbia. The court has jurisdiction, and if the facts 
and law shall so warrant, it has power to restore the cancelled regis- 
irations.'® 

Of course, we express no opinion on the merits. We say only that 
the action should not have been dismissed. 

Reversed. 


Fany, Circuit Judge, dissenting. 

The proceedings in the Patent Office were initiated by petitions of 
private parties for cancellation of the registrations of the trademark held 
by appellant. The proceedings accordingly were inter partes. In my view 
neither the fact that the ground urged for cancellation was the original 
nonregistrability of the mark, nor the fact that the decision of the Commis- 
sioner granting the petitions rested also on a ground not asserted in the 
petitions, gave the Patent Office proceedings an ex parte character. If this 
be so, then the proceedings in the District Court should retain the same 
inter partes character they had in the Patent Office. While the problem is 
susceptible of a different solution under the complexities of the existing 
statutes, the more easily followed rule would be to permit proceedings 
in court to retain the character they had in the Patent Office; and this 
appears more likely to have been the Congressional intent. Sections 145 
and 146 of 35 U.S.C., originally enacted for patent cases, and section 21 
of the Lanham Act,’ which makes those sections applicable to trademark 
cases under the same conditions, rules, and procedures as in patent cases 
“so far as they are applicable,’ should be construed together to mean 
that the Commissioner shall not be a necessary party in the District Court 





17. Supra note 1; if the petitioners deem it necessary to seek to protect this inter- 
est, they may apply for leave to intervene. 

18. It may be observed in passing that the Commissioner must defend his own 
action whether a disappointed applicant has filed his appeal before the United States 
Court of Customs and Patent Appeals or, as here, has sought his remedy in the Distriet 
Court. 

19. § 37, 60 Stat. 440, 15 U.S.C. § 1119 (1952). 

1. 60 Stat. 435, as amended, 15 U.S.C. § 1071 (1952). 
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action contesting the outcome of inter partes cancellation proceedings in 
the Patent Office. The Commissioner would be notified and have the right 
to intervene and protect the public interest if so advised. But, except for 
this, the parties should be left to contest between themselves in court as 
they did in the Patent Office. The selection of parties in the District Court 
would not depend upon the ground of the Commissioner’s decision, which 
might be plural or uncertain and furnish an indefinite guide. The ques- 
tion of necessary parties would depend rather upon the inter partes 
nature of the proceedings in the Patent Office. This view is also consistent 
with our decision in Chris Laganas Shoe Co. v. Watson, 95 U.S. App. D.C. 
324, 221 F. 2d 881, 105 USPQ 149 (45 TMR 706). 
I would affirm. 


FLUIDLESS NON-TACT LENSES, INC. et al. v. KLEAR 
VISION CONTACT LENS SPECIALISTS, INC. 


No. 127-257 —D. C. S. D., New York — January 30, 1958 


CoURTS—J URISDICTION 
Complaint shows that plaintiffs rely on common law doctrine; they neither 
designated nor used language of §43(a) of Lanham Act in framing their complaint, 
and case is not one within jurisdiction of court under removal provisions of 28 
U.S.C. 1338; Federal Court does not have jurisdiction of action brought on grounds 
of infringement of common law trademark, absent diversity or pendent jurisdiction. 


Action by Fluidless Non-Tact Lenses, Inc., Donald L. Golden, doing 
business as Fluidless Contact Lens Center, and Fluidless Contact Lens 
Laboratories, Inc. v. Klear Vision Contact Lens Specialists, Inc. for trade- 
mark infringement and unfair competition. Plaintiffs move to remand 
action to state court. Motion granted. 


Paskus, Gordon & Hyman and Lenard H. Mandel, of New York, N.Y., 
for plaintiffs. 
Harry Price, of New York, N.Y., for defendant. 


Murphy, District Judge. 

Plaintiffs move for an order remanding this cause to the Supreme 
Court, New York County, from whence it was removed on defendant’s 
petition. 

Defendant’s petition stated: “[T]he allegations and claims in this 
proceeding relate to a cause of action coming directly under Section 43(a) 
of the Lanham Act, and it is the contention of the complaint that there 
has been a usage of false designation of origin or false description or 
representation including the word or words NON-TACT used as a trademark 
and in a corporate name which gives rise to a cause of action falling 
squarely within the original jurisdiction of the Federal Court under this 
section of the Lanham Act.” 
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It is the plaintiffs’ position that the complaint reveals no basis for 
federal jurisdiction and that the cause of action set forth in the complaint 
is predicated on a claim of common law trademark and an exclusive right 
to use the name NON-TacT lenses to distinguish their lenses. Plaintiffs’ 
claim that defendant is violating this right and competing unfairly with 
them. In short plaintiffs’ position is that there is no federal jurisdiction 
under the allegations of their complaint or that even if there might be 
jurisdiction they are relying on a common law right rather than one that 
may be granted by the Lanham Act (15 U.S.C. 1125(a)) and in so framing 
their complaint there is no basis for removal jurisdiction. 

Plaintiffs are correct and the motion is granted, and the cause re- 
manded with costs. 

An analysis of the complaint upon which removal jurisdiction must 
be based is as follows: 

Plaintiffs allege that since December, 1956, they have “adopted the 
word NON-TaACT to distinguish the type of contact lenses manufactured 
and sold by the plaintiffs, and that from that time until the present 
[have] continued to use that word orally, in correspondence and in ad- 
vertising to distinguish plaintiffs’ contact lenses”; that plaintiffs have 
advertised their lenses and the distinguishing phrase NON-TaACT in the 
newspapers of several large cities, in a nationally distributed newspaper, 
and via a direct mail advertising campaign. Plaintiffs claim that they 
have created a goodwill in connection with the name and they are entitled 
to its exclusive use. It is further alleged that defendant is in the business 
of selling contact lenses, “has embarked upon a course of conduct caleu- 
lated to misappropriate for its own benefit plaintiffs’ distinguishing name 
NON-TACT and to apply the same to defendant’s contact lenses,” and has 
“committed various wrongful acts by which the public is likely to be 
deceived and misled into believing that the contact lenses offered for sale 
by the defendant are, in fact, plaintiffs’ NoN-Tact lenses.” In further- 
ance of “said wrongful plan,” plaintiffs allege, defendant has applied 
to the Trademark Office to register NON-TACT and has sent letters to various 
newspapers in which plaintiffs had advertised their lenses, in which defen- 
dant claimed the exclusive right to use NON-TAcT lenses and charged that 
plaintiffs were violating defendant’s rights. As a result, plaintiffs allege, 
they have been having difficulty in placing advertisements in said news- 
papers. Plaintiffs continue, and assert that defendant intends to continue 
to “interfere with plaintiffs’ relations with the newspapers which hereto- 
fore have published their advertisements, to infringe upon plaintiffs’ trade 
name NON-TACT, and to attempt to appropriate the same for its own use. 
Unless enjoined * * * defendant will continue its plan to deceive and 
mislead the public into believing that its contact lenses are the NON-TACT 
lenses manufactured and sold by the plaintiffs, and will continue this 
wrongful plan to appropriate plaintiffs’ trade name and goodwill for 
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It is obvious from the way the complaint was drafted that plaintiffs 
rely on a common law tradename or trademark and the law of unfair 
competition, which is a common law doctrine. They have neither designated 
§43(a) of the Lanham Act as the basis of their claim nor have they used 
the language of that section in framing their complaint. Since the allega- 
tions of the complaint control the determination of what law plaintiffs 
rely on, this case is not one within the jurisdiction of this court under 
the removal provisions of #28 U.S.C. 1338. It appears to be well settled 
that the federal court does not have jurisdiction of an action brought on 
the grounds of infringement of a common law trademark, absent diversity 
or pendent jurisdiction. See Hodgson v. Fifth Avenue Plastics, 94 F. Supp. 
160, 161, 87 USPQ 297 (41 TMR 56) (S.D. N.Y. 1950) ; Magic Foam Sales 
Corp. v. Mystic Foam Corp., 73 F. Supp. 424, 73 USPQ 257 (37 TMR 358) 
(N.D. Ohio, 1947), affirmed 167 F. 2d 88, 90, 77 USPQ 66, 67 (38 TMR 
550) (6th Cir. 1948). 

This does not mean that §43(a) does not create a federal right of action 
for acts similar to those complained of. See L’Aiglon Apparel v. Lana 
Lobell, Inc., 214 F. 2d 649, 102 USPQ 94 (8rd Cir. 1954); Maternally 
Yours, Inc. v. Your Maternity Shop, Inc., 234 F. 2d 538, 545, 110 USPQ 
462, 467 (46 TMR 1509) (concurring opinion per Clark) (2d Cir. 1956). 
But the issue here is not whether a cause of action can be stated under 
§43(a) but rather whether plaintiffs have so framed their complaint as to 
rely on that statute or on their common law rights. We hold that plain- 
tiffs in framing their complaint have relied exclusively on their common 
law rights. 

Settle order. 


HUBER BAKING COMPANY v. STROEHMANN 
BROTHERS COMPANY et al. 


No. 37 —C. A. 2—February 24, 1958 


CourRTS—J URISDICTION 
Although diversity affords one basis for jurisdiction, jurisdiction also exists 
under Lanham Act since controversy involves mark registered pursuant thereto; 
moreover, mark was collective mark unknown to common law. 
REGISTRABILITY—COLLECTIVE MARKS 
Collective mark is creature of federal statute and was not recognized at common 
law; collective mark is owned and may be registered by group or association of 
which it is a symbol, but not by a user thereof. 
CoURTS—PLEADING AND PRACTICE 
In view of principle that source of right sued on is determinative of controlling 
law, and since Lanham Act provides essential basis for all rights in collective mark, 
questions involved are within ambit of federal law; desirability of applying uniform 
federal law in this area is manifest. 
REGISTRABILITY—TITLE 
REGISTRABILITY—LICENSES 
Contract or license between association registering collective mark and its mem- 
bers is absolutely essential to existence and use of collective mark; this is not true 
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of ordinary trademark. Trademark license is agreement governed by same rules as 
are applicable to interpretation of contracts generally. License without provision 
as to exclusivity is not necessarily non-exclusive; reading of both contract and 
assignment leads to conclusion that plaintiff was to have exclusive use of mark in 
designated territory. 
CoMMON LAW TRADEMARKS—SCOOPE OF PROTECTION 
Rights to trademark extend throughout entire territory actually served by 
owner or covered by his advertising and also at least to area which would provide 
room for probable or anticipated expansion. 
REGISTRABILITY—ABANDON MENT 
Mere non-use for three years would not constitute abandonment in the absence 
of an intent to abandon the trademark. 
REGISTRABILITY—ASSIGN MENT 
Mere recital of reservation in assignment could not create trademark rights 
against others which assignor had not theretofore acquired by use, but recognition 
of assignor’s rights estops assignee to claim otherwise. 
REGISTRABILITY—IN GENERAL 
Any symbols which, through adoption and use, have become associated with and 
have identified a product in the public mind can be protected as a trademark. 


Action by Huber Baking Company v. Stroehmann Brothers Company 
and Quality Bakers of America Cooperative, Inc. for trademark infringe- 
ment and unfair competition. Plaintiff appeals from District Court for 
Southern District of New York from judgment dismissing complaint. 
Reversed. 

Case below reported at 46 TMR 1214. 

See also: 43 TMR 493, 44 TMR 429. 


Appell, Austin & Gay (Cyrus Austin, Rogers, Hoge & Hills, and Lenore 
B. Stoughton, of counsel), of New York, N.Y., for appellant. 

Nims, Martin, Halliday, Whitman & Williamson, of New York, N.Y. (John 
Dashiell Myers and Henry Temin, of Philadelphia, Pennsylvania, and 
Carl B. Shelley, of Harrisburg, Pennsylvania, of counsel), for Stroeh- 
mann Brothers Company. 

Greenwald, Kovner & Goldsmith (Harold Greenwald and Harry Litwin, 
of counsel), of New York, N.Y., for Quality Bakers of America 
Cooperative, Inc. 


Before Mepina, H1IncKs, and WATERMAN, Circuit Judges. 


MEprnA, Circuit Judge. 

This is an appeal from the trial court’s dismissal of plaintiff Huber 
Baking Company’s complaint. Huber sought an injunction against defen- 
dant Stroehmann Brothers Company’s alleged trademark infringement and 
unfair competition, and against the licensing of certain trademarks by 
Quality Bakers of America Cooperative, Inc., for use in an area allegedly 
reserved for Huber’s exclusive use. Huber also sought an accounting and 


damages. 
The facts, none of which are in serious dispute, are as follows: 
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QBA, the successor of a similar association founded in 1924, is a 
non-profit cooperative organized under the laws of New York to help 
promote the business of its baker-members located throughout the United 
States. QBA itself does not bake, sell or distribute any baked goods, but 
it does gather information, furnish advice, and to some extent supervise 
the baking, sale and local distribution of the products of its members. 
In connection with its merchandising services QBA, during the 1920’s and 
1930’s had attempted to promote a cohesive marketing program involving 
the use by its several members of a common wrapper design, with minor 
variations in the design as each member desired. The advantages of such 
a program were twofold: the pooling of members’ advertising budgets 
made possible the economies inherent in the mass purchasing and printing 
of materials; and the establishment of a “national brand” of bread, result- 
ing from the local advertising of individual members and the use of radio, 
billboards and magazines throughout the United States, would inure to 
the benefit of each member. Prior to 1940 four different wrappers had 
been designed by QBA and used by its members, but without any marked 
success. In 1938 QBA began research to design still another wrapper. 
It was decided that the picture of a child would possess the characteristics 
necessary for a sufficiently distinctive and attractive mark, and the design- 
ing efforts thereafter were centered mainly on the selection of an appro- 
priate picture or drawing. 

In 1941, while the preparatory work for the new trademark was still 
in progress, QBA’s advertising manager communicated with Huber’s presi- 
dent with a view to inducing Huber to join QBA. At this time, and at 
all times since, Huber, a Delaware corporation founded in 1913, baked 
and marketed various types of bread and rolls and had its only factory 
in Wilmington, Delaware. Huber distributed its baked goods throughout 
Delaware and in parts of Maryland, New Jersey and Pennsylvania. 

In 1913 Huber had begun using the words sUN BEAM, printed on a 
small label against a background of black and yellow squares, as a mark 
on some of its bread. The label as a whole was registered in the United 
States Patent Office in 1913, but was used for only a few years. Thereafter, 
however, Huber continuously sold at least one of its types or varieties of 
loaves of bread and with the mark HUBER’s SUNBEAM BREAD until 1942, 
while during this same period, on its several other loaves, it repeatedly 
experimented with different names and marks, none of which proved to 
be so successful as to warrant its use continuously. Since the Huber 
management felt their advertising expenditures were not being used to 
maximum advantage because of the failure to concentrate on a single 
brand name with an accompanying mark, they were considerably interested 
in the advertising program being developed by QBA when the QBA 
officers invited them to join the cooperative. 

Numerous meetings and conversations ensued, with the result that 
Huber agreed to join QBA and use the mark which was ultimately devel- 
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oped by QBA. This consisted essentially of a picture of a young girl with 
golden curls eating a slice of bread. In the course of the discussions, 
Huber’s president had suggested that the name SUNBEAM be used in addi- 
tion to the picture and QBA accepted this suggestion. As the promotion 
campaign developed the little girl was eventually called MiSs SUNBEAM, 
and the bread was advertised nationally as SUNBEAM BREAD with both 
SUNBEAM and the girl’s picture appearing on every bread wrapper. On 
the local level each QBA member put his own name on the wrapper in 
addition to the SUNBEAM name and mark; thus Huber’s labels and wrap- 
pers read HUBER’S SUNBEAM BREAD. 

On November 6, 1941 Huber signed a probationary membership 
agreement with QBA, and on September 14, 1942 “broke” the “Sunbeam 
campaign” by using the SUNBEAM name and mark as described above on 
all of its bread and rolls. Shortly after Huber’s “breaking” this campaign 
QBA licensed its other members, at the time of trial numbering approxi- 
mately 100, to use the material in specific areas. These licenses essentially 
provided that : the member licensee had “a non-assignable and non-exclusive 
right to employ the trademark and tradename entitled SUNBEAM, * * * 
within the limits * * * of the trading area hereinafter specified”; the 
SUNBEAM trademark used by the member was not to be altered “in any 
manner, whatever, except with the consent of (QBA)”; all material used 
by the member which related to the SUNBEAM advertising was to be pur- 
chased from QBA “exclusively”; all rights to the use of the SUNBEAM 
material would terminate upon the licensee’s ceasing to be a member of 
QBA ; the member warranted that, at the time of the licensing, he actually 
served the entire area in which he was licensed to use the SUNBEAM 
material, and the failure to distribute throughout this entire area would 
operate as a waiver of the member’s SUNBEAM rights in the portion not 
served. 

On April 27, 1943, QBA registered the picture of the little girl as a 
collective trademark in the United States Patent Office, and during 1946 
and 1947 also registered a composite of the picture and the word SUNBEAM 
in 46 states, including every state in which Huber does business. As further 
protection for the benefit of all its members, QBA, in 1948, formed cor- 
porations under the name SUNBEAM BAKERS, INC. in most of the states of 
the United States, and in addition, beginning in 1942 QBA obtained 
copyright registration for several of its wrappers and labels as a whole 
and for its advertising material. 

From a time shortly before Huber began using the SUNBEAM cam- 
paign until the date of trial, Huber had made full use of the services and 
facilities which QBA offered member-bakers. Thus Huber periodically 
submitted sample loaves of its bread to the QBA laboratory to be checked 
and “scored” against the loaves of other members; it sent periodic sales 
records to the QBA offices; QBA sanitarians regularly inspected the Huber 
bakery and helped it maintain certain minimum sanitary conditions; and 
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Huber had the mills from which it bought flour and submit samples to the 
QBA laboratory so that its technicians might check whether the grade 
of flour was what it was represented to be, and also to inform Huber of the 
baking method that would achieve the best results with the flour in each 
shipment. 

Prior to December 26, 1944, however, Huber and QBA had not 
entered into a formal written agreement specifying Huber’s rights to the 
use of the SUNBEAM campaign. Huber wanted an exclusive right, assign- 
able to any purchaser of its business, to sell SUNBEAM bread and rolls 
within an area over and beyond that which it was then serving, and it was 
willing to assign to QBA all its rights to the word SUNBEAM outside of this 
area. In April, 1944, QBA submitted the standard form SUNBEAM license 
to Huber, which Huber would not sign because it was therein provided 
that Huber’s rights to the SUNBEAM material were “non-assignable and non- 
exclusive.”” QBA attorneys thereafter drafted several other contracts, along 
with a form for the assignment by Huber to QBA, before producing one 
which met with Huber’s approval. Both the contract and assignment, 
prepared by QBA counsel, were signed by Huber on December 26, 1944. 

The assignment, although containing the recital that it was an 
agreement entered into between Huber and QBA, was signed only by 
Huber and provided that for a valuable consideration Huber did “sell, 
assign, transfer and set over unto Quality Bakers of America Cooperative, 
Inc., the entire right, title and interest in and to the label” entitled HUBER’s 
SUNBEAM BREAD and “each and every part thereof, * * * reserving unto 
itself, however, the full and unrestricted right to the use of the same 
within the limits of the trading area hereinafter specified: The entire 
State of Delaware, together with such portions of the States of Maryland, 
Pennsylvania and New Jersey” as were indicated on an attached map, 
“ineluding the City of Philadelphia, * * * even though some of the said 
territory is not at present served by the Huber Baking Company.” 

The contract, signed by both Huber and QBA, differed from the 
standard form of license already in use by QBA with its other members 
for approximately two years in the following respects: Huber was given 
“the right to assign the use of said work of art trademark, label, and 
package, SUNBEAM campaign and all and each of the same to any organiza- 
tion which may purchase the Huber Baking Company outright and con- 
tinue its operations in the trading area designated”; Huber had to buy 
all of its SUNBEAM advertising material from QBA, “unless it is to the 
Huber advantage to purchase otherwise”; the statement limiting Huber’s 
SUNBEAM trading area was identical with the area within which Huber 
reserved rights in the assignment previously described, although Huber 
was not then serving that entire area; Huber was given the right to alter 
the SUNBEAM mark without the consent of QBA “at such time as Huber 
may cease to be a member of (QBA)”; Huber was given “the right to the 
use of said work of art, trademark, label and package, SUNBEAM campaign 
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and all and each of the same within the limits of the trading area here- 
inafter specified.” 

Defendant Stroehmann Brothers Company, a baking company incor- 
porated in Pennsylvania, had for several years prior to 1942 been a 
competitor of Huber in Philadelphia. Stroehmann for many years had 
been a member of QBA, but, both before and after the launching of 
QBA’s SUNBEAM campaign, it sold bread in Philadelphia under marks 
other than SUNBEAM. In January, 1944, however, eleven months before 
Huber’s written agreement with QBA, Stroehmann sought QBA’s per- 
mission to use the little girl alone as a mark on some of its bread to be 
sold in Philadelphia. At Huber’s objection, QBA denied Stroehmann’s 
request. Thereafter, until December 12, 1951, Stroehmann repeatedly 
sought to have its SUNBEAM license extended to include Philadelphia, 
but in each case Huber’s objection prevailed. On this latter date, however, 
the license was extended to Philadelphia after Stroehmann entered into 
an indemnity agreement for an unlimited amount with QBA to pay all 
claims against QBA arising out of this extension of the license, but 
Stroehmann was not authorized to attempt to sell to any -Philadelphia 
merchant who was then buying SUNBEAM bread from Huber. QBA granted 
the extension, because, in its view, Huber’s license to sell SUNBEAM bread 
within its specified territory was not exclusive, and also because it was 
in the best interests of QBA and its members to have greater sales of 
SUNBEAM bread in Philadelphia, Huber’s penetration of the Philadelphia 
market having been limited. 

Early in 1952 Stroehmann began selling bread in Philadelphia with 
the SUNBEAM wrapper; the labels differed from those used by Huber only 
in that STROEHMANN’S appeared over the words SUNBEAM BREAD instead of 
HUBER’s. Shortly thereafter, in May, 1952, Huber filed a complaint in the 
District Court charging Stroehmann with trademark infringement in 
using SUNBEAM and the picture of the little girl, and unfair competition 
through the use of confusingly similar wrappers and labels in Huber’s 
territory. QBA was charged with contributory infringement and unfair 
competition because it had licensed Stroehmann to use the SUNBEAM 
marks in Philadelphia and had supplied the wrappers and other materials 
for such use. Jurisdiction below was based on diversity of citizenship and 
the requisite amount in controversy, and after a trial in June, 1956, the 
District Court dismissed Huber’s complaint, holding that the QBA license 
to Huber was non-exclusive. 

We note, at the outset, that there is no question as to the similarity 
of the SUNBEAM wrappers and labels used by Stroehmann and Huber in 
Philadelphia. That such similarity would cause confusion in the minds 
of customers is not disputed. 

Huber, however, claims that it has the exclusive right to use this 
SUNBEAM material, arguing, first, that it owned the mark sUNBEAM through 
continuous use prior to joining QBA, that nothing it has done while a 
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member of QBA has diminished or impaired this ownership, that the 
picture of the little girl and other embellishments developed by QBA 
have become part of one indivisible SUNBEAM mark, and that Huber thus 
owns the right to use the SUNBEAM material within the territory specified 
in the contract with QBA and the assignment. As a second argument, 
Huber urges that a proper construction and interpretation of the contract 
and assignment, both executed on the same day, show that QBA con- 
tracted to give Huber the exclusive right to use the SUNBEAM material 
within the territory specified therein. 

QBA and Stroehmann, on the other hand, contend that, since QBA 
created the picture of the little girl and registered this as a collective 
trademark, it continuously maintained control over all of its licensees, 
and, the girl’s picture and the word SUNBEAM having become inseparably 
connected, QBA owns the entire SUNBEAM campaign, and that the license 
it granted Huber was non-exclusive in the absence of a specific provision 
that it was exclusive. In addition, they claim that Huber is estopped 
to claim an exclusive license because it acquiesced in QBA’s advertising 
campaigns and submitted to control by QBA. 

A basie claim by QBA and Stroehmann, which prevailed below, is 
that the contract shows on its face that it is a license agreement and 
that it is settled law that, in the absence of a clause specifically stating that 
the license is exclusive, it will be conclusively presumed to be non-exclusive. 
QBA and Stroehmann insist that this disposes of the case, and that the 
prior dealings and relationship of the parties and the signing by Huber 
of the assignment of the mark SUNBEAM on the same date upon which 
the agreement was signed are without significance or effect. 

Before we examine those cases principally relied on by QBA and 
Stroehmann, however, we must first consider the choice of law problems 
presented by the facts of this case. Jurisdiction in the court below was 
based on diversity of citizenship, and, therefore, it would seem that in view 
of the decisions of the United States Supreme Court in Erie R. Co. v. 
Tompk*~s' and Klaxon Co. v. Stentor Electric Mfg. Co.? one should turn 
to the whole law of New York, as a New York court would do, to determine 
the controlling rules of decision for the case at bar.* But it has also been 
suggested, and indeed on sound reason, that it is the source of the right 
sued on rather than the basis of federal jurisdiction which determines the 
law governing a particular case.* 

Bearing this principle in mind we turn now to another aspect of the 
case at bar. Although the parties to this action recognized that diversity 





1. 3040.58. 64. 

2. 313 U. 8. 487, 49 USPQ 515. 

3. Compare Auten v. Auten, 308 N. Y. 155, 124 N.E.2d 99, with New Amsterdam 
Casualty Co. v. Stecker, 3 N.Y.2d 1. 

4. Maternally Yours, Inc. v. Your Maternity Shop, Inc., 2 Cir., 224 F.2d 538 n. 1, 
110 USPQ 462, 463 (46 TMR 1509); Hart §& Wechsler, The Federal Courts and the 
Federal System (1953) 697. 
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afforded one basis for jurisdiction in the District Court, jurisdiction also 
existed under the Lanham Act’ since the controversy involves a mark 
registered pursuant thereto. In this case, moreover, not only was the 
composite mark used in the SUNBEAM campaign registered under the 
Lanham Act® but, since a collective mark was unknown to the common 
law,’ it is actually a creature of federal statute. That the common law 
did not recognize such a mark is apparent from the nature of the mark 
itself. A collective mark is owned, and may be registered, by the group 
or association of which it is a symbol* but not by a user thereof, and it 
indicates to the public that members of the association produced the mer- 
chandise bearing the mark. The association which owns the mark may not 
use it on merchandise, if it produces any, as may its members.’ Since 
the common law required affixation’® and user’ for the acquisition of a 
trademark it is clear that there would be no basis in that law for a collective 
mark, and indeed such marks were denied registration under the Trade- 
mark Act of 1905.17 However, a 1938 amendment'® to the Act of 1905 
provided for the registration of collective marks’ and the Lanham Act 
included a similar provision.*® 

In view of the principle that the source of the right sued on is deter- 
minative of the controlling law, and since a federal statute provides the 
essential basis for all rights in the collective mark SUNBEAM as developed 
by QBA and used by its members, we see no alternative other than to 
regard the questions necessarily involved in the use of a collective mark 
as within the ambit of federal law.’* The desirability of applying a 
uniform federal law in this area is manifest. For example, questions of 
the degree of control over members required for the validity of a collective 
mark under 15 U.S.C. Section 1054 are federal questions, involving as 
they do the interpretation and application of a federal statute, and 


5. 15 U.S. C. Section 1121; Maternally Yours, Inc. v. Your Maternity Shop, Inc., 
footnote 4, supra. 

6. 15 U.S.C. Section 1051 et seq. 

7. Nims, The Law of Unfair Competition and Trademarks (1947) 130. 

8. 15 U.8. C. Section 1054. 

9. Callmann, The Law of Unfair Competition and Trademarks (1950) 1040. 

10. E.g., Phillips v. Hudnut, D. C. Cir., 263 F. 643 (10 TMR 243). 

11. E.g., Western Stove Co. v. Geo. D. Roper Corp., 8. D. Cal., 82 F. Supp. 206, 
80 USPQ 393 (39 TMR 214). 

12. Act of Feb. 20, 1905, ce. 592, 33 Stat. 224; Ex parte Foreningen Sveriges Spis- 
brodsfabrikanter, 6 USPQ 27 (20 TMR 445) (1930). 

13. Act of June 10, 1938, ¢. 332, § 1, 52 Stat. 638. 

14. See Ex parte International Union, United Automobile Workers of America, 
54 USPQ 52 (32 TMR 388) (1942). 

15. 15 U. 8. C. Section 1054. 

16. See Brown § Bigelow v. Remembrance Advertising Products, Inc., 279 App. 
Div. 410, 110 N.Y.S.2d 441, 92 USPQ 443 (42 TMR 312), aff’d 304 N.Y. 909, 110 
N.E.2d 736, 96 USPQ 426, where the court stated, without citation of authority, that 
in a suit for trademark infringement “all questions as to validity and infringement of 
trademarks registered under the United States statutes are to be determined by Federal 
statutory and decisional law.” 279 App. Div. at 412, 110 N.Y.S.2d at 444, 92 USPQ 
at 444; see also Developments in the Law—Trademarks and Unfair Competition, 68 
Harv. L. Rev. 814, 876-77 (1955). 
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indeed uniformity of decision on such a question is necessary as a guide 
to the determination by the Patent Office of what marks are to be regis- 
tered. It is inconceivable that, in cases involving these questions, the 
law of individual states with regard to the control necessary for the 
valid licensing of an ordinary trademark"’ is to be applied by the federal 
courts when such rules may lead to widely varying results. Likewise, 
although a contract or license may be thought of as existing under the 
common law as applied by the several states, where, as in the case at bar 
and as is likely with many similar associations, an organization using a 
collective mark has licensed members throughout the United States, a 
uniform interpretation of those licenses is desirable. Clearly, such a result 
is best achieved by the application of federal law,’* although the precise 
rules of decision in many areas of the law have not yet been formulated. 
Moreover, a contract or license between an association registering a col- 
lective mark and its members is absolutely essential to the existence and 
use of the collective mark, while this is not true of an ordinary trademark. 

But regardless of whether federal or state law is controlling in the 
ease at bar, we do not think the case law on the subject supports the 
arbitrary rule of interpretation for which QBA and Stroehmann contend, 
as above stated, and we conclude that the agreement is governed by the 
same rules as are applicable to the interpretation of contracts generally. 
We turn to a consideration of the decisions relied upon by QBA and 
Stroehmann. 

In Overman Cushion Tire Co. v. Goodyear Tire & Rubber Co., 59 
F. 2d 998, 14 USPQ 104, cert. denied 290 U.S. 681, this Court held that the 
petitioner-licensee did not have the right to participate in the damages 
recovered by its licensor against a patent infringer since it did not have 
an exclusive license. There, however, the license was held to be non- 
exclusive because the patentee expressly reserved the right to grant another 
license to one of several other parties. And in Western Electric Co. v. 
Pacent Reproducer Corp., 42 F. 2d 116, 5 USPQ 105, another case involv- 
ing the rights of a licensee to join its licensor in suing a patent infringer, 
this Court held that “an obligation that the grantor will not thereafter 
grant any similar license is * * * clearly to be implied” from the grant 
of “all the rights which (the grantor) now has or may hereafter have 
(under the patents) to exclude others” from using the patented devices, 
42 F. 2d at p. 119, 5 USPQ at 107, and rejected the patentee’s argument 
that it had transferred only its remedies against infringers without grant- 
ing the equivalent of a license. There is nothing in these cases to indicate 


17. See, e.g., E. F. Pritchard Co. v. Consumers Brewing Co., 6 Cir., 136 F.2d 512, 
519, 58 USPQ 362, 368-369 (33 TMR 370); Keebler Weyl Baking Co. v. J. 8. Ivins’ Son, 
E. D. Pa., 7 F.Supp. 211, 214, 23 USPQ 21, 23-24 (24 TMR 161). 

18. Cf. concurring opinion of Chief Judge Clark, Maternally Yours, Inc. v. Your 
Maternity Shop, Inc., 2 Cir., 234 F.2d 538, 545, 110 USPQ 462, 467 (46 TMR 1509). 
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that ordinary rules regarding the interpretation of contracts are to be 
ignored when the agreement is called a “license.” 

QBA and Stroehmann also rely on three decisions from other juris- 
dictions in support of their contention that Huber’s license was non- 
exclusive. These decisions are readily distinguishable from the case at bar, 
they are not persuasive when applied to the fact situation now before us, 
and in addition, it is not clear that they formulate a rule of state law 
even if state law be applicable to the Huber license. 

Two of the cases involve the interpretation of contracts establishing 
sales agencies. In Dahath Electric Co. v. Suburban Electric Development 
Co., 332 Pa. 129, 2 A. 2d 765, the contract in question made the plaintiff 
the selling agent within a specified territory for goods which the defen- 
dant distributed, and also contained the usual integration clause stating 
that the contract contained the entire agreement between the parties. 
There was no provision regarding the exclusivity of the plaintiff’s agency, 
but, when the defendant authorized a third party to sell goods in the same 
area as that specified in the plaintiff’s contract, the plaintiff sued to compel 
the defendant to pay the commissions which would have been due the 
plaintiff had it made the sales which were made by the third party. The 
theory on which the plaintiff sought to recover the commissions was that 
it had an exclusive sales agency in the designated area, but the court 
held that the contract provided for a non-exclusive agency, reasoning 
that the contract was not ambiguous since, if the parties had intended 
to create an exclusive agency, the writing would have specifically contained 
such a provision. J. I, Case Threshing Mach. Co. v. Wright Hardware Co., 
61 Tex. Civ. App. 481, 130 S.W. 729, is another case involving similar facts 
and in which the court reached the same result as in Dahath. 

And in Hart v. Cort, 165 App. Div. 583, 151 N.Y.S. 4, the court held, 
in a three to two decision, that evidence of custom in the theatrical trade 
was not admissible to show that a contract licensing the defendant to 
present a certain play, and naming the leading actress who was to appear 
in every performance, was an exclusive license. The majority opinion 
discussed at length the rule regarding the admission of evidence of custom 
to aid in the interpretation of a contract and decided that it was not 
admissible in the case before it because such evidence would have had 
the effect of adding another term to the contract. The dissent, on the 
other hand, viewed the contract as ambiguous and considered the evidence 
regarding custom as an explanation of the phrase in the contract giving 
defendant “the right to represent the said play.” 165 App. Div. at page 
589, 151 N.Y.S. at page 8. 

Another difficulty with the statement of law in these Pennsylvania 
and New York cases as applied to the facts of the case at bar, is that there 
are other cases in those states the rules of which, when applied to the 
Huber license, would lead to a contrary result. Thus in Home Builders 
of Mercer County, Inc. v. Dellwood Corp., 379 Pa. 255, 108 A. 2d 731, 
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the court, after stating the rule of the Dahath case, also notes that any 
doubt in the interpretation of a contract is to be resolved against the 
party who drew it. In the Dellwood case that rule led to the same result 
as did application of the Dahath rule, but in the case now under considera- 
tion it leads to the opposite result. Likewise, in Deveso v. Chandler, 210 
App. Div. 684, 206 N.Y.S. 604, the court distinguished Hart v. Cort, 
supra, and said that evidence of custom is admissible when it “would 
merely * * * (add) a provision covering a point upon which the contract 
was silent.” 210 App. Div. at page 689, 206 N.Y.S. at page 607. Applica- 
tion of this rule stated in Deveso would also show that the contract here 
read alone, does not provide for a non-exclusive license, but rather is 
ambiguous. 

And, as stated above, we are not persuaded by these cases and there- 
fore cannot accept, as a rule of law, the argument of appellees that a 
license without provision as to exclusivity is necessarily and under any and 
all circumstances non-exclusive. The license in the case at bar did not 
contain an integration clause as did the agreement in Dahath and there 
is considerable evidence, in addition to the course of dealings between the 
parties and the circumstances under which Stroehmann finally induced 
QBA to permit it to enter the Huber territory, such as the terms of the 
assignment regarding Huber’s “full and unrestricted right” in the specified 
territory and the specific provision in all of QBA’s licenses with its other 
members that the licenses were non-exclusive, to support Huber’s position 
that its contract with QBA actually provided for an exclusive license. 
Nevertheless, the agreement itself, when read alone and not in conjunction 
with the assignment simultaneously executed, is still, in our opinion, 
ambiguous with regard to the exclusivity of Huber’s rights. 

Since the contract is ambiguous on its face we must look at the cireum- 
stances surrounding its formulation in aid of interpreting the agreement. 
Nevertheless, Huber’s contention that the contract and assignment should 
be read together might, at first, seem anomalous in that it urges construc- 
tion of a bilateral agreement in the light of a unilateral assignment. Thus 
by means of the assignment, which purports to transfer rights to QBA, 
Huber is seeking to influence the interpretation of the contract. But this 
assignment was not a mere gratuity, given as a self-serving document by 
Huber. It was something which, as the minutes of QBA’s directors’ meeting 
state, QBA wanted in exchange for the unusual rights to the use of the 
Sunbeam campaign it granted Huber in the contract. And in allowing 
Huber to reserve “full and restricted” rights in the specified territory, the 
assignment is indicative of the intention of the parties at the time of 
executing the instruments. 

We conclude that the contract and the assignment should be read 
together, and that both instruments should be read in the light of the 
exclusive right which Huber, prior to its assignment to QBA, had to the 
mark SUNBEAM in the reserved territory, and against the circumstantial 
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background to which reference has been made. We hold that under the 
contract so construed it was reasonably plain that Huber was intended 
to have the exclusive use to the Sunbeam campaign in the designated 
territory. 

At this point it is well to consider some general principles of trade- 
mark law. Trademark rights are acquired by use, or appropriation, 
Hanover Star Milling Co. v. Metcalf, 240 U.S. 403 (6 TMR 149); United 
Drug Co. v. Rectanus Co., 248 U.S. 90 (9 TMR 1) ; Jacobs v. Iodent Chem- 
ical Co., 3 Cir., 41 F. 2d 637, 5 USPQ 138 (20 TMR 283), and registration 
alone of the trademark does not increase the scope of such substantive 
rights. The area throughout which rights thus acquired by use will be 
protected, however, has not been clearly defined by the cases. Under 
modern conditions, with vastly increased means of communication and the 
use of advertising media of a far-reaching character, many recent cases 
have afforded the holder of a trademark protection throughout a greatly 
extended area when the holder’s business reputation and prestige are 
widespread, provided always that the rights of the public are fully pro- 
tected. Stork Restaurant v. Sahati, 9 Cir., 166 F. 2d 348, 76 USPQ 374 
(38 TMR 431) ; Ambassador East, Inc. v. Shelton, 8.D.N.Y., 120 F. Supp. 
551, 101 USPQ 180 (44 TMR 828); Brass Rail, Inc. v. Ye Brass Rail of 
Massachusetts, Inc., D. Mass., 48 F. Supp. 671, 36 USPQ 192; Maison 
Prunier v. Prunier’s Restaurant & Cafe, Inc., 159 Mise. 551 (28 TMR 33). 
However, in those cases where, as in the case at bar with regard to Huber’s 
SUNBEAM mark prior to 1942, there was no evidence of nation-wide adver- 
tising or reputation courts have held the trademark rights limited to those 
states throughout which the holder’s goods have been sold to the public, 
Hanover Star Milling Co. v. Metcalf, supra; United Drug Co. v. Rectanus 
Co., supra; see also, American Chicle Co. v. Topps Chewing Gum, Inc., 
2 Cir., 210 F. 2d 680, 682, 101 USPQ 133, 134 (44 TMR 1078); Miles 
Shoes, Inc. v. R. H. Macy & Co., 2 Cir., 199 F. 2d 602, 603, 95 USPQ 170, 
171 (42 TMR 911), cert. denied 345 U.S. 909, 96 USPQ 457, or the 
holder’s salesmen have traveled. Youthform Co. v. R. H. Macy & Co., 
N.D. Ga., 153 F. Supp. 87, 114 USPQ 62 (47 TMR 1239).*° Thus, the 
rights to a trademark extend throughout the entire territory actually served 
by the owner, or covered by his advertising, and also, it would seem, at 
least to an area which would provide room for probable or anticipated 
expansion. See Hanover Star Milling Co. v. Metcalf, 240 U.S. at page 415 
(6 TMR 149) ; Food Fair Stores, Inc. v. Food Fair Stores, 1 Cir., 177 F. 2d 


19. Where a prior appropriator of a trademark on toothpaste confined his sales to 
one city while, with his knowledge, a junior user of the mark expanded his business 
throughout most of the state in which this city was located, the court limited the prior 
appropriator’s right to the city in which he sold the toothpaste, Jacobs v. Iodent Chemical 
Co., supra, and a District Court opinion has interpreted the Jacobs case as limiting the 
trademark rights to the field actually occupied. Keebler Weyl Baking Co. v. J. 8. Ivins’ 
Son, Inc., E. D. Pa., 7 F.Supp. 211, 23 USPQ 21; see also Food Fair Stores, Inc. v. 
Square Deal Market Co., D. C. Cir., 206 F.2d 482, 98 USPQ 65 (43 TMR 1164). 
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177, 83 USPQ 14 (39 TMR 894); Triangle Publications, Inc. v. Central 
Pub. Co., W.D. Mo., 117 F. Supp. 824, 100 USPQ 185. In view of these 
principles, Huber, prior to its use of QBA’s sUNBEAM campaign, probably 
had the right to SUNBEAM as a trademark throughout the entire area in 
which it expressly reserved full and unrestricted rights in the assignment 
which it gave QBA. Although Huber sold few, if any, of its products in 
Camden, New Jersey, and its sales in Philadelphia were largely confined 
to the southwest portion of that city, Huber did serve more than 1150 
Philadelphia grocers and it is fair to assume that the Huber SUNBEAM 
was widely known in that area.”° And that Huber was not able to produce 
any evidence of having sold its SUNBEAM bread in Philadelphia in the 
interval between 1939 and the “breaking” of the SUNBEAM campaign by 
Huber on September 14, 1942 is of little significance since the mere non-use 
for such a short period of time would not constitute abandonment in the 
absence of an intent to abandon the trademark. Hanover Star Milling 
Co. v. Metcalf, 240 U.S. 403, 419 (6 TMR 149) ; Dupont Cellophane Co. v. 
Wazed Products Co., 2 Cir., 85 F. 2d 75, 76-77, 30 USPQ 332, 334 (26 TMR 
513), cert. denied 299 U.S. 601; Wallace & Co. v. Repetti, Inc., 2 Cir., 266 
F.. 307, 308 (10 TMR 263), cert. denied 254 U.S. 639; Anheuser-Busch, Inc. 
v. Budweiser Malt Products Corp., 8.D.N.Y., 287 F. 248, 245-46 (13 TMR 
193), aff’d 2 Cir., 295 F. 306 (15 TMR 103). But, regardless of the geo- 
graphical extent of Huber’s trademark rights prior to its breaking of the 
SUNBEAM campaign, and while, of course, Huber could not, by the mere 
recital of reservation in the assignment, create trademark rights against 
others generally which it had not theretofore acquired by use, we find no 
obstacle to the assertion by Huber that, vis-a-vis QBA, these rights were 
recognized by QBA and that QBA is estopped to claim otherwise. 

With regard to what the assignment purports to convey, QBA claims 
that it dealt only with the copyrighted label as a whole. But this conten- 
tion does not view the assignment realistically. Although the assignment 
does refer to the label as a whole, it also specifically transfers “each and 
every part thereof,” and there can be no doubt that the “part thereof” 
QBA was interested in acquiring was the name SUNBEAM. 

We hold that Huber did reserve the exclusive right to use SUNBEAM 
vis-a-vis QBA in the territory specified in the assignment. The assignment 
was accepted, the whole course of dealing between the parties, both before 
and after the execution of the two documents on December 26, 1944, is a 
recognition, not only of Huber’s exclusive right to use SUNBEAM in the 
territory specified but also the exclusive right to use therein the entire 
SUNBEAM campaign, including the picture of the little girl and other suN- 
BEAM advertising prepared by QBA in collaboration with Huber, and Huber 
acted throughout in reliance on such recognition of its rights. This is all 


20. There is little in the case law on the subject to indicate the extent to which, 
if at all, geographical subdivision of cities is feasible or desirable in connection with 
the protection of trademark rights, and we express no opinion whatever on that subject. 
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that is necessary to establish an estoppel inter partes. See Kirk v. Hamil- 
ton, 102 U.S. 68; Dickerson v. Colgrove, 100 U.S. 578; Dair v. United States, 
83 U.S. 1. 

It is also clear that such an agreement between QBA and Huber to 
give Huber the exclusive right to use the SUNBEAM mark within a specified 
area was valid and not contrary to the public interest. The division of 
territory was not designed to, and in fact did not, work a fraud on the 
public, ef. Stahly, Inc. v. M. H. Jacobs Co., N.D. Ill., 87 F. Supp. 48, 83 
USPQ 183 (39 TMR 920), modified 7 Cir., 182 F. 2d 914, 86 USPQ 131 
(40 TMR 675), cert. denied 340 U.S. 896, 87 USPQ 432; but cf. Borden 
Ice Cream Co. v. Borden’s. Condensed Milk Co., 7 Cir., 210 F. 510, 513 (3 
TMR 80), but rather it had “a legitimate business purpose,” Chester H. 
Roth, Inc. v. Esquire, Inc., 2 Cir., 186 F. 2d 11, 15, 88 USPQ 140, 143 (41 
TMR 221), since Huber previously had the right to the use of the trade- 
mark SUNBEAM on bread and related products and had sold its products 
throughout most of the area reserved to it in the assignment. 

There can be no doubt that the mark sUNBEAM became merged in the 
SUNBEAM campaign after the launching of this QBA advertising pro- 
gram. Both Huber and QBA claim that sUNBEAM and the campaign as a 
whole are inseparable, and with this contention we are in agreement. 
Loonen v. Dettsch, S.D.N.Y., 189 F. 487 (1 TMR 278), and Layton Pure 
Food Co. v. Church & Dwight Co., 8 Cir., 182 F. 24, holding that a manu- 
facturer can use, and protect as a trademark, more than one independent 
mark on the same product or wrapper are not in conflict with this position. 
In Loonen the Court held that, since the mark in question was larger 
and had been placed in a more prominent position on the product than 
two other symbols, it was certainly a valid trademark, and in the Layton 
Pure Food Co. case the court merely upheld the complainant’s right to 
adopt two distinct markings as trademarks on the same package. These 
cases rest on the basic principle of trademark law that any symbols which, 
through adoption and use, have become associated with and have identified 
a product in the public mind can be protected as a trademark. 

In the case at bar, however, the word SUNBEAM and the girl’s picture 
were given equal prominence in advertising, on bread wrappers and end 
labels, and the girl was referred to as MISS SUNBEAM. To say that SUNBEAM 
is separable from the rest of the promotion campaign is to ignore the 
function of a trademark as a means of product identification. At the trial 
below, one witness testified that when she wanted a loaf of HUBER’s SUN- 
BEAM bread she asked her young nephew “to run down to (the grocery 
store) and get me a loaf of bread with the little girl’s picture on it,” and 
he got the SUNBEAM bread she wanted. There was other testimony by con- 
sumers that they looked for the wrapper or the end label with the little 
girl’s picture when they sought suUNBEAM bread. This, 6f course, was the 
inevitable result of the QBA and local-member advertising program which 
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had been in effect for more than two years before Huber executed the 
assignment. 

Accordingly, in the view we take of the case, the acceptance of the 
assignment, which reserved “full and unrestricted” trademark rights to 
Huber in the designated area, and which involved a mark that of necessity 
had become merged in the overall campaign then in progress, gave rise to 
a valid and binding estoppel against QBA. In other words, we hold QBA, 
and necessarily its alleged licensee Stroehmann, estopped to question 
Huber’s exclusive rights, within the territory specified in the assignment, 
to the use of the SUNBEAM campaign. And as an independent ground 
of decision we hold that Huber’s license construed in the light of the assign- 
ment and the pertinent extrinsic evidence carried exclusive right to the 
SUNBEAM campaign in the designated territory. 

We cannot agree, on the other hand, with QBA’s contention that 
Huber is estopped, because of its continuous membership in QBA, from 
claiming any exclusive rights. While we are convinced that QBA exercised 
sufficient control over Huber’s baking operations to protect its trademark 
as a collective mark,”’ it does not follow that Huber’s membership was 
similar to that of any other QBA member. The differences between the 
SUNBEAM licensing agreement with Huber and the sUNBEAM contracts given 
to other QBA members show the contrary to be true. Among the numerous 
differences the most important are the failure to specify that Huber’s 
license is non-exclusive, a term which appears in the license agreements 
with all the other members, and the grant of the right to assign the SUNBEAM 
mark to a purchaser of Huber’s business.?* In addition, Huber was not 
required to buy all its SUNBEAM advertising material exclusively from QBA, 
and Huber actually did buy some of those supplies from other sources. 

While Huber did submit to QBA sanitation and quality control, it 
nonetheless derived numerous benefits for itself in doing so. Such com- 
pliance by Huber, in our opinion, has no bearing on Huber’s claim to 
exclusive SUNBEAM rights within its territory. Indeed, over a period of 
several years after the execution of the instruments Huber notified QBA 
on numerous occasions that it considered its right to the use of SUNBEAM 
material in its territory to be exclusive, and QBA acquiesced in these 





21. 15 U. S. C. Section 1054 provides that “* * * collective * * * marks * * * 
shall be registrable * * * in the same manner and with the same effect as are trade- 
marks, by persons * * * exercising legitimate control over the use of the marks sought 
to be registered, even though not possessing an industrial or commercial establishment, 
and when registered they shall be entitled to the protection provided * * * in the case 
of trademarks * * * ” See E. I. du Pont de Nemours g Co. Vv. Uelanese Corp., Ct. Cust. 
& Pat. App., 167 F.2d 484, 487-88, 77 USPQ 364, 367 (38 TMR 666); Doud v. Hodge, 
N. D. IIL, 146 F.Supp. 887, 890; Arthur Murray, Inc. vy. Horst, D. Mass., 110 F.Supp. 
678, 680, 96 USPQ 363, 364 (43 TMR 501) ; also, Developments in the Law—Trademarks 
and Unfair Competition, 68 Harv. L. Rev. 814, 871-72 (1955). 

22. We do not decide that Huber if it ceased to be a member of QBA, or a pur- 
chaser of the Huber business who did not become a member of QBA, could lawfully 
use the SUNBEAM campaign. See Royal Baking Powder Co. v. FTC, 2 Cir., 281 F. 
744 (12 TMR 140) ; Independent Baking Powder Co. v. Boorman, D. N. J., 175 F. 448; 
Prince Mfg. Co. v. Prince’s Metallic Paint Co., 135 N.Y. 24, 39. 
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demands by refusing to grant Stroehmann any SUNBEAM rights in the 
Huber area. Thus it cannot be said that the conduct of both Huber and 
QBA during this period was such as would estop Huber from asserting 
the position it had successfully maintained until, in 1951, QBA extended 
Stroehmann’s license. Indeed, we find no inconsistency whatever between 
Huber’s conduct throughout and its claim of exclusive rights to the suN- 
BEAM campaign in the territory reserved in the assignment. 

The permanent injunction prayed for in the complaint should have 
been granted and an accounting and assessment of damages ordered. 

Reversed and remanded to the District Court for proceedings not 
inconsistent with this opinion. 
























THE UPJOHN COMPANY v. KATZ et al., doing business as 
PELHAM PHARMACY 


No. 117-35 —D. C., S. D. New York — March 5, 1958 





t{EMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
Physicians, when prescribing drugs by trademarks, direct the pharmacist to fill 
the prescriptions with drugs bearing those trademarks. 
Defendants, retail pharmacists, willfully infringed plaintiff’s registered trade- 
marks, CHERACOL, ZYMACAP and CORTEF, by substituting drugs of other manufac- 
turers when filling physicians’ prescriptions calling for plaintiff’s drugs by plaintiff’s 










trademarks. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 
Defendants, retail pharmacists, were enjoined from substituting or passing off 
other products for plaintiff’s products when filling physicians’ prescriptions which 
called far plaintiff’s goods by plaintiff’s trademarks CHERACOL, ZYMACAP and CORTEF. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ACCOUNTING 
Plaintiff was entitled to recover defendants’ profits made in their acts of sub- 
stituting drugs of other manufacturers when filling physicians’ prescriptions calling 
for plaintiff’s drugs by plaintiff’s trademarks. 
REMEDIES—INFRINGEMENT—SOOPE OF RELIEF—ATTORNEY’S FEES 
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Plaintiff was entitled to recover a reasonable attorney’s fee in the sum of $5,000 4 

and costs in a suit for infringement of plaintiff’s trademarks by defendants, retail * 
druggist, who had substituted other products for plaintiff’s products when filling q 
physicians’ prescriptions calling for plaintiff’s products by plaintiff’s trademarks. 4 

b: 

Action by The Upjohn Company v. Hyman Katz and Ann Wieder- 3 
horn, doing business as Pelham Pharmacy, for trademark infringement : 
and unfair competition. Judgment for plaintiff. : 
Leslie D. Taggart, Robert C. Nicander, and Watson, Leavenworth, Kelton : 
& Taggart, of New York, N. Y., and Robert H. Hosick and Murray D. 
Welch, Jr., of Kalamazoo, Michigan, for plaintiff. : 


Matthew Salonger and Walsh, Aarons, Salonger & Fleishaker, of New 
York, N. Y., for defendants. 







Dimock, District Judge. 





Vol. 48 T. M. R. THE UPJOHN COMPANY v. KATZ 


FINDINGS oF Fact 


1. Plaintiff, the Upjohn Company, is a Michigan corporation with its 
principal place of business in the City of Kalamazoo, State of Michigan 
and it is authorized to do business in the State of New York and has an 
office in the City and County of New York. 


2. Defendants, Hyman Katz and Ann Wiederhorn, are each citizens 
and residents of the State of New York and are co-partners doing business 
as Pelham Pharmacy, at 700 Pelham Parkway South, Borough and County 
of Bronx, City and State of New York. 


3. The amount in controversy, exclusive of interest and costs, exceeds 
$3,000.00. 


4. Since about October, 1924, plaintiff has continuously sold in inter- 
state commerce and in the State of New York a pharmaceutical preparation 
for the treatment of coughs and coughs due to colds bearing plaintiff’s 
trademark CHERACOL. 


5. Since about April, 1945, plaintiff has continuously sold in inter- 
state commerce and in the State of New York a medicinal preparation for 
the treatment and prevention of vitamin and nutritional deficiencies, i.e., 
multivitamin capsules, bearing plaintiff’s trademark zYMAcapP. 


6. Since about 1953, plaintiff has continuously sold in interstate com- 
merce and in the State of New York a medicinal preparation for the treat- 
ment of metabolic disturbances, i.e., hydrocortisone, bearing plaintiff’s 
trademark CORTEF. 


7. Plaintiff has built up and now has a large and profitable business 
and good will in its products sold under the trademarks CHERACOL, ZYMA- 
CAP, and CORTEF. 


8. Plaintiff registered the trademarks CHERACOL, ZYMACAP and CORTEF 
in the United States Patent Office as follows: 


Trademark Registration Issued 


CHERACOL 223,696 February 8, 1927 (renewed) 
ZYMACAP 420,751 April 30, 1946 
CORTEF 583,191 December 1, 1953 


9. Defendants, Hyman Katz and Ann Wiederhorn, co-partners doing 
business as Pelham Pharmacy, own, operate, and are in control of a retail 
drug store having a pharmaceutical department for filling prescriptions 
prescribed by doctors for their patients, which prescriptions are filled by 
one or more registered pharmacists, and said store is located at No. 700 
Pelham Parkway South, in the Borough and County of Bronx, City and 
State of New York. 
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10. At all times material hereto, defendants knew that plaintiff's said 
products were, respectively, identified as plaintiff's products and dis- 
tinguished from products of others by means of the said trademarks 
CHERACOL, ZYMACAP and CORTEF. 







11. Upon receiving prescriptions or calls for CHERACOL, defendants 
have substituted and passed off products which were not plaintiff’s said 
product and so sold products which were not CHERACOL on calls for 
CHERACOL. 








12. Upon receiving prescriptions or calls for zymacap, defendants 
have substituted and passed off products which were not plaintiff’s said 
product and so sold products which were not ZYMACAP on calls for ZYMACAP. 

13. Upon receiving a prescription or call for corTEF, defendants sub- 
stituted and passed off a product which was not plaintiff’s said product and 
so sold a product which was not CORTEF on a call for CORTEF. 








14. Said acts of substitution and passing off were done by defendants 
in bad faith, with full knowledge of plaintiff’s right to the exclusive use 
of its trademarks. 










15. Doctors, when prescribing CHERACOL by said trademark, when 
prescribing ZYMACAP by said trademark, and when prescribing CORTEF by 
said trademark, direct the pharmacist to fill the respective prescriptions 
with the respective products. 












16. Said acts of substitution and passing off by the defendants con- 
stitute willful infringement of plaintiff’s registered trademarks CHERACOL, 
ZYMYCAP and CORTEF, respectively, and willful unfair competition with 
plaintiff. 









CoNCLUSIONS OF LAW 





1. This is a civil action for trademark infringement and unfair com- 
petition brought under the Trademark Laws of the United States (the 
Trademark Act of July 5, 1946), 15 U.S.C. See. 1051 et seq., under 28 
U.S.C. See. 1338, and by virtue of diversity of citizenship of the parties 
and the amount in controversy. 








2. This Court has jurisdiction by virtue of the Trademark Laws of 
the United States, and also by virtue of diversity of citizenship of the 
parties and the amount in controversy. 






3. Plaintiff owns United States Trademark Registrations Nos. 223,696, 
issued February 8, 1927 (renewed (CHERACOL) ; 420,751, issued April 30, 
1946 (zymacaP) ; and 583,191, issued December 1, 1953 (corTEF) ; and each 
of said registrations is good and valid. 






4. Defendants have willfully and intentionally competed unfairly 
with plaintiff and infringed plaintiff’s registered trademarks CHERACOL, 


PE SON NY Na 
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ZYMACAP and CORTEF by substituting and passing off products other than 
plaintiff’s products on prescriptions or calls for plaintiff’s products by 
the use of each of said trademarks. 



































5. Plaintiff is entitled to an injunction against defendants and each 
of them, their agents, servants, employees, and all persons acting by or 
under their authority or the authority of either of them or in privity with 
them or either of them, from further infringing any of plaintiff’s trade- 
marks and competing unfairly with plaintiff by substituting or passing off 
products other than plaintiff’s products on prescriptions or calls for plain- 
tiff’s products. 


6. Plaintiff is entitled to recover defendants’ profits made in their 
acts of substituting and passing off proven by plaintiff in the sum of $13.34. 


7. Plaintiff is entitled to recover full costs to be taxed and a rea- 
sonable attorney’s fee in the sum of Five Thousand Dollars ($5,000.00). 


It is so ordered, and counsel for plaintiff will submit appropriate 
judgment in accordance herewith. 


JUDGMENT 





This case having been commenced on January 30, 1957, and having 
come on to be heard by the Court, sitting without a jury, on January 23, 
24, 27 and 28, 1958, inclusive, on the complaint, answer, testimony, proof 
and exhibits of the parties, and trial having been had and arguments 
having been presented, and plaintiff having been represented by Leslie D. 
Taggart and Robert C. Nicander, Esqs., of Watson, Leavenworth, Kelton 
& Taggart, and by Robert H. Hosick and Murray D. Welch, Jr., Esqs. of 
Kalamazoo, Michigan, and defendants having been represented by Matthew 
Salonger, Esq. of Walsh, Aarons, Salonger & Fleishaker, and due delibera- 
tion having been made thereon, and an oral opinion having been rendered 
on January 28, 1958, it is hereby 


ORDERED, ADJUDGED AND DECREED, that 


1. The Court has jurisdiction of this action for trademark infringe- 

ment and unfair competition under the Trademark Laws of the United 

: States (The Trademark Act of July 5, 1946), 15 U.S.C. See. 1051 et seq., 
under 28 U.S.C. See. 1338, and also by virtue of diversity of citizenship 
1 and the amount in controversy. 
{ 
‘ 


2. Plaintiff owns United States Trademark Registration Nos. 223,696, 
issued February 8, 1927 (renewed) ; 420,751, issued April 30, 1946; and 
583,191, issued December 1, 1953, and each of said registrations is good 
4 and valid. 


3. Defendants have willfully and intentionally competed unfairly 
with plaintiff and infringed plaintiff’s registered trademarks CHERACOL, 
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ZYMACAP, and CORTEF by substituting and passing off products other than 
plaintiff's products on prescriptions or calls for CHERACOL, ZYMYCAP and 


CORTEF, respectively. 


4. Defendants and each of them, their servants, agents and em- 
ployees, and any and all persons acting by or under their authority or 
in privity with them or either of them, are hereby permanently enjoined 
from substituting or passing off upon prescriptions or calls for plaintiff’s 
said products by plaintiff’s trademarks CHERACOL, ZYMACAP and CORTEF 
respectively, products other than plaintiff’s said products, from otherwise 
substituting or passing off upon prescriptions or calls for plaintiff’s prod- 
ucts by their respective trademarks products other than plaintiff’s, and 
from otherwise infringing plaintiff’s trademarks and competing unfairly 
with plaintiff, and that a writ of injunction shall issue forthwith. 


5. Plaintiff recover defendants’ profits made in their acts of sub- 
stituting and passing off proven by plaintiff in the sum of $13.34, and 
have execution therefor. 


6. Plaintiff recover full costs to be taxed and a reasonable attorney’s 
fee in the sum of Five Thousand Dollars ($5,000.00), and have execution 
therefor. 


A. E. STALEY MANUFACTURING COMPANY v. 
STALEY MILLING COMPANY 


No. 11514—C. A. 7—March 13, 1958 


COURTS—APPELLATE PROCEDURE 

Findings of the District Court must be left undisturbed unless clearly erroneous, 

and if they support the ultimate conclusion they are sufficient. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 

The evidence shows that plaintiff had built up a large business in the manufac- 
ture and sale of corn and soy bean products, including food and feeds, commencing 
in 1912, which it has sold under the mark STALEY’s and a target or disk design. 
Defendant was founded in 1925 without knowledge of plaintiff’s trademark, and 
manufactures and sells food and animal feeds under the mark STALEY. Defendant 
had actual knowledge of plaintiff and its mark STALEY’s as early as 1934. Plaintiff 
sold some of its products to defendant for eighteen years. Court found progressive 
encroachment by defendant in use of mark STALEY in plaintiff’s field. 

Claim by defendant that parties are in different fields, (1) the processing of 
corn and soy beans from which the by-products are primarily sold as ingredients 
to feed manufacturers, and (2) the manufacture and sale by defendant of mixed 
formula feeds, is overruled on the basis that “mixed” or “straight” feeds fed to 
animals are in same class. 

REMEDIES—SURVEYS 

Court disregards results of surveys conducted by both sides and draws its own 

conclusions from an inspection of the feed bags. 
REMEDIES— DEFENSES 
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REMEDIES—LACHES 
Sales and business relationship of eighteen years held insufficient to bar plaintiff 
from injunctive relief. Defense of estoppel and counterclaim held barred by Lanham 
Act. 
TRADEMARK ACT OF 1946—IN GENERAL 
Alertness of Court to social values and function of the trademark flows from 
and parallels dual purposes of Lanham Act (1) to protect the public, and (2) to 
protect the investment of the trademark owner. 


REMEDIES—SCOPE OF RELIEF—UNFAIR COMPETITION—INJUNCTION 
Defendant enjoined from use of STALEY or STALEY’S as a trademark and from 


emphasizing the name STALEY in defendant’s corporate name. 


Action by A. E. Staley Manufacturing Company v. Staley Milling 
Company for trademark infringement and unfair competition. Defendant 
appeals from District Court for Southern District of Illinois from judg- 
ment for plaintiff. Affirmed. 

See also 42 TMR 640, 44 TMR 222. 


Percy E. Williamson, Jr., Wallace H. Martin, Robert Bonynge, Oliver P. 
Howes (Nims, Martin, Halliday, Whitman & Williamson), of New 
York, N. Y., of counsel; Montgomery S. Winning (Giffin, Winning, 
Lindner & Newkirk), of Springfield, Illinois, for defendant-appellant. 

Thomas W. Samuels, Carl R. Miller (Le Forgee, Samuels & Miller), of 
Decatur, Illinois; William T. Woodson (Woodson, Pattishall & 
Garner), of Chicago, Illinois, of counsel, for plaintiff-appellee. 


Before FINNEGAN, SCHNACKENBERG, and PARKINSON, Circuit Judges. 


FINNEGAN, Circuit Judge. 

A factual controversy is the chief factor in this appeal resting upon 
a prolix record. After carefully canvassing that five volume transcript of 
evidence containing roughly 3693 printed pages encompassing testimony 
of 122 witnesses, 192 depositions and a welter of exhibits, it is our opinion 
that the feelings of fact, vigorously assailed by defendant, and entered 
below, must be left undisturbed. This is simply not an instance of where 
some critical finding, or findings, of fact are clearly erroneous. United 
States v. United States Gypsum Co., 333 U.S. 364, 395, 76 USPQ 430, 442- 
443 (1948); United States v. Oregon Med. Soc., 343 U.S. 326, 339 (1952). 
Defendant’s minute dissection of various findings of fact in the hope of 
exhibiting deficiencies which would persuade us that the judgment below 
was the result of the trial judge’s unwarranted and unsound diagnosis 
of the evidence is unavailing when measured by the record and Rule 52, 
Federal Rules Civil Procedure, 28 U.S.C.: “In all actions tried upon the 
facts without a jury * * * the court shall find the facts specially and state 
separately its conclusions of law thereon * * *. Findings of fact shall not 
be set aside unless clearly erroneous, and due regard shall be given to 
the opportunity of the trial court to judge of the credibility of the wit- 
nesses * * *. If an opinion or memorandum of decision is filed, it will 
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be sufficient if the findings of fact and conclusions of law appear 
therein * * * .” 

What Judge Lindley, speaking for the panel which heard and decided 
Benrose Fabrics Corp. v. Rosenstein, 183 F. 2d 355, 358 (40 TMR 664) 
(7th Cir., 1950), cogently summarized has an acute application in the case 


now before us: 


“From the foregoing facts and certain others, some controverted 
and some undisputed, with which it is unnecessary to belabor this 
opinion, it seems clear to us that the evidence was of such character 
and weight as to support the findings and conclusions. We can conceive 
of no right upon our part to set them aside, for we cannot say, as a 
matter of law, that they are clearly erroneous. True, with other courts, 
we have announced that if findings rest upon documents, depositions 
or upon mere comparison of names, if credibility of witnesses is not 
involved, or if the trial tribunal has no opportunity to observe the 
witnesses, a court of review is as well qualified to pass upon the weight 
of evidence as is the trial court, but where, as here, conflicting stories 
are told by witnesses whose credibility is at stake, we may not super- 
sede the determination of the finder of fact and substitute our judgment 
for his. It is not a question of whether we would have made the same 
finding; it is rather a question of whether the evidence substantially 
and adequately supports it.” 


Our court, in Norwich Union Indemnity Co. v. Haas, 179 F. 2d 827, 
(7th Cir. 1950), laid down these general principles also relevant here: 


“We have considered plaintiff’s contention that the findings of the 
District Court are insufficient. It must be remembered that Rule 52 
of Federal Rules of Civil Procedure does not require the trial court 
to make findings on all the facts presented or to make detailed evi- 
dentiary findings; if the findings are sufficient to support the ultimate 
conclusion of the court they are sufficient * * * .” 


The Tenth Circuit expressed a similar view in Trentman v. City and 
County of Denver, Colo., 236 F. 2d 951, 953 (10th Cir. 1956). We hold 
that the findings before us in this appeal sufficiently disclose the factual 
basis for the trial judge’s ultimate conclusions. The record contains sub- 
stantial support for those findings of fact. O’Brien v. O’Brien, 202 F. 2d 
254, 255, 96 USPQ 290, 291-292 (7th Cir. 1953), Woods v. Oak Park Chateau 
Corporation, 179 F. 2d 611 (7th Cir. 1950). A mature system of law 
manifests recognition that absolute certainty concerning questions of fact 
eannot repeatedly be attained in trials of this sort. When practical men 
investigate the question whether purchasers of trade-marked articles are 
likely to be confused or mistaken as to the source of origin of such goods, 
the resulting answer is unlikely to be any more than a probability. To be 
sure the probabilities can be improved, as we point up elsewhere in our 
opinion. But on the evidence before us the trial judge could only arrive 
at his conclusions through inductive reasoning; that is by examining 
the testimonial instances of customer confusion. 
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Among the “contested issues” stated in defendant’s opening brief is this 
key one and, its derivative aspects. “1. Whether defendant has infringed 
trademark rights of plaintiff in the surname staLEy. A. Whether plaintiff 
has acquired the exclusive right to use the surname STALEY as a trademark 
for all human foods and all animal feeds prior to defendant’s adoption 
and use of the surname ‘Staley’ as its trademark for certain food and feed 
products. B. Whether defendant has used the surname STALEY unfairly 
and in a manner calculated to pass its products as products of plaintiff.” 
Of course, those quoted lines constitute defendant’s version of a major 
question in the case, and may be fairly assumed to be the critical issue 
in support of which plaintiff had the burden of producing evidence. 

After two months of trial in the district court the following findings 
of fact, among others, were entered: 


8. Neither J. H. Staley nor any member of his family had ever made 
or sold any product under the trademark sTALEy or STALEY’s prior to the 
date of defendant’s incorporation in 1925. 


9. Plaintiff's business is the processing of corn and soybeans and 
the manufacture and sale of a variety of products derived therefrom, in- 
eluding food and animals feeds, and the sale of whole grains. 


10. In 1912, plaintiff began the manufacture, advertising and sale 
of food and feeds under the trademark sTALEy’s and has continuously 
manufactured, advertised and sold its principal foods and feeds under the 
trademark STALEY’s since that date. 


11. The bags and containers in which plaintiff’s feeds have been sold 
have always had printed thereon the trademark sTALEy’s or, if sold in 
plain bags, have had tags attached thereto bearing said trademark. 


12. Plaintiff’s trademark STALEyY’s is generally displayed with a tail 
on the letter “Y” extending under the other letters of the name, commonly 
called a paraph. Plaintiff’s first use of the paraph was prior to 1921. 
Plaintiff’s first registration of the trademark sTaLEy’s in 1921 contained 
the paraph. 


13. Since 1912, plaintiff has also used as a trademark on its feeds a 
target or disk design. This trademark was registered by plaintiff in 1926. 


14. In 1922, plaintiff began processing soybeans and began the pro- 
duction and sale of the products derived therefrom, including foods for 
human consumption and animal feeds. 


15. In 1925, plaintiff began the sale of whole grains, including corn, 
wheat and oats, under the trademark sTaLEy’s. Some of these whole grains 
were sold for livestock feeding. 
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16. Plaintiff’s use of STALEY’s as a trademark for food for human con- 
sumption and for animal feeds was long prior to defendant’s use of STALEY 
as a trademark. 


17. When defendant was founded in 1925, under the corporate name 
STALEY MILLING COMPANY, plaintiff was using STALEY’s as a trademark for 
foods and feeds on a national scale. 


18. Plaintiff has obtained and now owns fifteen registrations of the 
trademark STALEY’s in various combinations in the United States Patent 
Office for its various products including food for human consumption and 
animal feeds, the first of which was obtained in 1921. 


19. Plaintiff has obtained seventeen registrations in the United States 
Patent Office of trademarks which include the syllable sta, one of which 
is STAVITE, the first of which was obtained in 1926. 


20. Defendant has never used any trademarks other then [sic] STALEY 
which included the syllable sta. 


21. Defendant, in 1937, registered a mark containing the words 
STALEY’s RECORD, a part of which it abandoned in 1946. 


22. Defendant’s first trademark for feeds was FOUR BELLS, which it 


registered in the United States Patent Office in 1925. 


23. In addition to the mark sTALEy’s defendant uses various trade- 
marks for foods and feeds, among which are FOUR BELLS, PIG MAMA, PRO-LASS, 
HOG UNCLES, SHUR GAIN, DR. PIG, ROYAL SCOT, BLESSED EVENT ATOMS, DRYKOW, 
and ALPURPUS. 


24. From 1912 through 1950 (the last full calendar year before this 
suit was filed), plaintiff sold its feeds under the trademark, STALEY’s. 


25. From 1912 through 1950, plaintiff’s sales of products manufactured 
from corn and soybean were in excess of 34,000,000,000 pounds, having a 
value in excess of $1,400,000,000. 


26. From 1912 through 1950 plaintiff’s feed sales amounted to more 
than 17,400,000,000 pounds, having a value in excess of $330,000,000. 


27. From 1912 through 1950, plaintiff sold in excess of 1,500,000,000 
pounds of whole grains. 


28. From 1924 through 1950, plaintiff expended in excess of $10,400,000 
in advertising its various products, including feeds, most of which were 
advertised and sold under its trademark sTALEy’s, and plaintiff also ex- 
pended large sums of money in sampling and other forms of promotion in 
the introduction and sale of its various products, including feeds, under 
its trademark sTALEY’s. Plaintiff has no records of any advertising ex- 
penditures prior to 1924. 
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29. Plaintiff’s feeds are and have been at all pertinent times sold and 
distributed through retail feed dealers for resale to farmers, ranchers and 
feeders, and are also sold to feed manufacturers. 


30. The trademark sTaLEY’s has identified and has been distinctive 
of plaintiff’s products, both food and feeds, in commerce to the trade and 
public since 1912. 


31. In advertising and selling products from grain, such as starches 
and syrups, under the trademark sTaLEy’s, plaintiff has created a wide- 
spread secondary meaning for STALEY’s in connection with grain products 
generally, including feeds. 


32. For many years plaintiff has been, and now is, well and favorably 
known troughout [sic] the United States as a producer of reliable and 
meritorious products from corn and soybeans advertised and sold under 
the trademark STALEY’S. 


33. Plaintiff has long been known and commonly referred to as 
STALEY or STALEY’s by the trade and general public. 


34. Plaintiff has built up, and now has, a large and valuable business 
in the manufacture and sale of corn and soybean products, including food 


and feeds, which are identified by the trademark sTALEy’s, aggregating 
many millions of dollars annually, and plaintiff thereby has a valuable 
good will in said trademark. 


35. Defendant is engaged in the processing of corn and the manufac- 
ture and sale of food for human consumption and feeds for livestock and 
poultry, most of which are sold and advertised under the trademark sTALEY. 


36. Defendant’s feeds are sold and distributed through retail feed 
dealers for resale to farmers, ranchers and feeders, and are also sold to 
feed manufacturers. 


37. Defendant originally sold its feeds under the trademark FouR 
BELLS but by a gradual process came to use the name STALEY and STALEY 
FEEDS on its bags in a fashion very similar to plaintiff’s use of the trademark 
STALEY’s on feeds. 

The gradual process consisted of moving the words STALEY MILLING 
COMPANY to a position above 4 BELLS; then later, instead of using sTALEY 
MILLING COMPANY above 4 BELLS, using STALEY alone in script; then later 
using STALEY with a paraph; then using STALEY with a paraph and in 
logotype similar to the paraph and logotype used by plaintiff in its 
trademark STALEY’s; and then later, by adding a red disk design in some 
respects similar to the disk or target design used by plaintiff and using 
it as a background for sTALEY on its bags and containers. These changes 
took place between the years 1925 and 1946. 
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38. It does not appear that plaintiff knew of or acquiesced in any 
of these changes. 


39. During the period in which these changes were made, defendant 
subordinated its corporate name while giving increased prominence to 
STALEY as a trademark. 


40. In 1949, defendant applied for a license to do business in the State 
of Illinois. About this time, defendant distributed fans at the [Illinois 
State Fair and placed road signs within a radius of forty miles of plaintiff’s 
plant each bearing the words STALEY FEEDS, without displaying its corporate 
name thereon. 


41. Defendant’s use of STALEY and STALEY’s on and in connection with 
its products has constituted a “progressive encroachment” upon plaintiff’s 
use of and rights in the trademark sTALEY’s. 


42. At least as early as 1934, defendant had actual notice of plain- 
tiff’s use of STALEY’s as a trademark for feeds. 


43. It was in 1934 that defendant began buying plaintiff’s feed in 
bags bearing the trademark sTALEy’s at the top of the bag and bearing the 
red target or disk design. 


44. Defendant’s expenditures and investments since 1934 have been 
made with full knowledge that plaintiff was using the trademark STALEY’s 
on feeds. 


45. Plaintiff’s first knowledge of the wide extent of defendant’s use 
of STALEY or STALEY’s as a trademark for its products was in 1949 shortly 
after defendant sought plaintiff’s consent to qualify to do business in the 
State of Illinois, at which time plaintiff objected to said use. 


46. Defendant’s operations were small in the early years. 


47. In later years, its sales were concentrated largely in Kansas and 
Missouri. 


48. The evidence does not disclose that plaintiff has ever purchased 
any of defendant’s products. 


49. Defendant’s invasion of plaintiff’s field was of a gradual or 
progressive character. 


50. Plaintiff’s relationship with defendant for several years, including 
the sale of soybean oil meal to defendant, was not sufficient to charge 
plaintiff with notice of defendant’s use of the trademark sTALEY or STALEY’S. 


51. Plaintiff, when it sold soybean oil meal to defendant, was not 
chargeable with notice that defendant was using STALEY as a trademark 
on any of its products. 
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52. Substantially one half of defendant’s total advertising expendi- 
tures were made after plaintiff’s objection to defendant’s use of STALEY 
as a trademark in 1949. 


53. A large part of defendant’s total advertising expenditures were 
incurred after this suit was filed in 1951. 


54. Plaintiff never consented to defendant’s use of STALEY as a 
trademark. 


55. Defendant, in adopting and using the trademark sTALeEy, did not 
reply [sic] on any act or omission of plaintiff. 


56. Plaintiff’s feed products are and always have been in the same 
field and competitive with defendant’s feed products, notwithstanding 
the fact that a large part of plaintiff’s feed products have been sold 
without the mixing of ingredients and a large part of defendant’s feed 
products have been sold after the mixing of ingredients. 


57. Both parties are in many respects in the same business. 
58. Both parties have processed and do process corn. 


59. Both parties have made and do make food products for human 
consumption from corn. 


60. Both parties have sold and do sell food products to wholesale and 
retail grocers. 


61. Both parties have made and do make brewers grits. 
62. Both parties have made and do make corn oil. 


63. Both parties have made and do make feeds for livestock and 
poultry. 


64. Both parties have made and do make feed containing but a single 
ingredient. 


65. Both parties have made and do make multi-ingredient feeds. 


66. Both parties have made and do make feeds which are fed “straight,” 
that is, in the form in which the feeds are made and without being supple- 
mented by or mixed with other feeds. 


67. Both parties have made and do make feeds which are fed as sup- 
plements to other feeds. 


68. Both parties have sold and do sell whole grains. 


69. Both parties have made and do make feeds used as ingredients 
in other feeds. 





THE TRADEMARK REPORTER Vol. 48 T. M. R. 





70. The respective customers of both parties have used and do use 
respective feeds of both parties for custom mixing. 


71. Both parties have made and do make feeds to meet special 
nutritional needs. 


72. Both parties have sold and do sell feeds to ranchers and farmers 
for mixing with other feedstuffs, and also to feed manufacturers. 


73. Both parties have sold and do sell feeds to dealers for sale to 
farmers, feeders and ranchers. 


74. The feeds of both parties have been sold and are sold in retail 
feed stores. 
75. Both parties have sold and do sell their feeds in bags or sacks. 
}. Both parties have sold and do sell their feeds in bulk. 
77. Both parties have sold and do sell their feeds in printed bags. 


78. Both parties have sold and do sell their feeds in plain bags with 
tags attached. 


79. The feeds of both parties have been and are fed by farmers and 
feeders in self-feeders along with homegrown grain. 


80. Both parties have advertised and do advertise their feeds in farm 
newspapers, farm journals, and by circulars, direct mail and point-of-sale 
posters and placards. 


81. Both parties compete in the sale of their feeds for the farmer’s 
dollar. 


82. When plaintiff began the manufacture of feeds in 1912, most 
feeds purchased by farmers were unmixed or single-ingredient feeds. In 
recent years, the trend has been to multiple-ingredient feeds, and plaintiff 
expanded its line of feeds to include more of such multiple-ingredient feeds. 


83. The feeds of both parties are subject to registration and to inspec- 
tion by the Departments of Agriculture of the respective states in which 
they are sold. 


84. The feeds of both parties have been progressively developed and 
improved. 

85. Both parties have from time to time expanded their line of feeds. 

86. The use by defendant of the trademark sTALEy on foods and feeds 


has caused confusion and mistake and has deceived purchasers as to the 
source of origin of such products. 


87. Farmers and feeders have bought defendant’s feeds believing them 
to be plaintiff’s feeds. 
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88. Dealers have handled defendant’s feeds believing them to be 
plaintiff’s feeds. 


89. It is frequently assumed by the trade and public that plaintiff 
and defendant are either identical or that defendant is a subsidiary of 
plaintiff or that defendant’s plant in Kansas City, Missouri, is a branch 
plant of plaintiff or that defendant and plaintiff are in some manner 
connected or affiliated. 


90. Feeds, whether mixed or unmixed, are products which the public 
naturally expects a processor of corn and soybeans to produce. 


91. The use by defendant of the trademark sTaLEy on foods and feeds 
is likely to cause confusion and mistake and to deceive purchasers and 
potential purchasers as to the source of origin of such products. 


92. The use by defendant of other trademarks, such as 4 BELLS and 
PIG MAMA, along with STALEY does not distinguish defendant’s products 
from plaintiff’s products sold under the trademark sTALEY’s. 


93. The use of the identical trademark sTaLEyY by both parties on 
kindred products is inevitably and necessarily deceptive and confusing. 


94. The natural and probable result of defendant’s use of the trade- 
mark STALEY was to lead the public to purchase defendant’s goods in the 
belief that they were the goods of plaintiff. 


95. Such specific differences as may exist between the goods of the 
parties hereto are not sufficient to prevent confusion of the trade and 
public when sTALEY and sTALEY’s are used as trademarks 0.1 or in connection 
with such goods. 


96. The use by defendant of the identical trademark sTALEy on its 
products indicates an intent to appropriate plaintiff’s good will in its trade- 
mark and to use it unfairly in competition with plaintiff. 


97. Plaintiff is the rightful owner of the name sTALEyY’s as a trade- 
mark for food for human consumption and for livestock and poultry feeds 
and is entitled to the exclusive use of said trademark for said products. 


98. There is no evidence of any third-party usage of STALEY or STALEY’S 
as a trademark, or part of a trade name, for food or feeds. 


99. Defendant’s infringement of plaintiff’s trademark rights was 
intentional, progressive and wrongful. 


100. There is a public interest involved in this action. 


101. The public has an interest in being protected against confusion 
and likelihood of confusion, caused by defendant’s use of STALEY as a 
trademark for foods and feeds. 
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Our alertness to the social values in and functions of trademarks 
flows from and parallels the dual purposes of the trademark statute recog- 
nized by the Congressional Committees, who reported on the Lanham 
Trademark Act July 5, 1946, 60 Stat. 427, 15 U.S.C. §§1051-1057: “The 
purpose underlying any trademark statute is twofold; one is to protect 
the public so it may be confident that, in purchasing a product bearing a 
particular trademark which it favorably knows, it will get the product 
which it asks for and wants to get. Secondly, where the owner of a trade- 
mark has spent energy, time, and money in presenting to the public the 
product, he is protected in his investment from its misappropriation by 
pirates and cheats. This is the well-established rule of law protecting both 
the public and the trademark owner. * * * ” U.S. Code Cong. Service, 1274 
(1946). 

Congress, through legislation now familiarly known as the Lanham 
Act, supplied a remedy and provided, inter alia: 


“See. 32(1) Any person who shall, in commerce, (a) use, without 
the consent of the registrant, any reproduction, counterfeit, copy or 
eolorable imitation of any registered mark in connection with the 
sale, offering for sale, or advertising of any goods or services on or 
in connection with which such use 1s likely to cause confusion or mis- 
take or to deceive purchasers as to the source of origin of such goods 
or services; or (b) reproduce, counterfeit, copy, or colorably imitate 
any such mark and apply such reproduction, counterfeit, copy, or 
eolorable imitation of labels, signs, prints, packages, wrappers, re- 
ceptacles, or advertisements intended to be used upon or in connection 
with the sale in commerce of such goods or services, shall be liable 
to a civil action by the registrant for any or all of the remedies 
hereinafter provided * * * [referring to subsequent sections, and for 
example, injunctive relief.|” (Italics supplied.) 


For roughly 18 years defendant sold some of its products to the 
plaintiff and during that period (as well as before) sTALEY was, and for 
that matter still is, an integral part of their respective corporate names. 
In the beginning defendant used the trademark FouR BELLs on its feeds 
and as time ran on the name STALEY and STALEY’s FEEDS moved into focus 
on defendant’s containers. When plaintiff commenced this action, defen- 
dant responded with the defense of estoppel and a counterclaim alleging 
that the two corporations had always been in separate fields. That is, 
defendant mentally sorts out its business and plaintiff’s by simply saying 
the latter was in the business of processing corn and soybeans from which 
plaintiff produced starches, syrups, oils, and “certain by-products primarily 
sold as ingredients to manufacturers of mixed feeds.” On the other hand, 
defendant has always manufactured and sold mixed feeds or formula feeds. 
But defendant’s reasoning runs afoul of the Lanham Act and the theories 
discussed in cases such as Pure Foods v. Minute Maid Corp., 214 F. 2d 792, 
796, 102 USPQ 271 (44 TMR 1408) (5th Cir. 1954), where the Fifth 
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Circuit reports that the Act adopts principles stated in ALI Restatement 
of the Law of Torts, Vol. 3, §730. 

We think the trial court penetrated the superficialities of defendant’s 
position on the nature of the businesses and goods of these litigants, during 
the course of his “Memorandum,” when he observed: 


“Tt has seemed to me that the decision here must turn largely upon 
whether Plaintiff and Defendant, in their respective feed lines, are 
in the same or separate fields. If they are in the same field then Plain- 
tiff was the first to adopt and use the name sTALEY as a trademark and 
Defendant’s use should be enjoined unless Plaintiff by its conduct 
is estopped to challenge defendant’s use. If they are in separate fields 
then defendant is entitled to the use of the name for its mixed feeds 
and Plaintiff’s use should be enjoined as to mixed or formula feeds. 

“The Conclusion I have reached on this question is that the 
‘separate fields’ theory is too tenuous a one to be adopted by the Court. 
It would require too fine a distinction to hold that because a large part 
of Plaintiff's feed products were sold without the mixing of ingredi- 
ents and a large part of defendant’s feed products were sold after 
the mixing of ingredients that they thus became and were in different 
fields and non-competitive. While in the beginning of its corporate 
existence Plaintiff’s principal products were starches and syrups, it 
early began the manufacture and sale of feeds for livestock and 
poultry, and in my judgment has been in a competitive field with 
defendant since defendants incorporation in 1925.” 


Grounding its amended complaint, filed November 27, 1951, on the 
Act, plaintiff sought to enjoin the defendant from using STALEY or STALEY’S 
and a target or disk design as trademarks for food for human consumption 
and for stock feeds. Both parties in this trademark and unfair competition 
suit claim the right to and exclusive use of the name and trademark sTALEY 
in connection with mixed feeds for livestock and poultry. A. E. Staley 
Manufacturing Company, of Decatur, Illinois, the plaintiff, was founded 
by, and incorporated in 1906, by A. E. Staley. Defendant Staley Milling 
Company, a Missouri corporation, was incorporated in 1925 and L. H. 
Staley (unrelated to A. E. Staley) was one of its incorporators. Plaintiff 
holds: (a) fifteen federal registrations of its trademark sTALEy’s for 
various products, including food for human consumption and animal 
feeds, the first of which was obtained in 1921; (b) seventeen federal 
registrations of trademarks which include the syllable sta, for various 
products, the first of which was obtained in 1926; and (c) registration of 
its target or disk design for stock feed, obtained in 1926. Here again, 
there are several relevant provisions in the Act: 


Sec. 33. (a) Any certificate of registration issued under the Act of 
March 3, 1881, or the Act of February 20, 1905, or of a mark registered 
on the principal register provided by this Act and owned by a party 
to an action shall be admissible in evidence and shall be prima facie 
evidence of registrant’s exclusive right to use the registered mark in 
commerce on the goods or services specified in the certificate subject to 
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any conditions or limitations stated therein, but shall not preclude an 
opposing party from proving any legal or equitable defense or defect 
which might have been asserted if such mark had not been registered. 


“(b) If the right to use the registered mark has become incon- 
testable under section 15 hereof, the certificate shall be conclusive 
evidence of the registrant’s exclusive right to use the registered mark 
in commerce on or in connection with the goods or services specified 
in the certificate subject to any conditions or limitations stated therein 
except when one of the following defenses or defects is established: * * * 


“(3) That the registered mark has been assigned and is being 
used, by or with the permission of the assignee, so as to misrepresent 
the source of the goods or services in connection with which the mark 
is used; or 


“(4) That the use of the name, term, or device charged to be an 
infringement is a use, otherwise than as a trade or service mark, of the 
party’s individual name in his own business, or of the individual name 
of anyone in privity with such party, or of a term or device which is 
descriptive of any used fairly and in good faith only to describe to 
users the goods or services of such party, or their geographic origin; or 


“(5) That the mark whose use by a party is charged as an in- 
fringement was adopted without knowledge of the registrant’s prior 
use and has been continuously used by such party or those in privity 
with him from a date prior to the publication of the registered mark 
under subsection (a) or (c) of section 12 of this Act: Provided, 
however, That this defense or defect shall apply only for the area 
in which such continuous prior use is proved. 


“(6) That the mark whose use is charged as an infringement was 
registered and used prior to the publication under subsection (a) or 
(c) of section 12 of this Act of the registered mark of the registrant, 
and not abandoned: Provided, however, That this defense or defect 
shall apply only where the said mark has been published pursuant 
to subsection (c) of section 12 and shall apply only for the area 
in which the mark was used prior to the date of publication of the 
registrant’s mark under subsection (a) or (c) of this Act * * *.” 


The counterclaim was dismissed, no accounting was decreed, defendant 
was not enjoined from using the target or disk design, both parties are 
permitted to continue use of their respective corporate names and, the 
extent of the restraint imposed on defendant is as follows: 


“1. That the defendant, its officers, agents, servants, employees, 
successors, and assigns, and all persons holding or acting by, through, 
or under it, be and the same are hereby perpetually enjoined and 
restrained from: 


(a) Using the same STALEY or STALEY’s FEEDS or STALEY’S FEEDS 
as a trademark for food for human consumption or for livestock or 
poultry feeds or from using a colorable imitation thereof. 


(b) Emphasizing the name STALEY over the other words of defen- 
dant’s corporate name. 
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(ec) Doing any act or thing likely to confuse the public in relation 
to the identity of plaintiff’s and defendant’s products.” 


Several conclusions of law were entered below and among them are 
these: “27. Defendant’s use of STALEY as a trademark for its product con- 
stitutes an infringement of plaintiff’s common law and federally registered 
trademark sTALEY’s; 28. Defendant’s use of STALEY or STALEY’s as a trade- 
mark constitutes unfair competition with plaintiff.” 

“The ultimate determination of consumer confusion is a question of 
fact,” G. D. Searle & Co. v. Chas. Pfizer & Co., 231 F. 2d 316, 318, 109 
USPQ 6, 7 (46 TMR 586) (7th Cir. 1956). Confronted with the statutory 
words “likely to cause confusion” in §32, defendant, in its reply brief, 
at pp. 15-16 tells us: “Defendant does not contest the proposition that 
likelihood of confusion is the test of infringement in ordinary cases such 
as those cited by plaintiff, from which the essential elements of the present 
case are absent.” What seems to make this case extraordinary according 
to the defendant is that: (1) for 26 years plaintiff was unaware of such 
confusion, (2) the testimony of witnesses regarding confusion lacked 
probative value and, (3) defendant’s survey of 1,084 farmers was ignored 
by the trial judge. But it is our considered judgment that both plaintiff 
and defendant have understated, overstated, and misstated the evidence 
traced on this record. Neither side conducted a survey which could be 
classed as scientific under modern statistical methodology. Though the 
technical field of statistical surveys by the sampling method was undis- 
cussed in the briefs before us, the subject is hardly an obscure one. For 
example see Barksdale, The Use of Survey Research Findings as Legal 
Evidence (1957); Deming, Some Theory of Sampling (1950); Deming, 
On the Contributions of Standards of Sampling to Legal Evidence and 
Accounting, Current Business Studies 14-32 (Oct. 1954); Public Opinion 
Surveys as Evidence: The Pollsters Go to Court, 66 Harv. L. Rev. 498 
(1953) Sylvester, Consumer Polls as Evidence in Unfair Trade Cases, 
20 Geo. Wash. L. Rev. 211 (1951) ; Waterbury, Opinion Surveys in Civil 
Litigation, 44 Trademark Reporter 343 (1954). “It may well be that an 
accurate estimate of public opinion or practice can be obtained by a 
sampling process or survey, but the record is devoid of information on 
this subject and in the absence of the proof of the scientific principles, 
if any, which underlie the practice, we must rely upon the impressions 
which the advertisements would be likely to make upon the mind of a man 
of ordinary intelligence.” Bristol-Meyers Co. v. Federal Trade Commission, 
185 F. 2d 58, 60 (4th Cir. 1950). Sears, Roebuck and Co. v. Johnson, 219 
F. 2d 590, 104 USPQ 280 (45 TMR 461) (3rd Cir. 1955) ; United States v. 
88 Cases, etc., 187 F. 2d 967 (3rd Cir. 1951) ; Household Finance Corpora- 
tion v. Federal Finance Corporation, 105 F. Supp. 164, 94 USPQ 222 (D.C. 
Ariz. 1952) discussed in 17 J. Marketing 289 (1953) ; International Milling 
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Co. v. Robin Hood Popcorn Co., 110 USPQ 368 (46 TMR 1306) (1956) ; 
S. C. Johnson & Co., Inc. v. Gold Seal Co., 40 TMR 349 (1950). 

To maintain its burden of proof on the issue of confusion or likelihood 
of confusion plaintiff and defendant offered testimony of numerous pur- 
chasers and prospective purchasers. Indeed this class of evidence accounts 
for the bulk of the record. The short of all this is that defendant contends 
its consumer witnesses outweigh those of plaintiff, in quality and quantity. 
Yet elementary as it is we again point out that weight and credibility are 
matters for the district judge trying a case without a jury. Even though 
some of the evidence was introduced through depositions we found nothing 
in them impelling a different view of the facts than the one taken below. 
Square D-Company v. Sorenson, 224 F. 2d 61, 106 USPQ 45 (45 TMR 1102) 
(7th Cir. 1955). 

Our own observations of the numerous sacks, signs and bags brought 
here as exhibits, verified the district judge’s conclusion on the issue of 
“confusion.” Only the most discerning, discriminating and determined 
customer, among brand conscious consumers, could avert mistaking Mis- 
souri Staley for Illinois Staley among the products involved. Defendant’s 
own thesis about its heavy advertising expenditures demonstrates the 
extensive saturation of consumers with virulent confusion of trademarks. 
It is unnecessary, and costly, to reproduce the myriad cuts and photo- 
graphs forming part of the record, lurking in the briefs and bound sepa- 
rately as books of exhibits. 

What Mr. Justice Frankfurter wrote in the majority opinion of a 
divided court, reported as Mishawaka Mfg. Co. v. Kresge Co., 316 U.S. 203, 
205, 53 USPQ 323, 324-325 (32 TMR 254) (1942), has particular signifi- 
cance in the case before us, though written about fifteen years ago, for it 
epitomizes the legal rationale underlying trademark legislation: 


“The protection of trademarks is the law’s recognition of psycho- 
logical function of symbols. If it is true that we live by symbols, it 
is no less true that we purchase goods by them. A trademark is a 
merchandising short-cut which induces a purchaser to select what he 
wants, or what he has been led to believe he wants. The owner of 
a mark exploits this human propensity by making every effort to im- 
pregnate the atmosphere of the market with the drawing power of a 
congenial symbol. Whatever the means employed, the aim is the same 
—to convey through the mark, in the minds of potential customers, 
the desirability of the commodity upon which it appears. Once this 
is attained, the trademark owner has something of value. It another 
poaches upon the commercial magnetism of the symbol he has created, 
the owner can obtain legal redress. * * *” 


Only a word or two need be said when rejecting defendant’s argu- 
ments concerning its defense of estoppel for we think the trial judge’s 
Memorandum, quoted here in relevant part, disclosed a sound grasp and 
clear view of this case: 
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“While it may be thought that Plaintiff’s relationship with Defen- 
dant for several years, including the sale of soy bean oil meal to 
Defendant, was sufficient to charge the Plaintiff with notice of Defen- 
dant’s use of the trademark in question, yet the Defendant’s opera- 
tions were small in the earlier years, and its invasion of the field 
claimed by Plaintiff for its mark was of such a gradual or progressive 
character that I am inclined to the view that Plaintiff should not be 
barred from injunctive relief by reason of laches or by virtue of 
estoppel. I am of the opinion, however, that Plaintiff is not entitled 
to an accounting, but a public interest exists that should be protected 
—a right of the public not to be confronted on all sides with confusion 
or the likelihood thereof.” 


We would add Mr. Justice Stone’s admonition from Scott Paper Co. v. 
Marcalus Co., 326 U.S. 249, 257, 67 USPQ 193, 197 (1945): “For no more 
than private contract can estoppel be the means of successfully avoiding 
the requirements of legislation enacted for the protection of a public 
interest. Also see Independent Nail & Pack. Co. v. Stronghold Screw Prod., 
205 F.2d 921, 98 USPQ 172 (44 TMR 46) (7th Cir. 1953). The elements 
of estoppel, absent here, are itemized in Parker v. Sager, 174 F.2d 657, 660 
(D.C. Cir. 1949). 

Independent Nail & Pack. Co. v. Stronghold Screw Prod., 205 F.2d 
921, 98 USPQ 172 (44 TMR 46) (7th Cir. 1953) is heavily relied upon by 
plaintiff and defendant thinks it inapposite, consequently irrelevant. Both 
sides apparently overlooked this court’s subsequent opinions in the same 
ease. In the opinion reported as Independent Nail & Packing Co. v. Perry, 
214 F.2d 670, 671, 102 USPQ 148 (44 TMR 1183) (7th Cir. 1954), when 
our court issued a writ of mandamus directed to the trial court Judge 
Duffy described the initial Independent Nail & Pack. Co. case, stressing 
the fact that: “In 1946, which was twelve years after plaintiff had widely 
advertised its products under the trademark STRONGHOLD, defendant 
changed its corporate name to Stronghold Screw, Inc.,” and quoting from 
the first opinin, our Chief Judge also stated: “Defendant adopted its logo- 
type emphasizing the word STRONGHOLD with full knowledge of plaintiff’s 
trademark which featured the same word. It did so at its peril.” (214 F.2d 
670, 671, 102 USPQ 148, 149; 205 F.2d 921, 925, 98 USPQ 172, 175.) When 
the second appeal came before our court, Chief Judge Duffy again wrote 
the opinion reported as Independent Nail & Pack. Co. v. Stronghold Screw 
Prod., 215 F.2d 434, 102 USPQ 146, 148 (44 TMR 1180) (7th Cir. 1954) 
in which the following cites and quotes appear: 


“In Northam Warren Corp. v. Universal Cosmetic Co., 7th Cir., 
18 F.2d 774 (17 TMR 203), this court said, at page 775: ‘One entering 
a field of endeavor already occupied by another should, in the selection 
of a trade name or trademark, keep far enough away to avoid all pos- 
sible confusion.’ In Weiner v. National Tinsel Mfg. Co., D.C., 35 
F.Supp. 771, 772, 48 USPQ 321, 322 (31 TMR 105), the court said: 
‘The late comer in such an established field is under a special duty to 
avoid confusion.’ This court also said in the Northam Warren opinion, 
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supra: ‘Whether there is an infringement of a trademark does not 
depend upon the use of identical words, nor on the question as to 
whether they are so similar that a person looking at one would be 
deceived into the belief that it was the other; but it is sufficient if one 
adopts a trade name or a trademark so like another in form, spelling, 
or sound that one, with a not very definite or clear recollection as to 
the real trademark, is likely to become confused or misled.’ ” 


One of the critical factors in the case now before us for decision might 
be cast in terms of who is the late-comer, plaintiff or defendant, in the feed 
field. STALEY is the first name in the legal corporate name of each litigant, 
as we have already mentioned. But the district judge found as a fact that 
“Plaintiff’s use of STALEY’s as a trademark for human consumption and for 
animal feeds was long prior to defendant’s use of STALEY as a trademark.” 
Defendant is, then, the latecomer and what we have pointed up from our 
opinion in Northam Warren Corp., supra, again has pertinency. Indeed in 
his testimony, Thomas W. Staley, defendant’s treasurer, general manager 
and assistant secretary, said inter alia: 


“Mr. Miller: Q. Now, up until the time you started using the 
name STALEY on hog and pig feeds in 1934, you had sold those feeds 
under the brand name 4 BELLS, hadn’t you? 

A. Well, we show in our answers and these were checked as care- 
fully as possible, pig and hog feed sold under the 4 BELLS trademark 
in 1925 to about 1930. And we show pig and hog feeds sold under the 
name SHURGAIN at least as early as 1927. 

Q. Those were the only trademarks you used prior to 1934 when 
you adopted sTALEY’s, were they not? 

Mr. Martin: For what product? 

Mr. Miller: Pig and hog feed. 

The Witness: Excepting as we used our corporate name as a part 
of our label.” 


Defendant’s legal position did not improve when we examined all the 
other points discussed in its briefs. The result is that the judgment 
appealed must be affirmed. 


BAKER BOY BAKERIES, INC. v. OLD WORLD 
BAKING COMPANY et al. 


57 C 606 —D. C., N. D. Illinois — March 17, 1958 


REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—INJUNCTION 
Court refuses to add words “or any other acts in violation of plaintiff’s trade- 
mark rights or in unfair competition with plaintiff” because court can rule only on 
what is before it, not on possible future conduct. 
REGISTRABILITY—DESCRIPTIVE TERMS 
CONFECTION ROLL is not descriptive of cinnamon cake. 
REMEDIES—UNFAIR COMPETITION—DEFENSES 
Defendants are estopped by agreement from denying that plaintiff’s wrapper 
and trademark have acquired unique and distinctive position in trade. 
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CourTs—CostTs 
In view of wanton and willful character of defendants’ acts, plaintiff is entitled 
to recover costs, expenses and attorneys’ fees. 


Action by Baker Boy Bakeries, Inc. v. Old World Baking Company 
and Ben L. Kushner, Bertha Kushner, and Maier Kushner, doing business 
as Old World Bakeries Co. and Holiday Delight Bakery, for trademark 
infringement and unfair competition. Judgment for plaintiff. 


Horton, Davis & McCaleb, Warren C. Horton, and James A. Davis, of 
Chicago, Illinois, and Shacknove & Goldman and Philip J. Shacknove, 
of Los Angeles, California, for plaintiff. 


Albin C. Ahlberg and Philip J. Simon, of Chicago, Illinois, for defendants. 
SULLIVAN, District Judge. 

This is a trademark infringement and unfair competition action involv- 
ing bakery products called “confection rolls.” The Findings of Fact and 
Conclusions of Law presented by the plaintiff will be adopted except that 
in paragraph 7 the words “or any other acts in violation of plaintiff’s 
trademark rights or in unfair competition with plaintiff” will be deleted. 
The court can rule only on what is before it, not on possible future 
conduct. 

The court has examined the record after trial, as well as the briefs 
of the parties, and is convinced that the plaintiff has established the use 
of the term “confection roll,” and that this term is not descriptive. Cf. 
Q-Tips v. Johnson and Johnson, 108 F.Supp. 845, 95 USPQ 264 (48 TMR 
64) (D.N.J. 1952). Further, it is apparent that there was here a deliberate, 
persistent and unabashed effort on the part of the defendant to confuse 
its product with the plaintiff’s. There are hundreds of names defendant 
could use if it wishes to avoid confusion, and as many possible package 
designs, which would effectively distinguish the products. See California 
Fruit Grower’s Exch. v. Windsor, 118 F.2d 149 at 152, 48 USPQ 608, 611 
(31 TMR 121) (7th Cir. 1941). 

Findings of Fact and Conclusions of Law for the plaintiff have been 
entered. 

FINDINGs OF FActT 


1. Plaintiff, Baker Boy Bakeries, Inc., is a corporation of California 
having its principal office in the State of California. 


2. Defendant, Old World Baking Company, is a corporation of Illinois 
having its principal place of business at Chicago, Illinois, and it was organ- 
ized in January, 1957. Defendants, Ben L. Kushner, Maier Kushner and 
Bertha Kushner, are citizens and residents of Illinois and have carried 
on baking businesses under various names in Chicago, Illinois, from time 
to time. 


3. Plaintiff, in 1949, adopted and has since used the trademark 
CONFECTION ROLL upon a type of cinnamon cake which it has sold and dis- 
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tributed nationally since 1949 in very large quantities, the sales having 
averaged more than One Million Dollars in value annually. 


4. Plaintiff spends and has spent large sums of money annually 
advertising and promoting the sale of its CONFECTION ROLL cakes and it has 
spent more than a quarter of a million dollars for that purpose. 


5. In advertising and on many of its products, plaintiff also uses the 
designation OLD WORLD in connection with its goods, and the use of such 
words has been widespread among the public. 


6. In marketing its CONFECTION ROLL cake products, plaintiff, in 1950, 
adopted and has since used a distinctive wrapper, identified herein as 
Pl. Ex. 2. 


7. The use of CONFECTION ROLL as a trademark for cakes has been 
exclusive with plaintiff since its adoption in 1949, except for the use of 
such trademark by defendants and those in privity with defendants, which 
acts are complained of as infringements of plaintiff’s trademark rights. 


8. After plaintiff’s CONFECTION ROLL cakes had achieved wide sales 
success, two of the individual defendants, Maier Kushner and Ben L. 
Kushner, together with one Jerome Kushner, entered into an Agreement 
with plaintiff, Pl. Ex. 3, to market and sell plaintiff’s CONFECTION ROLL cake 
products as plaintiff’s brokers. Said Agreement is still in force and effect 
and the parties thereto are still active thereunder. Said defendants Maier 
Kushner and Ben L. Kushner have made large profits and benefits under 
said Agreement. 


9. In the Agreement, Pl. Ex. 3, defendants Maier Kushner and Ben 
L. Kushner expressly agreed that the plaintiff’s product known as BAKER 
BOY CONFECTION ROLL has acquired a unique and distinctive position in 
the baking trade by reason of its size, shape, configuration, packaging and 
combination of ingredients. 


10. Defendants are making, selling and offering for sale generally to 
the public a cinnamon cake product similar to plaintiff’s product, which 
defendants market under the trademark CONFECTION ROLL and generally 
also under a trade name including the words OLD WORLD. 


11. The products sold and offered for sale by defendants under the 
trademark CONFECTION ROLL are offered to the public in a package which, 
in size, shape, configuration and outward appearance, is confusingly similar 
to that of plaintiff. The defendants’ said package is identified herein as 
Pl. Ex. 4. 


12. The use and distribution of packages like Pl. Ex. 4 was tempo- 
rarily enjoined by this Court, it having at that time been represented to 
the Court by the defendants that use of the wrapper, Pl. Ex. 4, had been 
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discontinued and that, henceforth, defendants intended to use a new 
wrapper, identified as Pl. Ex. 5. 


13. After the temporary injunction was ordered by the Court, defen- 
dants adopted and used a wrapper and package, Pl. Ex. 6, without inform- 
ing the Court thereof and without informing defendant’s counsel of record 
herein. Pl. Ex. 6 does not bear the name of defendants nor of any manu- 
facturer, and such identification was intentionally omitted therefrom. 


14. The packages and the wrappers, Pl. Exs. 4, 5 and 6, are con- 
fusingly similar to the package and wrapper, Pl. Ex. 2, in size, shape, 
configuration, packaging and wording and are likely to cause confusion 
among the public as to the source of origin of such goods. 


15. The copying of plaintiff’s package and wrapper by the defendants 
and the copying of plaintiff’s trademark CONFECTION ROLL, and the use of 
the words OLD WORLD by defendants in connection therewith, were all com- 
mitted by defendants with full knowledge of plaintiff’s prior adoption 
thereof and with full knowledge that defendants Maier Kushner and Ben 
L. Kushner had signed and were bound by the provisions of the Agree- 
ment, Pl. Ex. 3. 


CONCLUSIONS OF Law 


1. The Court has jurisdiction of the subject matter of this action and 
of the parties hereto. 


2. Plaintiff is the owner of the trademark CONFECTION ROLL for cakes, 
and said trademark is good and valid in law. 


3. Plaintiff is the owner of the package and wrapper design identified 
as Pl. Ex. 2 and such package and design is unique and distinctive and 
is associated with the plaintiff in the bakery trade. Plaintiff is entitled to 
prevent the sale or distribution of copies thereof that are so similar thereto 
as to be likely to cause confusion as to the origin thereof. 


4. Defendants Maier Kushner and Ben L. Kushner are estopped by 
the Agreement, Pl. Ex. 3, from denying that plaintiff’s package, wrapper 
and trademark CONFECTION ROLL, as exemplified in Pl. Ex. 2, have acquired 
a unique and distinctive position in the bakery trade. 


5. Defendants, and each of them, have infringed the trademark rights 
of plaintiff by selling and offering for sale goods marked with the trade- 
mark CONFECTION ROLL without authority from plaintiff so to do. 


6. Defendants, and each of them, have committed acts of unfair com- 
petition against plaintiff by selling and offering for sale the products 
identified nerein as Pl. Exs. 4, 5 and 6. 


7. Plaintiff is entitled to an injunction against defendants, and each 
of them, enjoining them and those in privity with them from further com- 
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mitting the acts of trademark infringement and unfair competition com- 
plained of. 


8. Plaintiff is entitled to recover the damages which it has suffered 
and the profits and gains which defendants have made and realized as 
the result of their acts of unfair competition and trademark infringement, 
and this cause should be referred to a Special Master to take and report 
an account of such damages and profits. 


9. That, in view of the wanton and wilful character of defendants’ 
acts, plaintiff is entitled to recover its costs and its reasonable expenses 
incurred herein, including an allowance for attorneys’ fees to be deter- 
mined by the Court. 


AMERICAN THROWING COMPANY, INC. v. 
FAMOUS BATHROBE COMPANY, INC. 


Appl. No. 6313—C. C. P. A.— December 13, 1957 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
The failure to strike opposer’s testimony regarding sales and advertising under 
its marks as not the best evidence did not prejudice applicant’s claim that opposer 
showed no actual damage apart from such testimony since the latter was under no 
burden of showing actual damage but only a likelihood thereof and for that purpose 
it is common to demonstrate a confusing similarity between the marks. 
EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—EVIDENCE 
A registration constitutes prima facie evidence of ownership and use of the 
mark, such presumption of use relating back to the filing date of the application. 
Use of a registered mark will be implied even in the absence of evidence relative 
thereto. 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—EVIDENCE 
An opposer has the burden of proof but where he relies upon a registration a 
prima facie case is made out which places upon the applicant the burden of pro- 
ceeding to refute it. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRABILITY—DISCLAIMERS 
REGISTRABILITY—SUGGESTIVE MARKS 
Application for KNIT-KINS, for infants’ and children’s knitted underwear, found 
confusingly similar to opposer’s WIPER-KINS for children’s bibs, the first word of 
each mark having been disclaimed. Notwithstanding applicant’s claim that the only 
similarity —-KINS— is a recognized diminutive suffix, as well as the phonetic 
equivalent of the German word “Kind” for child, and a finding that it was some- 
what suggestive of the goods, the court ruled that —kins— had trademark sig- 
nificance and must be considered the dominant feature of the marks since the 
disclaimer relegated the admittedly descriptive first words to a position of minor 
importance. 


Opposition proceeding No. 32,322 by Famous Bathrobe Company, Inc. 
v. American Throwing Company, Inc., application Serial No. 628,086 filed 
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April 15, 1952. Applicant appeals from decision of Commissioner of Pat- 
ents sustaining opposition. Affirmed. 
Case below reported at 46 TMR 893. 


Howard A. Rosenberg, of New York, N.Y., for applicant-appellant. 
William R. Liberman, of New York, N.Y., for opposer-appellee. 


Before JOHNSON, Chief Judge, and O’CoNNELL, WorRLEyY, Ricu, and Jack- 
SON (retired), Associate Judges. 


JOHNSON, Chief Judge. 

This is an appeal in an opposition proceeding under section 13 of the 
Lanham Trademark Act, 60 Stat. 433 (1946), 15 U.S.C. 1063 (1952), from 
the decision of the Commissioner of Patents, 109 USPQ 366 (46 TMR 893), 
speaking through the Assistant Commissioner, reversing the decision of 
the Examiner of Interferences which dismissed the opposition and which 
held that applicant (appellant here) was entitled to the registration sought. 
The Assistant Commissioner was of the opinion that appellant’s mark was 
confusingly similar to appellee’s registered marks and she accordingly 
sustained the opposition. 

Appellee is a manufacturer of infants’ and young children’s wear, 
such as layette items, gowns, kimonos, buntings, robes and bibs. The reg- 
istrations on which it relies in its notice of opposition are for SLUMBER- 
Kins,’ alleged on the registration certificate to be used on “Children’s 
Playsuits and Pajamas,” and WIPER-KINS,? used on children’s bibs. The 
filing date of the application for registration of each of these marks is 
December 15, 1951. The record indicates that the items identified by the 
mark SLUMBER-KINS consist of a terry cloth shirt, pants and bootees, which 
are suitable for playing, sleeping and napping. 

Appellant is a manufacturer of infants’ and children’s knitted under- 
wear. KNIT-KINS, which is the mark sought to be registered, is shown by 
the record to be used in conjunction with those items. The record estab- 
lishes that the mark was first used on March 3, 1952, a date subsequent 
to appellee’s filing dates. 

The word wIPER has been disclaimed by appellee apart from the mark 
WIPER-KINS. The Examiner of Interferences, in his decision, indicated also 
that appellant has disclaimed the word KNiT apart from the mark 
KNIT-KINS. 

Much of the testimony taken below and a good portion of appellant’s 
arguments on appeal, is directed to the matter of appellee’s sales and ad- 
vertising in connection with SLUMBER-KINS and WIPER-KINS. Appellant 
argues that all of the testimony of Murray M. Stern, Vice-President and 
Sales Manager of appellee, was vague and based on guess-work or approxi- 
mation and, inasmuch as it was not based on the books and records of 


1. Reg. No. 565,356, issued October 14, 1952. 
2. Reg. No. 568,570, issued December 30, 1952. 
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the business,* which would be the “best evidence” of these facts, his motion 
to strike* all the evidence of this witness as to appellee’s costs of advertising 
and sales should have been granted. Apparently, appellant is of the 
opinion that if this testimony is stricken, appellee will be without any 
evidence tending to show actual damage by virtue of appellant’s use of 
KNIT-KINsS and will accordingly lose its cause. 

The fallacy in appellant’s argument is evident on its face. Whether or 
not its motion to strike was properly or improperly denied, appellant could 
not show any prejudice resulting therefrom. For even if appellee had 
introduced no testimony at all as to the number and amount of sales of 
products under its two marks, as well as to any advertising in relation 
to them, appellant would be in no better position. It is well settled that, 
in an opposition proceeding, the opposer need not show actual damage, 
The Asbestone Co. v. The Philip Carey Mfg. Co., 41 App. D.C. 507 (4 TMR 
161) (1914), but only likelihood of damage, Wilson v. Delaunay, 44 
C.C.P.A. (Patents) 1019, 245 F. 2d 877, 114 USPQ 339 (47 TMR 1526) ; 
Armour and Co. v. Organon, Inc., 44 C.C.P.A. (Patents) 1010, 245 F. 2d 
495, 114 USPQ 334 (47 TMR 1517). One of the more common methods 
of showing likelihood of damage is to show confusing similarity between 
opposer’s mark and the mark sought to be registered, both as applied to 
the merchandise with which the marks are used. The Pep Boys v. The 
Fisher Bros. Co., 25 C.C.P.A. (Patents) 818, 94 F. 2d 204, 36 USPQ 262 
(28 TMR 91); Ely & Walker Dry Goods Co. v. Sears, Roebuck & Co., 24 
C.C.P.A. (Patents) 1244, 90 F. 2d 257, 33 USPQ 549 (27 TMR 462). 
The question of confusing similarity as to the marks here involved will 
be discussed infra. 

American Stove Co. v. Detroit Stove Works, 31 App. D.C. 304 (1908), 
and H. C. Cole & Co. v. William Lea & Sons Co., 35 App. D.C. 355 (1910), 
cited by appellant in support of its motion to strike, do not conflict with 
our reasoning. The former case involved an interference proceeding. 
In considering the question as to whether one of the parties had sufficiently 
proved its date of first use, the court noted that the evidence of that party 
was weak and uncertain and that there was better evidence available 
which was not introduced. The court accordingly refused to find the date 
of first use as alleged by that party. In that case, however, the party 
was an applicant for registration and therefore was forced to prove, by 
competent evidence, its date of first use. No such situation exists in the 
ease at bar, for appellee is here relying on its registrations, which con- 
stitute prima facie evidence of ownership, Lanham Trademark Act, §7(b), 
60 Stat. 430 (1946), 15 U.S.C. 1057 (1952), which ownership is prima 


3. Except for documentary exhibits relating to certain advertisements from news- 
papers and periodicals, the record utterly lacks documentary evidence as to sales and 
advertising related to SLUMBER-KINS and WIPER-KINS. 

4, This motion was made before the examiner and urged on appeal to the Com- 
missioner. 
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facie evidence of use, Rosengart, etc. v. Ostrex Co., 30 C.C.P.A. (Patents) 
1046, 136 F. 2d 249, 57 USPQ 543 (33 TMR 284), and use will be implied 
by virtue of such registration even where there is no evidence of record 
relative to such use, Bielzoff Products Co. v. White Horse Distillers, Ltd., 
27 C.C.P.A. (Patents) 722, 107 F. 2d 583, 43 USPQ 397 (29 TMR 646). 
The presumption of use created by the registration is deemed to relate 
back to the filing date thereof. Rolley, Inc. v. Younghusband, 204 F. 2d 
209, 97 USPQ 252 (43 TMR 855) (9th Cir. 1953). 

The H. C. Cole & Co. case, supra, merely cites the American Stove 
case, supra, with approval and adds nothing thereto material to the instant 
question. 

For the foregoing reasons, appellant’s additional argument that appel- 
lee must show that it had prior use of its marks is without merit. As afore- 
stated, appellant’s earliest alleged use is subsequent to the filing date of 
each of appellee’s applications for registration. 

Appellant’s argument that our holding would shift the burden of proof 
to it, whereas such burden is rightfully appellee’s, as opposer, is also 
unavailing. True, the opposer, as the moving party, has the burden of 
proof. Where, as here, however, appellee has, by its registrations, estab- 
lished a prima facie case, the burden of proceeding shifts to appellant 
and it becomes incumbent upon it to refute appellee’s prima facie case 
if it is to be successful in this proceeding. 

In the view we take of this case, it will not be necessary to consider 
appellant’s argument to the effect that appellee’s registration for SLUMBER- 
KINS was obtained on a false affidavit and therefore cannot be relied upon 
for any purpose in this opposition proceeding. For we are of the opinion, 
as will presently be shown, that appellant’s KNIT-KINs is confusingly 
similar to appellee’s WIPER-KINS as applied to the respective goods in 
question. 

On the question of confusing similarity we agree with the Assistant 
Commissioner, 109 USPQ at 367 (46 TMR 895), at the outset that 


* * * bibs * * * and underwear for infants and small children are 
all items which a single manufacturer might reasonably be expected 
to make. 


Appellant, however, urges that: 


The word KINs is the English version of the German word kinder, 
or children. This version is well-known and has been in use for gen- 
erations, to show the application of a word to something little, or a 
child. The singular in German is “Kind,” with the “d” silent, and 
is pronounced like the English word “kin.” The simple transition, in 
English, from “kind” to the plural “kins” is obvious. Actually, the 
common English “kin” is directly derived from the German “kind.” 

The term “kins” is defined in Webster’s New International Dic- 
tionary (1948), page 1363, as: 

—Kin. Also—Kins. A diminutive suffix, as in manikin, lambkin, 
sonnikins. 
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The same dictionary, page 1496, defines the noun “manikin” as 
“1. A little man; a dwarf; a pygmy,” and the adjective “manikin” 
as “diminutive; dwarf; puny”; “lambkin” is defined, page 1386, as 
“2. A young or tender person; chiefly in endearment.” 

The only common feature in the marks here at issue is the ‘suffix 
KINS. It is urged that this word Kins has a well understood signif- 
icance as suggesting a small child, so that Opposer cannot preempt 
the field as to this word, when used in conjunction with the goods of 
the parties. 

KINS can have no real distinctiveness when applied to infants’ and 
children’s underwear, playsuits and pajamas. 

Under such circumstances, the law is that the entire marks must 
be considered as determinative of the question of confusion. A com- 
parison of the marks in their entireties shows no similarity whatsoever. 

Each mark has its own, specific and easily understood meaning: 
SLUMBER-KINS, a sleeping garment for children; WIPER-KINS, a bib or 
face wiper for children; and KNIT-KINS, knitted wear for children. 


We are inclined to disagree with appellant. The relationship of the 
suffix kins to the German words kind or kinder is remote at best. Indeed, 
the suffix would appear to be equally if not more suggestivé of the well 
understood definition of KIN as indicating one’s relatives or a family rela- 
tionship in general. Furthermore, the literal application of that portion of 
the Webster definition relied upon by appellant to the marks at bar, would 
result in, at best (as the Assistant Commissioner points out), “little 
wipers” or “little knits,” a designation not intended to be conveyed by 
these marks. We do agree, however, that one might conclude, based upon 
the Webster definition, supra, that there is a degree of suggestibility 
connected to the suffix KINS; that the marks might be construed to be 
somewhat suggestive of wipers (bibs) and knitted garments for infants. 
We feel, though, that the marks are not nearly so suggestive as appellant 
asserts them to be. It is clear then, that appellant’s argument that the 
suffix KINs can have no real distinctiveness as applied to the merchandise 
in question is not well founded, for suggestive marks (as distinguished 
from descriptive marks) do have trademark significance. Van Camp Sea 
Food Co. v. The A. B. Stewart Organizations, 18 C.C.P.A. (Patents) 1415, 
1420, 50 F. 2d 976, 9 USPQ 541, 544 (21 TMR 414). 

As aforesaid, the prefixes KNIT and wIPER of appellant’s and appellee’s 
marks, respectively, have been disclaimed apart from the respective marks 
as a whole. The situation resolves itself, therefore, to a competition be- 
tween two composite marks, one containing a prefix disclaimed as descrip- 
tive and a suffix which is remotely suggestive, the other containing a prefix 
different from the prefix in the first mark, but equally descriptive (and 
disclaimed), and a suffix identical to that of the first mark. 

In American Brewing Co. v. Delatour Beverage Corp., 26 C.C.P.A. 
(Patents) 778, 100 F. 2d 253, 40 USPQ 173, 174-175 (29 TMR 40), it was 
said by this court that: 
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* * * we are of the opinion that disclaimed descriptive words in 
a mark should not be given the same prominence as that portion 
of the mark which possesses all of the qualities of a valid technical 
trademark. It is true that the general rule is that marks should be 
regarded in their entirety, including disclaimed words, but we do 
not think it could well be argued that disclaimed descriptive words 
could ever constitute the dominant part of a mark. 

* * * * * 

Inasmuch as the disclaimed words are clearly not registrable, 
apart from the mark shown, any one has the right to use those words 
in a descriptive way, if descriptive of his merchandise. It therefore 
seems to us that the disclaimed words, although they are part of the 
mark, could only in a very minor degree indicate origin of goods in 
the registrant. 


It is clear from the foregoing that the prefixes WIPER and KNIT are 
relegated to a position of minor importance as to the question of confusing 
similarity. Though the suffix KINs is not as strong an indication of origin 
as a completely arbitrary or coined word might be, it nonetheless is the 
dominant part of each of the two marks. We are of the opinion that, con- 
sidering the marks as a whole in light of the foregoing, the average pur- 
chaser of infant’s wear would likely be confused as to the origin of 
appellant’s KNIT-KINS. 

As stated by the late Judge Hatfield in a concurring opinion in The 
Bon Ami Co. v. McKesson & Robbins, Inc., 25 C.C.P.A. (Patents) 826, 
93 F. 2d 915, 36 USPQ 260, 261 (28 TMR 87): 


If all that a newcomer in the field need do in order to avoid the 
charge of confusing similarity is to select a word descriptive of his 
goods and combine it with a word which is the dominant feature of a 
registered trademark so that the borrowed word becomes the dominant 
feature of his mark, the registered trademark, made valuable and 
outstanding by extensive advertising and use, soon becomes of little 
value, and, of course, each of the subsequent imitating trademarks 
(and there would be many) is of value only to the extent that its 
users are trading on the good will of the owner of the original 
registered trademark. 


Were there any doubt in our minds we would, of course, resolve it 
against appellant, the newcomer in the field. The Bon Ami Co. case, supra. 

Of the cases cited by appellant on this question, only two need be 
briefly mentioned. The first, Lauritzen & Co. v. The Borden Co., 44 
C.C.P.A. (Patents) 720, 239 F. 2d 405, 112 USPQ 60 (47 TMR 518), 
involved an opposition between the owner of a registration for PROTOLAC 
and an applicant for ForTILAC, both applied to milk products. This court, 
stating that the suffix Lac should be given little weight inasmuch as it 
“has a somewhat descriptive connotation as applied to milk products,” 
held the marks not confusingly similar. In the instant case, however, the 
suffix common to each of the marks is the dominant portion of each mark. 
The Lauritzen case, supra, is therefore, distinguishable. 
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In the second case, Smith v. Tobacco By-Products & Chemical Corp., 
44 C.C.P.A. (Patents) 880, 243 F. 2d 188, 113 USPQ 339 (47 TMR 863), 
an opposition was dismissed against the mark GREEN LEAF on the grounds 
that it was not confusingly similar to BLACK LEAF, both applied to plant 
and garden sprays. Here again, LEAF was held highly suggestive of the 
use to which the products were to be put and thus entitled to little trade- 
mark significance. This case is obviously in the same category as the 
Lauritzen case, supra, and is distinguishable for the same reasons. 










In the view we have taken, it is not necessary to consider appellee’s 
second mark, SLUMBER-KINS. 

For the foregoing reasons, the decision of the Assistant Commissioner 
is affirmed. 

Wor Ley and Ricu, Judges, concur in the result. 









JACKSON, Judge, retired, recalled to participate. 





SOCIETE ANONYME MARNE ET CHAMPAGNE ¥ MYERS 
Appl. No. 6311 —C. C. P. A.— December 13, 1957 









REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
The burden of proof rests upon the opposer to establish his superior right to 
use of the mark relied upon in the notice of opposition. 
REGISTRABILITY—ABANDONMENT 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Testimony of a customer that he had purchased wine bearing opposer’s mark 
in June of 1950 and March of 1955, no other proof of use having been offered, 
held to be prima facie evidence of abandonment and hence did not bar registration 
of the same mark by one who first used it in 1953. Testimony by the same witness 
that he had seen wine so labeled in opposer’s winery for many years and that for 
seven years he had considered that mark synonymous with opposer was held con- 
clusory and not a substitute for testimony of actual use. 
REGISTRABILITY—IN GENERAL 
Neither a French registration nor an abandoned United States application 
affords evidence of use or ownership of the mark in this country. 
REGISTRATION PROCEDURE—OPPOSITION—-PLEADING AND PRACTICE 
After the testimony periods it was improper to present further documents to 
the examiner notwithstanding that a final hearing had not been set. 
CouRTS—APPELLATE PROCEDURE 
Questions not raised in the opposition papers or urged on appeal are not 
properly before the court for consideration. 

























Opposition proceeding No. 33,550 by Societe Anonyme Marne et Cham- 
pagne v. Roger L. Myers, application Serial No. 651,849 filed July 20, 1953. 
Opposer appeals from decision of Commissioner of Patents dismissing oppo- 
sition. Affirmed. 


Case below reported at 46 TMR 890. 
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Mock & Blum, of New York, N.Y. (Asher Blum, of New York, N.Y., and 
Charles R. Allen, Jr., of Washington, D.C., of counsel), for opposer- 
appellant. 

Manuel J. Davis, of Washington, D.C., for applicant-appellee. 


Before JOHNSON, Chief Judge, and O’CoNNELL, Wor.LEy, Ricu, and Jack- 
SON (retired), Associate Judges. 


O’CONNELL, Judge. 

This is an appeal from the decision of the Assistant Commissioner of 
Patents acting for the Commissioner and affirming the decision of the 
Examiner of Interferences, 109 USPQ 316 (46 TMR 890), who thereby 
dismissed appellant’s opposition to appellee’s application for the registra- 
tion of MONOPOLES ALFRED ROTHSCHILD as a trademark for wines. The 
application was filed July 20, 1953 and alleges therein first use of the 
mark in commerce among the several states on May 23, 1953. Opposer 
claims use in the United States since 1937 of A. ROTHSCHILD & CIE also 
for wines. 

The procedure in the Patent Office in this case appears to have been 
out of the ordinary and as such is correctly summarized in the decision 
of the Assistant Commissioner as follows, 109 USPQ 316, 317 (46 TMR 
890) : 


On September 16, 1954 the parties were notified that opposer’s 
trial period was fixed at January 16, 1955 to February 16, 1955. On 
February 10, 1955 opposer filed a motion to take testimony in France 
and requested that all further proceedings be suspended until com- 
pletion and filing of such testimony. Applicant resisted the motion, 
and on March 2, 1955, the motion was denied. 

Since no testimony was taken on behalf of opposer, applicant 
filed a motion for an order to show cause why judgment in favor of 
applicant should not be granted. The order to show cause was issued 
on March 2, 1955. In reply to the order, opposer moved that it be 
given an opportunity to take testimony to show its priority of use and 
to show that applicant is not entitled to registration. Under date of 
March 18, 1955 the Examiner of Interferences reset the trial periods, 
with opposer’s period to end on April 18, 1955, and merely noted 
the applicant’s motion for judgment. 

On April 7, 1955 opposer filed a notice that it would use as evi- 
dence a refused and abandoned application to register ROTHSCHILD 
which it had filed in 1948. 

Testimony of one witness on behalf of opposer was taken in New 
York on April 14, 1955. 

On April 18, 1955 opposer filed another motion for leave to take 
testimony in France; and it filed a notice of reliance upon a French 
registration dated March 12, 1942, attaching a photocopy of what was 
asserted to be a renewal of said registration. 

On April 19, 1955 applicant filed a paper resisting opposer’s 
motion and renewed his motion for judgment. The Examiner of Inter- 
ferences denied opposer’s motion and again issued an order to show 
cause why judgment should not be entered against it. On May 16, 1955 
opposer filed a request for extension of time within which to respond 
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to the order. Applicant resisted the extension. On June 3, 1955 op- 
poser filed a paper to which was attached photocopies of what was 
alleged to be correspondence between applicant and opposer. The 
alleged correspondence was in the French language and on June 8, 
1955 opposer filed what was stated to be English translations of the 
alleged correspondence. 

On July 1, 1955 the Examiner of Interferences suspended pro- 
ceedings until January 2, 1956 stating in part: 

It appears from said correspondence that applicant, without re- 
gard to the conduct of this case in his behalf by counsel, has personally 
undertaken negotiations which might result in settlement of the pres- 
ent controversy between the parties. It is believed that proceedings 
herein should be held in abeyance until such negotiations have been 
concluded. 

On July 11, 1955, applicant petitioned the Examiner of Inter- 
ferences to take the matter up for appropriate action, attaching a 
photocopy of a French registration of a label showing CHAMPAGNE DES 
MONOPOLES ALFRED ROTHSCHILD dated July 22, 1947 issued to Alfred 
Rothschild. 

On July 13, 1955, opposer filed a photocopy of a French registra- 
tion of ROTHSCHILD (A. ROTHSCHILD ET CIE) for wine, sparkling wine, 
champagne, cider, beer, alcohol, brandy and liqueurs dated March 12, 
1942, issued to opposer. 

On July 26, 1955 the Examiner of Interferences granted ap- 
plicant’s petition to take action, held that no sufficient response had 
been made by opposer to the order to show cause, and dismissed the 
opposition. Opposer has appealed. 


Appellant contends that the Patent Office tribunals committed revers- 
ible error in dismissing the opposition on motion and without a final hear- 
ing. Certainly such procedure was irregular since testimony had been 
taken by the opposer. However, as was stated by the Assistant Commis- 
sioner, it does not appear that appellant suffered any material damage 
through the failure of the Examiner of Interferences to set the case 
down for final hearing. It is noted that, so far as the record shows, ap- 
pellant did not ask the Examiner of Interferences to set a final hearing. 

The first question presented here is one of Patent Office procedure, 
and the ruling of the Assistant Commissioner on that point should not be 
set aside by this court unless the ruling was clearly erroneous. No such 
error has been found and it is accordingly held that the procedure here- 
inbefore described and followed in the Patent Office involves no error 
which would justify a reversal of the decision appealed from. 

The burden of proof rests upon an opposer to establish his superior 
right to the use of the mark defined and relied upon in the notice of 
opposition. To meet that requirement of the trademark law appellant 
has had recourse to a variety of expedients including certain testimony, 
documents of record, and a series of arguments which are hereinafter 
discussed and passed upon. 

Appellant offered the testimony of a single witness, Irving C. Dobrow, 
an officer of Vintage Wines Inc., a New York corporation, who testified 
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that his firm, in June or July, 1950, imported two hundred cases of 
ROTHSCHILD champagne ordered from the appellant, and that a further 
quantity was ordered March 5, 1955. No evidence was offered of orders 
for the period of more than four years between those dates. On the basis 
of that evidence it would appear that appellant had not been using the 
mark during a period of more than two years prior to the filing date, 
July 23, 1953, of appellee’s application for registration, and such discon- 
tinuance of use, under the definition of “abandonment” in section 45 of 
the Trademark Act of 1946, constitutes prima facie evidence of abandon- 
ment. Dobrow’s testimony as to the importation of merchandise herein- 
before described is therefore of no value in showing ownership by appel- 
lant of the mark in issue, or such prior use of that mark as would bar 
appellee’s right to registration. 

Appellant argues that it is entitled to the benefit of a presumption 
that some of the ROTHSCHILD champagne purchased by Dobrow’s corpora- 
tion in 1950 might still have been available at some retail store as late as 
May 18, 1954, when the opposition here involved was filed. We do not 
consider such a presumption justified. It is incumbent on an opposer to 
establish by proofs the use on which he relies and not leave that important 
obligation to be discharged by speculation. 

Dobrow also stated that he had seen ROTHSCHILD champagne in appel- 
lant’s winery for many years and that for seven years he had considered 
that mark to be “synonymous” with appellant. Such testimony involves 
merely a conclusion of the witness and cannot take the place of the re- 
quired testimony as to actual use of the mark in the United States. 

Appellant also relies on a French registration of the name ROTHSCHILD 
and an abandoned United States application for the registration of that 
name. Neither of those documents, however, is of any value in support 
of the opposition, since neither affords evidence of use or ownership of the 
mark in this country. 

The alleged correspondence between appellant and appellee, referred 
to in the above-quoted excerpt from the decision of the Assistant Com- 
missioner, is clearly not competent evidence in support of appellant’s case. 
It was presented after the expiration of appellant’s time for taking more 
testimony and was not identified by any witness. The fact that the case 
was not set for final hearing by the Examiner of Interferences cannot 
serve to make the offer of the correspondence timely or to convert it into 
evidence. 

The fact that appellee may have entered into negotiations with appel- 
lant with a view to settling the opposition, as noted by appellant, obviously 
cannot be accepted as proof that the opposition was well founded. 

Appellant urges in its brief that appellee is not entitled to the registra- 
tion of the mark in issue because the labels filed with the opposed applica- 
tion indicate origin of the goods in someone other than appellee and because 
the papers by which appellee purports to derive title to the mark from 
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its predecessor are insufficient. Neither of those questions was raised either 
in the notice of opposition or in the reasons of appeal to this court. Ac- 
cordingly they are not properly before us for consideration. 

We agree with the Assistant Commissioner that appellant has failed 
to discharge the burden of proof which rested upon it as an opposer, and 
the decision appealed from dismissing the opposition is accordingly 
affirmed. 

JACKSON, Judge, retired, recalled to participate. 


ERLEN PRODUCTS. COMPANY v. THE TONI COMPANY 
(THE GILLETTE COMPANY, assignee, substituted) 


Appl. No. 6296—C. C. P. A.—January 22, 1958 


REGISTRATION PROCEDURE—INTERFERENCE 
Dissolution by interference is proper where opponent’s prior registration pre- 
vented registration by applicant of its mark under trademark rule 2.92 which states 
that marks “must have been decided to be registrable by each party except for 
the interfering mark.” 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
TONICOOL for shampoo is likely to be confused with TONI for permanent waving 
kits; goods are held to be closely related. 


Interference proceeding No. 5,607 between Erlen Products Company, 
application Serial No. 630,186 filed May 24, 1952 and The Toni Company 
(The Gillette Company, assignee, substituted), Registration No. 516,594, 
issued October 18, 1949. Applicant appeals from decision of Commissioner 
of Patents dissolving interference and refusing registration. Affirmed. 

Case below reported at 46 TMR 507. 


Albert J. Fihe, of Burbank, California (Munson H. Lane, of Washington, 
D.C., of counsel), for applicant-appellant. 

Rowland V. Patrick, of Boston, Massachusetts (Fish, Richardson & Neave 
and Philip Colman, of Boston, Massachusetts, and Crowell & Leibman 
and Richard H. Prins, of Chicago, Illinois, of counsel), for registrant- 
appellee. 


Before JOHNSON, Chief Judge, and O’COoNNELL, WorLEy, RicH, and Jack- 
son (retired), Associate Judges. 


WorLEY, Judge. 

This is an appeal from the decision of the Assistant Commissioner of 
Patents affirming the action of the Examiner of Trademarks in dissolving 
Trademark Interference No. 5,067 and holding appellant’s mark involved 
therein to be unregistrable. 

The interference involved appellant’s application No. 630,186, filed 
May 24, 1952, for registration of ToNi1cooL for shampoo, claiming use since 
1939, and registration No. 516,594, for ToN1, applied to shampoo, granted 
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to appellee’s predecessor in title on October 18, 1949, on an application filed 
May 7, 1948, alleging use since June 6, 1947. Appellant’s application was 
published June 9, 1953, subject to the interference which was declared 
November 3, 1953. 

On December 3, 1953, the registrant, appellee, moved to dissolve the 
interference on the basis of its prior registration, No. 502,315, granted 
September 21, 1948, on an application filed July 28, 1947, for the trade- 
mark TONI applied to a home permanent waving kit, the motion alleging 
that application’s mark TONICOOL, when applied to a shampoo product 
would be likely to cause confusion with ToNI as applied to permanent 
waving kits. It was further alleged that registration No. 502,315 had 
become incontestable by reason of the filing on September 23, 1953, of the 
affidavit required by Section 15 of the Lanham Act (Trademark Act of 
1946). That affidavit asserted, inter alia, that there was no proceeding 
involving the registrant’s right to register the mark pending in the Patent 
Office or in a court. 

In opposing the motion to dissolve, the applicant agreed that “ap- 
plicant’s trademark TONICOOL as used on shampoo, so nearly resembles the 
mark TONI covered by certificate No. 502,315 and that the respective goods 
of the parties are of the same descriptive properties, that confusion and 
mistake and deception of the purchasing public would be likely to result 
if the marks were used concurrently.” Applicant requested that the inter- 
ference “be broadened to include registrant’s aforesaid certificate No. 
502,315,” but no formal motion to that effect was made. 

The examiner held applicant’s mark unregistrable in view of registra- 
tion No. 502,315, and accordingly granted the motion to dissolve. He re- 
fused to include that registration in the interference on the ground that 
it had become incontestable and that Section 16 of the Lanham Act provides 
that no interference shall be declared between an application and an incon- 
testable registration. Applicant appealed to the Commissioner but, in so 
doing, did not allege error in the examiner’s refusal to include registration 
No. 502,315 in the interference. 

The Assistant Commissioner, acting for the Commissioner, in affirming 
the decision of the examiner, held, 108 USPQ 377, 379 (46 TMR 507), that 
“The Examiner of Trademarks was correct in denying registration of 
TONICOOL for shampoo on the ground of likelihood of confusion with the 
registered mark (Reg. 502,315) Toni for home permanent waving kits.” 

Appellant’s reasons of appeal to this court do not question the action 
of the Patent Office tribunals in failing to include registration No. 502,315 
in the interference, and in appellant’s brief here it is stated that “Regis- 
trant’s Certificate No. 502,315 covering home permanent waving kits was 
properly excluded from the interference.” Accordingly, no question as to 
whether that registration should have been so included is presented here. 

As above noted, it was held by the examiner and the Commissioner 
that registration No. 502,315 constituted a bar to the registration by appel- 
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lant of its mark. If that holding is correct then the dissolution of the 
interference was proper since Patent Office Trademark Rule 2.92 requires 
as a prerequisite to an interference that the marks in controversy “must 
have been decided to be registrable by each party except for the interfering 
mark.” 

Appellant urges in its brief here that shampoo and home permanent 
waving kits are not goods of the same descriptive properties and that the 
use of the same or similar trademarks on such goods would not be likely 
to lead to confusion but, as above noted, it apparently did not take that 
position in the Patent Office. 

Moreover, appellant’s reasons of appeal to this court do not assign 
error in the holding of the Assistant Commissioner as to confusing sim- 
ilarity between appellant’s mark and that of registration No. 502,315. 

Under such circumstances the question as to confusing similarity is not 
properly before us, but it may be noted that, in our opinion, the decision 
of the Assistant Commissioner on that matter was correct. The marks 
TONI and TONICOOL are obviously quite similar, TONI being the sole mark 
in one case and the most significant part of it in the other. Shampoo and 
permanent waving kits are, in our opinion, so closely related that a prospec- 
tive purchaser seeing the same or similar trademarks on them, would be 
likely to assume that they emanated from the same source. 

Section 2(d) of the Lanham Act precludes the registration of a trade- 
mark which “so resembles a mark registered in the Patent Office, or a mark 
or trade name previously used in the United States by another and not 
abandoned as to be likely, when applied to the goods of the applicant, as 
to cause confusion or mistake or to deceive purchasers.” As above pointed 
out, appellant’s mark bears such a relationship to the mark of registration 
No. 502,315 which was granted long prior to the filing of appellant’s 
application. 

It follows that appellant is not entitled to registration of the mark 
set forth in its application unless and until registration 502,315 has been 
overcome. That cannot be done in this interference since, as above stated, 
the Patent Office tribunals have refused to include the registration in the 
interference and appellant has not questioned such refusal in the instant 
appeal. 

Appellant, in his reasons of appeal and brief, contends that registra- 
tion No. 502,315 is not incontestable for the reason that there was a 
proceeding involving the registrant’s rights pending when the affidavit 
required by Section 15 of the Lanham Act was filed. However, whether 
that registration is incontestable or not, it stands as a bar to appellant’s 
right to register the mark here involved so long as it remains uncancelled. 
Assuming that the registration is contestable it cannot, for the reasons 
above stated, be contested in the instant interference and, accordingly, 
the issue of incontestability and appellant’s arguments with respect thereto 
need not be further considered. 









Vol. 48 T. M.R. W. E. KAUTENBERG CO. v. EKCO PRODUCTS CO. 763 





Appellant alleges that the Assistant Commissioner erred in “holding 
in effect” that appellee’s registration No. 516,594 is incontestable. We do 
not understand the decision of the Assistant Commissioner as making such 
a holding, and appellee’s brief concedes that that registration is not incon- 
testable. The holding was merely that appellant cannot contest it in the 
instant interference. 

For the reasons given we are of the opinion that the interference was 
properly dissolved and the decision of the Assistant Commissioner is 
accordingly affirmed. 

JACKSON, Judge, retired, recalled to participate. 


W. E. KAUTENBERG CO. v. EKCO PRODUCTS COMPANY 
Appl. No. 6307 —C. C. P. A. — January 22, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

WEKCO for mops and various other cleaning implements is likely to be confused 

with Ekco for household utensils. 
REGISTRABILITY—IN GENERAL 
COMMON LAW TRADEMARKS—SCOPE OF PROTECTION 

WEKCO and EKCO present strange and unusual combinations of letters and should 
be placed in the category of coined or fanciful names. Coined or fanciful marks 
should be given a much broader degree of protection than words in common use. 
Only strong mark will be protected against infringements arising out of its use in 
connection with non-competing goods. 

Concept of natural expansion of business in area of non-competing goods has 
two aspects: (1) possibility that trade practices of second user may stain owner’s 
reputation in minds of his customers, and (2) possibility that sometime in future 
he may wish to extend a business into that market which second user has begun to 
exploit. 

REGISTRABILITY—CONFUSINGLY SIMILAR MARK—Goops 

Goods of parties, mops, mop heads, and general line of kitchen utensils, are 
sold to same outlets to same class of customers, generally housewives, and are not 
apt to be purchased with any considerable degree of discrimination. 

REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

That there has been no actual confusion between marks is of course not con- 
clusive in opposition; while court on occasion has given weight to absence of actual 
confusion in determining likelihood of confusion, it is settled that actual confusion 
need not be shown, ultimate consideration being likelihood of confusion. Contention 
is without significance that appellee’s marks are classified differently from appel- 
lant’s marks in the Patent Office. 


Opposition proceeding No. 31,807 by Ekco Products Company v. W. E. 
Kautenberg Co., application Serial No. 578,508 filed May 10, 1949. Ap- 
plicant appeals from decision of Commissioner of Patents sustaining oppo- 
sition. Affirmed. 

Case below reported at 46 TMR 648. 


Kent W. Wonnell, of Chicago, Illinois (Ellsworth M. Jennison, of Washing- 
ton, D.C., of counsel), for applicant-appellant. 
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Roy E. Petherbridge and Stanley Hoods, of Chicago, Illinois, for opposer- 
appellee. 


Before JOHNSON, Chief Judge, and O’CONNELL, WoRLEY, Ricu, and JAcK- 
SON (retired), Associate Judges. 


JOHNSON, Chief Judge. 

This is an appeal in an opposition proceeding from the decision of the 
Commissioner of Patents, 109 USPQ 107 (46 TMR 648), speaking through 
the Assistant Commissioner, reversing the decision of the Examiner of 
Interferences which dismissed the opposition and which held that applicant 
(appellant here) was entitled to the registration sought. 

The stipulated facts of record indicate that appellee is primarily 
engaged in the manufacture and sale of household utensils, including 
baking pans, kitchen tools, cutlery and household mops. Appellee was 
incorporated in 1903 under the name of THE EDWARD KATZINGER COMPANY 
and began using the mark EKcO (obviously taken from the name of the 
company) in connection with kitchen and household tools and utensils in 
1904. In 1944, the corporate name was changed to EKCO PRODUCTS COMPANY, 
which name is presently that of appellee. In the latter part of 1951, ap- 
pellee acquired the assets of the Minute Mop Company of Chicago, which 
at that time had been engaged in the manufacture and sale of mops and 
various other cleaning implements, including brushes, scouring pads and 
the like, since July, 1941. The,business of the Minute Mop Company has 
been continued since the date of acquisition by appellee as a division of 
the latter. Appellee had not, before its acquisition of the Minute Mop 
assets, ever manufactured or sold mops, brushes and the like. It was 
further stipulated that, since 1944, appellee has spent upwards of 5 million 
dollars in advertising its products under the trademark EKCO. 

Appellant was organized as the W. E. KAUTENBERG COMPANY in 1922 
and has been continuously since that time in the business of manufactur- 
ing and selling mop holders, mops, mopsticks, cellulose sponge mop units, 
ete. Its earliest use of WEKCO, the mark sought to be registered, was in 
1949. It was stipulated that appellant has spent “many thousands of dol- 
lars” in advertising and the like in connection with the marketing of 
WEKCO products. 

Appellee, in opposing this registration, relies on its registrations of 
EKCO and EKCOWARE! for kitchen cutlery, pots, pans, kettles, shovels, ice 
cream dishes and molds and other kitchen utensils. While its use of EKCO 
in conjunction with MINUTE MoP on the packages of its mops has been set 
forth in the record, it does not rely on such use in its opposition. 


1. Reg. No. 109,742, issued April 18, 1916 to The Edward Katzinger Co. and 
renewed to appellee by change of name; Reg. No. 109,743, issued April 18, 1916 to 
The Edward Katzinger Co., and renewed to appellee by change of name; Reg. No. 
252,992, issued Feb. 19, 1929 to The Edward Katzinger Co. and renewed to appellee; 
Reg. No. 425,967, issued Dec. 10, 1946; Reg. No. 426,320, issued Dec. 24, 1946; Reg. 
No. 432,092, issued Aug. 19, 1947; and Reg. No. 432,093, issued Aug. 19, 1947. 
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Reduced to its simplest terms, this case presents the question of 
whether appellee, owner of the mark EKcOo as applied to kitchen utensils 
generally, may successfully oppose the registration to appellant of the 
mark WEKCO as applied to mops and related products (the latter mark 
having been first used subsequent to the former) based upon the confu- 
sion-in-trade clause of §2 of the Lanham Act, 60 Stat. 428 (1946), 15 
U.S.C. §1052 (1952). 

The Assistant Commissioner was of the opinion that mops and mop 
heads “are a ‘normal,’ ‘usual’ or ‘expected’ expansion of opposer’s line 
of houseware items” and that, therefore, there was likelihood of confusion. 
We feel constrained to agree with the decision rendered below. 

Though appellant’s mark has a “W” added to EKcO, we are of the 
opinion that this is not sufficient to distinguish its mark from the EKCO 
of appellee. The marks are similar in appearance, sound and spelling and 
would not be likely to be distinguished by the average purchaser of the 
merchandise involved. Secondly, the marks were each derived from the 
initials of the corporate names of appellant and appellee? and present a 
strange and unusual combination of letters and should be classed, there- 
fore, in the category of coined or fanciful names. 

It is well settled that coined or fanciful marks should be given a much 
broader degree of protection than words in common use. Intercontinental 
Mfg. Co. v. Continental Motors Corp., 43 C.C.P.A. (Patents) 841, 230 
F.. 2d 621, 109 USPQ 105 (46 TMR 609). As stated by Callmann, 3 Call- 
mann, Unfair Competition and Trademarks (2d ed. 1950) at 1504: 


* * * Tf the mark is weak, its protection may have an “extremely nar- 
row scope”; and may indeed be limited to similar goods similarly 
marketed. Only the strong mark will be protected against infringe- 
ments® arising out of its use in connection with noncompeting 
goods. * * * 


It is in the area of noncompeting goods that the often discussed 
concept of the “natural expansion of business” arises, a concept relied upon 
by the Assistant Commissioner in her decision sustaining the opposition 
below. This concept has been said to have two aspects: (1) the possibility 
that the trade practices of the second user may stain the owner’s reputation 
in the minds of his customers; and (2) the possibility that at some time 
in the future he may wish to extend his business into that market which 
the second user has begun to exploit. See 8S. C. Johnson & Son, Inc. v. 
Johnson, 175 F. 2d 176, 179, 180, 81 USPQ 509, 512, 513 (39 TMR 557) 


2. As pointed out, supra, appellee’s corporate name was originally “The Edward 
Katzinger Company.” 

3. This observation is equally applicable to a case where the registration of mark 
is in question. “* * * ‘Confusion’ in the Patent Office in connection with the regis- 
tration of a trademark should mean the same as ‘confusion’ in a court of equity where 
the use of the trademark is in dispute. * * *” Sun-Maid Raisin Growers of Calif. v. 
American Grocer Co., 17 C.C.P.A. (Patents) 1034, 40 F.2d 116, 5 USPQ 68, 70 (20 
TMR 300). 
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(2d Cir. 1949). The first aspect, which represents merely another facet of 
the subject of confusion-in-trade, is the one with which we are here con- 
cerned. The confusion involved, of course, is not a confusion of goods 
but a confusion of business; the deceived customer here buys one party’s 
product in the belief that it originates with the other party or that it is in 
some way affiliated with the other party’s business. 3 Callmann, supra, 
at p. 1539. He does this reasonably thinking that the one party has 
expanded his business into the field covered by the other party’s mark. 
The question, in the last analysis, is no different from that presented by 
the ordinary case involving competing goods: is the public likely to be 
confused as to the origin of the goods by the concurrent use of the two 
marks involved. 

In the instant case, we believe that this question must be answered in 
the affirmative. There is no question but that the goods of each party are 
sold in the same outlets to the same class of customers (housewives, gen- 
erally speaking). The goods of each party are in the relatively low-priced 
field and not apt to be purchased with any considerable degree of discrim- 
ination on the purchasers’ part. While the goods covered by appellee’s 
registrations do not embrace mops and the like, the field covered thereby 
is so extensive in the area of household utensils that it would be probable 
that one purchasing appellant’s mops would conclude that appellee had 
some connection with the manufacture or sale thereof (viz.—that appellee 
had expanded into the field of mops). 

We do not wish to convey the impression by what we have stated 
above that where one enters into a field such as the manufacture and sale 
of household utensils, he thereby preempts the field as to every item used 
in a house. We do feel, however, that, in a situation where facts such as 
those above set forth exist, and where a party has spent upwards of 
5 million dollars in advertising, has built up a substantial reputation 
with respect to the mark used in connection with his products and the 
mark is as strong and distinctive a mark as is appellee’s, that this court 
will not view lightly possible encroachment upon that party’s good will 
by a newcomer in the field. The line of separation between EKCO and 
WEKCO, as used with relation to the respective products with which they 
are connected, is too fine to permit their concurrent use. 

Appellant’s arguments have been carefully considered but do not 
dissuade us from the conclusion we have reached. Its contention that no 
trademark use of EKCO on appellee’s MINUTE MoPs has been shown is im- 
material to the case in the view we have taken of it. That there has been 
no actual confusion between the marks is, of course, not conclusive in an 
opposition proceeding; while this court has on occasion given weight to 
the absence of actual confusion in the determination of likelihood of 
confusion, Myers v. Polk Miller Products Corp., 40 C.C.P.A. (Patents) 
739, 201 F. 2d 373, 96 USPQ 233 (43 TMR 276) ; Bausch & Lomb Optical 
Co. v. International Industries, Inc., 31 C.C.P.A. (Patents) 1109, 142 
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F. 2d 1016, 61 USPQ 485 (34 TMR 289), it is well settled that actual 
confusion need not be shown in a proceeding such as this, the ultimate 
consideration being likelihood of confusion, Celanese Corp. of America v. 
E. I. Dupont De Nemours & Co., 33 C.C.P.A. (Patents) 948, 154 F. 2d 
146, 69 USPQ 101 (36 TMR 133); Bielzoff Products Co. v. White Horse 
Distillers, Ltd., 27 C.C.P.A. (Patents) 722, 107 F. 2d 583, 48 USPQ 397 
(29 TMR 646). We are of the opinion that the peculiar facts of this case 
override any consideration which might be given to the absence of proof 
of actual confusion. Appellant’s further contention that appellee’s marks 
are classified differently from appellant’s mark in the Patent Office is 
without significance in this case. Harlan-Wallins Coal Corp. v. Trans- 
continental Oil Co., 20 C.C.P.A. (Patents) 944, 64 F. 2d 122, 17 USPQ 
230 (23 TMR 208). 

For the foregoing reasons, the decision of the Commissioner is 
affirmed. 

JACKSON, Judge, retired, recalled to participate. 


In re CIRCUS FOODS, INC. 


Appl. No. 6336 —C. C. P. A. —January 31, 1958; 
rehearing denied March 11, 1958 


REGISTRABILITY—IN GENERAL 
Appellant added sticker to goods showing drawing of clown and words SEE 
NUTSEY THE CLOWN ON TV AND IN YOUR GROCERY STORES; this is nothing more than 
advertisement for character known as NUTSEY THE CLOWN, and does not show trade- 
mark use. 
REGISTRATION PROCEDURE—APPLICATION 
Since appellant has not shown trademark use, it is unnecessary for court to pass 
on question of veracity of representations made in application; court notes, however, 
that mere discrepancy between testimony in opposition proceeding and oath in 
application would alone constitute such falsity as would justify refusal of regis- 
tration without affording applicant opportunity to explain inconsistency. 


Application for trademark registration by Circus Foods, Inc., Serial 
No. 647,998 filed June 1, 1953. Applicant appeals from decision of Com- 
missioner of Patents refusing registration. Affirmed. 

Case below reported at 46 TMR 1566, 47 TMR 83. 


Henry Gifford Hardy, of San Francisco, California, and William E. 
Rollow, of Washington, D. C., for appellant. 

Clarence W. Moore (George C. Roeming, of counsel), for Commissioner of 
Pateats. 


Before JOHNSON, Chief Judge, and O’CONNELL, WORLEY, and Ricu, Asso- 
ciate Judges. 
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O’CONNELL, Judge. 

This is an appeal from the decision of the Assistant Commissioner of 
Patents, acting for the Commissioner, affirming the action of the Examiner 
of Trademarks refusing to grant appellant a registration of the words 
NUTSY THE CLOWN, together with a picture of a circus clown, as a trademark 
for nuts, peanut butter and oil, candy, popcorn and potato chips. 110 
USPQ 504 (46 TMR 1566), rehearing denied, 111 USPQ 160 (47 TMR 83). 

The examiner’s refusal was based on the ground that the alleged mark 
did not serve the trademark function of indicating origin but was merely 
“an advertising vehicle for a television program.” The Assistant Commis- 
sioner affirmed the examiner’s refusal or registration on that ground, and 
added, as a further ground for refusing registration, a holding that we 
will hereinafter discuss. 

The record shows that applicant’s labels for 6 or 7 ounce vacuum 
tins have a background for vertical red and white stripes superimposed 
on which is a yellow escutcheon at the top of which is emblazoned in large 
letters the word circus, beneath which is a baby elephant jumping through 
a paper hoop. Beneath the escutcheon a small horizontal space is provided 
on each label wherein the contents of the can are described. What was 
actually shown to the Patent Office as an alleged trademark use was a 
white paper sticker about 134 x 2% inches printed in blue ink and bearing 
a line drawing of a clown at the left adjacent printing on the right reading 
SEE NUTSY THE CLOWN ON TV AND IN YOUR GROCERY STORES. This sticker was 
stuck on the can in such a position that one looking at it could not see the 
circus label and vice versa. 

One exhibit entitled ciRcUS FOODS TELLS WHY TV GETS LION’S SHARE OF 
ADVERTISING DOLLAR, from “Sales Management” for August 1952, is most 
revealing as to the entire situation. Cireus Foods, under the guidance of 
its advertising agency, developed an extensive and integrated promotion 
scheme with a “circus theme.” The can design was intended to tie in with 
it. Several TV programs were evolved, one of which was a children’s show 
called PEANUT CIRCUS. NUTSY THE CLOWN was one of the stars of this show, 
another Cashew, a monkey (apparently a real one). “Circus nuts are 
mentioned every few moments in one way or another and the package is 
constantly in view.” Twice the article refers to “PEANUTS, the Circus ele- 
phant jumping through a hoop” as being “the trademark.” Local news- 
paper promotion of the PEANUT cIRCUs show featured NUTSY THE CLOWN 
as a performer while avoiding direct mention of his sponsor and playing 
up his appearances at hospital, orphanages, boys’ clubs and the like. 

We are in agreement with the Patent Office tribunals that appellant 
has not shown a trademark use of the words and picture here sought to be 
registered on the goods named in its application. The so-called mark, as 
used, is nothing more than an advertisement of the television and personal 
appearances of the character known as NUTSY THE CLOWN. It is true that 
those appearances are made for the purpose of advertising appellant’s prod- 
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ucts and that the public may, in a general way, associate the clown with 
those products. But that is not, in itself, sufficient to show a trademark 
use. In re Burgess Battery Co., 27 C.C.P.A. (Patents) 1297, 112 F.2d 820, 
46 USPQ 39 (30 TMR 392). There is nothing in the manner in which the 
“mark” is used to suggest that it is intended to indicate the origin of the 
product on which it appears, or to serve any other purpose than to direct 
attention to the appearances of NUTSY THE CLOWN. 

As above indicated, the clown “mark” was added to labels which had 
previously been used and considered as complete and sufficiently indicating 
origin of the goods, without that added “mark.” Before that addition the 
product would obviously have been identified as to origin by the word 
circus, and such identification evidently continued after the clown design 
was added to the containers, since there are a number of advertisements of 
record referring to appellant’s products as CIRCUS NUTS or CIRCUS PEANUTS, 
even when the advertisements also refer to the clown. There is nothing 
of record showing that the product itself has been designated by the word 
CLOWN or NUTSY. 

Appellant relies on the decisions of the Assistant Commissioner in 
Salem Commodities v. Miami, 106 USPQ 411 (45 TMR 1389), and Ex parte 
L. M. Eddy Manufacturing Co., Inc., 111 USPQ 285 (47 TMR 257). The 
former decision which was reversed by this court, Salem Commodities, Inc. 
v. The Miami Margarine Co., 44 C.C.P.A. (Patents) 932, 244 F.2d 729, 114 
USPQ 124 (47 TMR 1267), involved the mark Nu MAID and the use of 
advertising campaigns featuring a person representing MISS NU MAID. The 
Assistant Commissioner held that these features created “a single commer- 
cial impression.” However, the issue in that case was confusing similarity, 
and not whether there had been use as a trademark. Moreover, there was 
no indication in that litigation that the mark on the involved goods had 
served the purpose of advertising appearances of MISS NU MAID. 

In the Eddy case it was held that the words MADE BY SGT. EDDY appear- 
ing on a container constituted a trademark use of sat. Eppy. Obviously, in 
that instance the words set. Eppy referred to the origin of the goods and 
not to a television or personal appearance. The Eddy case, therefore, is 
clearly distinguishable from the instant one. 

For the reasons given we hold that appellant has not shown a trade- 
mark use of the alleged mark here involved and that it was therefore 
properly refused a registration. 

The Assistant Commissioner also refused registration on the further 
ground that the evidence presented in Frank Herfort Canning Co., Inc. v. 
Circus Foods, Inc., 110 USPQ 498 (46 TMR 1571), and Circus Foods, Inc. 
v. Frank Herfort Canning Co., Inc., 110 USPQ 501 (46 TMR 1567), showed 
that appellant’s only business was packing and selling nuts and accordingly 
that the representations made in the oath in the application involved in 
this appeal, indicating that appellant has used its alleged trademark on 
other goods, “are false.” Since we are of the opinion that appellant has 
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not shown a trademark use, it is unnecessary to pass upon the question 
whether the evidence hereinbefore described was properly considered in 
the instant case, or whether it supports the conclusion reached by the 
Assistant Commissioner. It may be noted, however, that it seems question- 
able that a mere discrepancy between the testimony in the cited case, and 
the oath in the instant application would, alone, constitute such falsity 
as would justify the refusal or registration without affording the applicant 
an opportunity to explain the inconsistency or to amend his application 
to eliminate it. 

For the reasons given, the decision of the Assistant Commissioner 
is affirmed. 













MILLER SHOE CO., INC. v. VAISEY-BRISTOL 
SHOE COMPANY INCORPORATED 


No. 6998 — Commissioner of Patents — January 21, 1958 










REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
A pleading of confusion is a conclusion rather than a fact. 

REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

CANCELLATION PROCEDURE—PLEADING AND PRACTICE 

Summary judgment granted canceling Supplemental Registration of SOFTOES 






with a rabbit design, for leather shoes in view of prior registration of sor-roz for 






women’s and misses’ leather shoes. 








Cancellation proceeding by Miller Shoe Co., Inc. v. Vaisey-Bristol 
Shoe Company Incorporated, Supplemental Registration No. 644,925, issued 
April 30, 1957. Petitioner petitions from decision of Examiner of Inter- 
ferences denying petitioner’s motion for summary judgment. Reversed. 







James Atkins, of Washington, D.C., for petitioner. 
Charles Shepard, of Rochester, N.Y., for respondent. 







LEEDS, Assistant Commissioner. 

A petition has been filed by petitioner, Miller Shoe Co., Inc., for review 
of the action of the Examiner of Interferences denying its motion for 
summary judgment. 

The Examiner of Interferences held that in view of respondent’s 
denial of the allegations of probable confusion and of petitioner’s asserted 
superior rights, there are genuine issues of material facts, and he denied 
petitioner’s motion for summary judgment. A pleading of probable con- 
fusion is a conclusion rather than a fact, and petitioner’s asserted superior 
rights are not material in the circumstances of this case. The respondent’s 
registration issued on the Supplemental Register, and if it appears that 
respondent was not entitled to register the mark at the time of its ap- 
plication for registration thereof, the registration shall be canceled by 
the Commissioner. (See: Section 24 of the statute, 15 U.S.C. 1092.) 

The material facts are as follows: 
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On June 2, 1953, Supplemental Registration No. 575,318, showing 
SOF - TOZ for women’s and misses leather shoes, issued to The Miller Shoe 
Company, a predecessor of opposer, from an application originally filed 
on August 14, 1951 for registration on the Principal Register and amended 
to the Supplemental Register on February 10, 1953. 


On April 30, 1957, Supplemental Registration No. 644,925, showing 
SOFTOES (with a rabbit crouched on the crossbar of the “T”’) for shoes of 
leather, issued to Vaisey-Bristol Shoe Company Incorporated, respondent 
here, from an application originally filed on January 24, 1956 for registra- 
tion on the Principal Register and amended to the Supplemental Register 
on February 6, 1957. 


The Examiner of Trademarks failed to cite the earlier registration. 

This petition to cancel was filed on September 3, 1957. 

It is obvious from a mere inspection of the marks that they are iden- 
tical in sound and the goods are, at least in part, identical. 


It seems clear beyond peradventure that respondent was not entitled 
to register its mark at the time it filed its application therefor. The Exam- 
iner of Interference therefore erred in denying petitioner’s motion for 
summary judgment, and his decision is reversed. Petitioner’s motion 
is granted and the registration will be canceled in due course. 


HOLLYMATIC CORPORATION v. HOLLYWOOD 
WATER HEATER CO. 


No. 35,094 — Commissioner of Patents — January 23, 1958 


REGISTRATION PROCEDURE—APPEALS—TO COMMISSIONER 
A petition to the Commissioner to exercise supervisory authority concerning a 
decision of the Assistant Commissioner will be treated by the latter as a request 
for reconsideration. 
REGISTRABILITY—CORPORATE AND TRADE NAMES 
An opposer’s right to prevail upon the basis of its prior use of a word as a 
prominent part of its corporate name involves the same question as its right to 
prevail based upon use thereof as a trademark. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
A party alleging a violation of his trademark rights has the burden of estab- 
lishing some relationship between the goods or other factors from which a likelihood 
of confusion may be inferred. 


Opposition proceeding by Hollymatic Corporation v. Hollywood Water 
Heater Co., application Serial No. 673,100 filed September 13, 1954. Op- 
poser appeals from decision of Examiner of Interferences dismissing 
opposition. Reversed at 48 TMR ——. Petition for reconsideration denied. 


Schroeder, Hofgren, Brady & Wegner, of Chicago, Illinois, for Hollymatie 
Corporation. 
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Harold J. Le Vesconte, of Glendale, California, for Hollywood Water 
Heater Co. 


LEEDS, Assistant Commissioner. 

Applicant has petitioned the Commissioner of Patents “for the exer- 
cise of supervisory authority in the matter of the decision by the Assistant 
Commissioner” (reported at 48 TMR ) requesting that the Assistant 
Commissioner be directed. 


(a) to reform the decision and to state specific reasons why the 
cited authorities in the examiner’s decision are inapplicable to the 
issues in this case; 


(b) to delete reference to certain findings of facts omitted from 
the decision of the Examiner of Interferences, and 


(ec) to recite the origin of the applicant’s claim to the word HOLLY- 
MATIC; or 


(d) alternatively, it is prayed that the Commissioner, of his own 
motion, reverse the said decision of the Assistant Commissioner. 


The petition is treated as a request for reconsideration. 


As to (a) above, the cases cited by the Examiner of Interferences were 
as follows: United Drug Co. v. Theodore Rectanus Co., 248 U.S. 90 (9 
TMR 1); 8. C. Johnson & Son, Inc. v. Johnson et al., 81 USPQ 509 


(389 TMR 557); The Alligator Co. v. Larus & Bros. Co., Inc., 93 USPQ 
436 (42 TMR 562) ; Haskelite Mfg. Corp. v. Plymold Corp., 88 USPQ 297 
(41 TMR 351) ; The Pep Boys Manny, Moe & Jack v. The Edwin F. Guth 
Co., 94 USPQ 158 (42 TMR 758) ; Doughboy Industries v. The Reese Chem- 
ical Co., 88 USPQ 227 (41 TMR 293); and John Walker & Sons, Ltd. v. 
Modern Shoe Co., 97 USPQ 274 (43 TMR 869). 

The first two cases set forth above were cited in support of the exam- 
iner’s statement that a trademark right is not a right in gross or at large. 
Since that question is not involved in this case, the decisions have no ap- 
plication here. The only question for determination is whether or not 
purchasers are likely to attribute to the Hollymatice Corporation origin of 
HOLLYMATIC patty molding machines and HOLLYMATIc automatic water 
heaters. 

The Alligator and Haskelite cases were cited in support of the state- 
ment that the opposer’s right to prevail herein upon its use of HOLLYMATIC 
as the salient feature of its corporate name involves precisely the same 
question as its right to prevail upon its use thereof as a trademark. The 
statement is a correct statement of legal principle and is supported by 
the cited cases. 

The remaining cases were cited in support of the statement that the 
party alleging a violation of his trademark rights has the burden of estab- 
lishing some relationship between the goods, or other factors from which a 
reasonable likelihood of confusion may be inferred. This is a correct state- 
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ment of legal principle, is supported by the cited cases, and the principle 
was adhered to in the present case. The record shows that applicant 
manufactures and sells automatic water heaters for use in homes, in 
institutions and in industrial plants. It seeks registration of HOLLYMATIC 
for automatic water heaters. Opposer’s HOLLYMATIC patty molding ma- 
chines are sold to institutional and industrial users. It was concluded 
that opposer had discharged the burden referred to in the cited cases. 

As to (b) above, the findings of fact which applicant seeks to have 
deleted are fully supported by the record with the possible exception of 
the finding that “the products of both parties are electrically operated.” 
The finding is revised to read as follows: “Opposer’s products are elec- 
trically operated, and applicant’s automatic water heaters are controlled 
by thermostats equipped with electro magnetic valves.” 

As to (c) above, the origin of a mark is immaterial where, as here, 
the only question is whether applicant’s mark so resembles opposer’s mark 
as to be likely, when applied to its goods, to cause purchaser confusion. 
The record, however, does show that about thirty years ago, applicant 
commenced using HOLLYWOoop as a trademark for its automatic storage 
heaters and, according to the stipulation of fact, “Later about 1945 or 
1946, the name of applicant’s product was changed to HOLLYWOOD and 
HOLLY GLEN and those names were used until August 1954 when the name 
was changed to HOLLYMATIC; the word being coined from the first name of 
the product.” The record shows nothing further concerning origin, but 
there are certain unproved averments in the answer which refer to the 
way the mark was “coined.” 

Having thus reconsidered the decision in connection with the record 
and the points raised by applicant, the conclusion heretofore reached is 
adhered to, and applicant’s petition is denied. 


DOLCIN CORPORATION v. BREWSTER 
PHARMACAL CO., INC. 


No. 33,533 — Commissioner of Patents —February 5, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
PLACIN for analgesic tablets is not likely to be confused with DOLCIN for 


medicinal preparations for treatment of rheumatoid state. 


Opposition proceeding by Dolcin Corporation v. Brewster Pharmacal 
Co., Inc. application Serial No. 639,801 filed December 20, 1952. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 


A. A. Orlinger, of New York, N.Y., for opposer-appellant. 
Harry Ernest Rubens, of New York, N.Y., for applicant-appellee. 
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LEEDS, Assistant Commissioner. 
An application has been filed by Brewster Pharmacal Co., Inc., to reg- 
ister PLACIN for analgesic tablets, use since May 26, 1951 being asserted. 
Registration has been opposed by Dolein Corporation, registrant of 
DOLCIN for medicinal preparations for treatment of all forms of the 
rheumatoid state.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer’s record shows that it is the earliest user by several years; 
the value of its sales of tablets under its mark has exceeded a million 
dollars annually since 1947; and since 1950, opposer’s annual advertising 
expenditures through all modern media have exceeded $650,000. 

Applicant presented no evidence of sales or advertising. 

The products of both parties are in fact analgesic tablets (although 
opposer has used a much longer identification setting forth uses for its 
product), and opposer is the earlier user. There remains only the question 
of whether or not applicant’s mark PLACIN, when applied to analgesic 
tablets, so resembles opposer’s mark DOLCIN as to be likely to cause con- 
fusion, mistake or deception of purchasers. 

The marks do not look alike; they do not sound alike; and neither 
has any particular suggestiveness unless it can be said that applicant’s 
mark suggests “placid” which might well describe a result of using ap- 
plicant’s product. It is concluded that there is not such resemblance be- 
tween the marks as will be likely to cause confusion, mistake or deception 
of purchasers. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is affirmed. 






























EX PARTE MEYER & WENTHE, INC. 


Commissioner of Patents — February 6, 1958 









REGISTRABILITY—DESCRIPTIVE TERMS 
OFFICIAL as applied to seal presses is merely descriptive. 







Application for trademark registration by Meyer & Wenthe, Inc., 
Serial No. 4,816 filed March 19, 1956. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed at 48 TMR 527. 
On petition for reconsideration, decision adhered to. 


Watson D. Harbaugh, of Chicago, Illinois, for applicant. 







LEeEps, Assistant Commissioner. 
Applicant has filed a second petition for reconsideration of the deci- 


sion of December 4, 1957 (115 USPQ 363) refusing registration of OFFICIAL 
















1. Reg. No. 429,323, issued Apr. 29, 1947. 
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for seal presses, the first petition for reconsideration having been denied 
on January 8, 1958. With the first petition there were submitted copies 
of some pages from applicant’s 1938 and 1948 catalogs; copies of whole- 
sale price lists for 1938, 1941, 1948, 1952, 1953, 1954, 1955 and 1956; 
copies of covers and pages from applicant’s quarterly periodical mailed 
to its trade in 1953, 1954, 1955 and 1957; and copies of bulletins and 
brochures mailed to the trade at various times from 1937. With the second 
petition there were submitted letters from manufacturers of competitive 
products and distributors of applicant’s products (the contents of these 
letters have been “translated” into “legal language” and incorporated in 
affidavits which have been executed by the writers of the letters) ; copies 
of the questions asked by applicant of the persons writing such letters 
and executing such affidavits; and a sample seal press showing the word 
OFFICIAL thereon. There is no explanation of the failure to submit such 
evidence in response to the examiner’s request for submission of evidence 
tending to show that the subject matter of the application performs a 
trademark function. In response to the examiner’s request, applicant 
merely stated that such evidence was not germane. Because of applicant’s 
charges of error hereinafter discussed, however, the evidence has been 
considered. 

Applicant contends that there was error in the decision of December 4, 
1957, because : 


1. It was assumed that “seal presses” includes “seal dies,” but 
the word for which registration is sought is affixed to the frames of 
the seal presses and not to the seal dies.* 


2. It was held that the seal presses sold by applicant are engraved 
or inscribed stamps, whereas blank dies and seal presses may be sold 
separately and it is the seal presses which have the trademark affixed. 


3. It was held that orricraL describes seal presses, whereas the 
word only describes the impression left by the dies. 


The contentions amount to a kind of hair-splitting which fails to 
recognize the practicalities of the situation. To ultimate purchasers a 
frame without a seal die to impress or emboss a seal upon a paper or 
document is not likely to be considered a “seal press.” In other words, 
that which does not and cannot impress a seal is not in the minds of 
ultimate purchasers a seal press. 

It may have been error to hold that, “The ‘seals’ or ‘seal presses’ sold 
by applicant are engraved or inscribed stamps used for making an impres- 
sion on documents to confirm, ratify or authenticate documents,” but it 
was harmless error. The seal presses contain “stamps” or “dies” at the 
time they are ready for use (indeed, the frames are useless without a 
die) ; and whether, as stated by applicant’s counsel, the frames are sold 


* It is noted that applicant’s advertising and catalogs utilize “seal” to identify the 
press or frame, the die, and the impression made by a seal press. 
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separately with blank dies or with engraved or inscribed dies, the effect 
upon ultimate purchasers is likely to be the same. 

While applicant’s contentions may provide a fine legal distinction 
between use of a word on the frame of a seal press to identify it apart 
from the seal die and the impression made by use of the press containing 
the die, it is really a distinction without a difference, for we are dealing 
here not with lawyers, but with persons generally untutored in the fine 
distinctions of the law. 

OFFICIAL has, as stated in said decision, a well-understood meaning, 
and as applied to seal presses, it has a single primary connotation which 
embraces at one and the same time the press, the die and the impression 
made. It is a word commonly used by that group of the public which 
would ordinarily purchase applicant’s product to describe the press, includ- 
ing the die, as well as the impression made by using the press. 

The letters and affidavits submitted by applicant are from the officials 
of three distributors of seal presses, including applicant’s, and from the 
officials of two manufacturers of seal presses which also distribute ap- 
plicant’s. The affidavits indicate that the affiants recognize OFFICIAL as 
an identification of applicant’s product; but they are not ultimate pur- 
chasers. The affidavits fail to show that ultimate purchasers recognize 
OFFICIAL as anything other than a descriptive term used to describe. 

The record fails to show any consumer advertising; but it is noted 
that applicant’s 1938 and 1948 catalogs include in the indexes the follow- 
ing words and terms to describe “Seals”: All Steel, Aluminum Pocket, 
Car, Coin Bag, Consular, Corporation, County, Embossing, Garment, Lead, 
Lever, Lionhead, Lodge, Long Reach, Notary, Official Pocket, Paper, Per- 
cussion, Photographers, Society and Wax. The word “official” is used 
in its ordinary sense, e.g., “The official pocket seal will take care of prac- 
tically any requirement”; and “We have Stock Designs for all of the 
States and these are as nearly official as it is possible to make them.” 
The catalogs and other dealer advertising show applicant’s uses of OFFICIAL 
in connection with seal presses to be exactly comparable to its uses of 
ALUMINUM, COUNTY, CONSULAR and ALL STEEL in connection with seal 
presses. 

OFFICIAL as applied to seal presses is merely descriptive, and being 
commonly used by ultimate purchasers to describe not only the seal 
presses, but the engraved or inscribed dies forming a part of such presses, 
and the impression made by using such presses, the word does not and 
cannot, in the minds of ultimate purchasers, identify and distinguish 
applicant’s goods. The word OFFICIAL, when applied to the goods, has only 
a primary and commonly accepted meaning. 

Reconsideration has been given, but the decision of December 4, 1957 
is adhered to. 





Vol, 48 T. M. R. THE KENDALL CO. v. EXTRUDERS, INC. 


THE KENDALL COMPANY v. EXTRUDERS, INC. 
Nos. 34,915, 34,916 — Commissioner of Patents — February 7, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
POLYFILM for polyethylene film is not likely to be confused with POLYKEN for 
pressure sensitive tape used on polyethylene film; taken into account is consciousness 
of product sources among industrial purchasing agents who are likely to recognize 
first two syllables of mark as coming from term “polyethylene.” 
REGISTRABILITY—IN GENERAL 
Word mark which is separable feature of applicant’s composite mark is deemed 
to be registrable apart from design element. 


Opposition proceeding by The Kendall Company v. Extruders, Inc. 
applications Serial Nos. 660,402 and 660,403 filed February 1, 1954. Op- 
poser appeals from decision of Examiner of Interferences dismissing 
oppositions. Affirmed. 


Soans, Anderson, Luedeka & Fitch, of Chicago, Illinois, for opposer- 
appellant. 
Melvin A. Brandt, of Chicago, Illinois, for applicant-appellee. 


LEEps, Assistant Commissioner. 

Extruders, Inc., has filed two applications to register poLyrium for 
polyethylene film in sheet form. One application presents the word mark 
alone’ and the other presents the word mark associated with a caricature 
of a parrot.? Use since July, 1950 and April, 1953, respectively, is 
asserted. 

The Kendall Company has opposed registration on the ground that 
applicant’s marks, when applied to polyethylene film, so resemble opposer’s 
mark POLYKEN registered for pressure-sensitive tape* and used on poly- 
ethylene film, as to be likely to cause confusion, mistake or deception 
of purchasers. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

For more than ten years opposer has used POLYKEN as a trademark for 
pressure-sensitive industrial tapes having many uses, and for polyethylene 
strips for use primarily as an insulating material in the manufacture 
of telephone cable, although their use is also recommended as protective 
wrapping for pipes and as backing for adhesive products. Opposer’s 
products are sold generally to industrial users. Sales under the mark since 
1946 have exceeded twenty-one million dollars in value, and during the 
same period opposer has spent in the neighborhood of a half million 


1. S.N. 660,402. 

2. &.N. 660,403. 

3. Reg. No. 435,666, issued Jan. 6, 1948, and published in accordance with Sec. 
12(c) on Feb. 15, 1949. Reg. No. 645,260 showing POLYKEN for plastic film in sheets 
for further industrial development issued on May 14, 1957 during the pendency of this 
proceeding. 
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dollars in advertising the products under the mark in industrial trade 
periodicals. 

Applicant’s polyethylene film is marketed in rolls, ranging in width 
from 2 to 60 inches, directly to industrial concerns for such uses as 
protective coverings for pipes and metal parts and as electrical insulation, 
and to agricultural concerns for resale as a mulch. From June, 1950 
through May, 1956, the value of applicant’s sales under its POLYFILM marks 
has exceeded five and a half million dollars; and the product is advertised 
under the marks in industrial trade periodicals. 

Admittedly, the products of the parties have the same general charac- 
teristics and might normally be produced by a single manufacturer. They 
are sold to the same “average” purchasers—namely, industrial users; and 
they often may be sold for the same use. These facts and the conditions 
and circumstances ordinarily surrounding the purchase of the products 
are of great importance in considering the resemblance of the marks 
POLYFILM and POLYKEN. 

Industrial users through their purchasing agents—and agricultural 
concerns which purchase polyethylene film for resale as mulch—are likely 
to know the term “polyethylene film” and to recognize the first two syl- 
lables of the marks as coming from that term; and they might well recog- 
nize applicant’s mark as an elision of the term, omitting the “ethylene” 
portion. Indeed, opposer contends that it is an elision used by others, 
including itself, as a contraction of “polyethylene film,” but the proofs 
are insufficient to support the contention. 

Considering the nature of the marks when applied to the goods, the 
awareness of the average purchasers of the goods, and the consciousness 
of product sources among industrial purchasing agents, it is concluded 
that there is not such resemblance between applicant’s and opposer’s 
marks as to be likely to result in confusion, mistake or deception of 
purchasers. 

Opposer has called attention to the fact that the record shows that 
applicant has not used the word mark POLYFILM alone, i.e., without the 
caricature of the parrot, since 1953. In the circumstances of this case, 
however, this fact is immaterial since, as was stated by the Examiner of 
Interferences, the word mark “is a separable feature of applicant’s com- 
posite mark, and as such, is clearly deemed to be registrable apart from 
the parrot design thereof.” 

The decision of the Examiner of Interferences dismissing the oppo- 
sitions is affirmed. 
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REDMAN PROCESS AMERICAN CORPORATION v. KALMAN, 
doing business as PERFECT JERSEY CO. (PERFECT 
JERSEY CO., INC., assignee substituted) 


Nos. 33,905 and 35,524 -— Commissioner of Patents — February 24, 1958 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Advertisements raised question whether opposer’s mark is in fact trademark, 
but it is not necessary to pass on question since issue involves matter of probable 
damage to opposer. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
PERMANIZED for knitted piece goods, underwear and outerwear, is not likely to 
be confused with REDMANIZED for similar goods. 
REGISTRATION PROCEDURE—APPLICATION 
Nature of word PERMANIZED, suffix of which suggests it is used in connection 
with treatment or process, requires that if applicant prevails, registration be with- 
held pending showing satisfactory to Examiner that applicant is in fact using word 
as trademark to identify and distinguish goods, rather than to certify to purchasers 
that fabrics have been subjected to certain process. 


Opposition proceedings by Redman Process American Corporation v. 
Marian Kalman, doing business as Perfect Jersey Co. (Perfect Jersey Co., 
Inc., assignee, substituted), application Serial Nos. 647,287 and 647,296 
filed May 19, 1953. Opposer appeals from decision of Examiner of Inter- 


ferences dismissing oppositions. Affirmed. 


Watson, Leavenworth, Kelton & Taggert, of New York, N.Y., for opposer- 
appellant. 
Curtis F. Sinclair, of New York, N.Y., for applicant-appellee. 


LEEDS, Assistant Commissioner. 

Marian Kalman filed two applications to register PERMANIZED, one for 
knitted tubular piece goods made of cotton and synthetic fibers,’ and the 
other for knitted underwear and outerwear for men, women, children and 
infants,? use since April 1, 1953 being asserted. During prosecution of this 
proceeding, the mark and applications were assigned to Perfect Jersey 
Co., Ine. 

Registration on each application has been opposed by Redman Process 
American Corporation, registrant of REDMANIZED for washable fabric in 
the piece,? and for underwear and outerwear for men, women, children 
and infants.* 

The Examiner of Interferences dismissed the oppositions, and opposer 
has appealed. 

The record consists of the pleadings, a stipulation of facts on behalf of 
opposer and applicant’s application. 


S.N. 647,297. 

S.N. 647,296. 

Reg. No. 411,709, issued Jan. 30, 1945 to a predecessor. 
Reg. No. 577,002, issued July 7, 1953 to a predecessor. 
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The stipulation sets forth that opposer owns the pleaded registrations 
and is using the mark on the goods identified therein; opposer has con- 
tinuously used its mark and advertised goods under the mark since before 
the date of first use of the mark of the applications; and opposer’s mark 
was a well-known trademark for piece goods and apparel before applicant’s 
claimed first use date. 

The advertisements® raise some question whether opposer’s mark is in 
fact a trademark used to identify and distinguish either piece goods or 
wearing apparel, but it is not necessary here to pass on that question, 
since the issue involves the matter of probable damage to opposer. It does 
not appear just how the mark sought to be registered is used. The matter 
will therefore be treated as though both marks are used in the same way. 


The Examiner of Interferences stated that, “It is clear from a mere 
inspection of the marks that opposer’s mark is in some way associated with 
the proper name REDMAN. This is not true of applicant’s mark.” It might 
be added that applicant’s mark suggests an association with “permanent” ; 
but even though opposer’s mark REDMANIZED is associated in advertising 
with the phrase “permanently shrunk-to-fit,” it is not believed that 
PERMANIZED so resembles REDMANIZED as to be likely, when used either on 
the goods identified in the applications or as opposer’s mark is used, to 
cause purchaser confusion, mistake or deception. 


The decision of the Examiner of Interferences dismissing the opposi- 
tions is affirmed. 


The nature of the word PERMANIZED, the suffix of which suggests that 
it is used in connection with a treatment or process, requires that in the 
event applicant ultimately prevails herein, registration be withheld on 
the applications pending a showing satisfactory to the Examiner of 
Trademarks that applicant is in fact using the word PERMANIZED as a 


5. Certain advertisements were submitted with the stipulation, the earliest of which 
appeared in “Knitted Outerwear Times,” “Daily News Record,” and “Women’s Wear 
Daily” in October of 1951. The first is what appears to be a full-page or a substantial 
portion of a full-page announcement by Allen Knitting Mills, Inc., that it had been 
granted “Outerwear License No. 1 for the Redman Process.” The advertisement told 
the story of the perfecting of the Redman Process which eliminates shrinkage from 
knit fabrics—producing knit goods which are “permanently shrunk-to-fit”; and it pointed 
out that the Redman Process is not a chemical process—no ingredients are added—and 
no changes are made in the yarn or fabric, “except to permanently restore the cotton 
fibers in the cloth to their natural, relaxed state.” The advertisement shows the reg- 
istered mark in the following context “REDMANIZED shrunk to fit permanently—Interlock 
by Allen.” 

‘ A second advertisement was inserted by Allen Knitting Mills, Inc., in “Knitted 
Outerwear Times” and “Women’s Wear Daily” in January of 1952, and it advertised 
“REDMANIZED shrunk-to-fit—Interlock by Allen” and stated, “Allen Knitting Mills is the 
first and only Redman Process licensee for knitted cotton outerwear fabrics.” 

A large advertisement inserted by Allen Knitting Mills, Inc., in “Knitted Outerwear 
Times,” “Daily News Record” and “Women’s Wear Daily” in 1952 advertised REDMANIZED 
as “The revolutionary process that has already performed wonders of shrinkage control 
in knit cotton fabrics.” 

An advertisement inserted by Famous Fashion in The New York Times for August 
24, 1952 advertised a blouse “smartly tailored by Kitty Kane” made of “Jersey By 
Allen” which had been “REDMANIZED shrunk-to-fit.” 
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trademark to identify and distinguish piece goods, underwear and outer- 
wear rather than to certify or otherwise advise purchasers that the fabrics 
or apparel in connection with which it is used have been subjected to a 
certain process or treatment. 


MARTINIQUE SHOES, INC. v. SOMERSVILLE MFG. CO. 
No. 35,416 — Commissioner of Patents — February 28, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
MARTINIQUE for woolen piece goods is not likely to be confused with MARTINIQUE 
for shoes. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
It is common knowledge that manufacturers of shoes do not manufacture or 
sell woolen fabrics. 


Opposition proceeding by Martinique Shoes, Inc. v. Somersville Co., 
application Serial No. 682,498 filed February 28, 1955. Applicant appeals 
from decision of Examiner of Interferences sustaining opposition. Re- 
versed. 


Arthur N. Klein, of Philadelphia, Pennsylvania, for opposer-appellee. 
Melvin A. Brandt, of Chicago, Illinois, for applicant-appellant. 


LEEDs, Assistant Commissioner. 

An application has been filed by Somersville Mfg. Co. to register 
MARTINIQUE for woolen piece goods, use since January 25, 1955 being 
asserted. 

Registration has been opposed by Martinique Shoes, Inc., registrant 
of MARTINIQUE both alone’ and with a design? for shoes. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The record consists of the pleadings, copies of opposer’s registrations, 
certain admissions of applicant in response to opposer’s request therefor, 
and applicant’s application. 

The parties are using the same mark, MARTINIQUE, and opposer is the 
earlier user by many years. The only question is whether or not persons 
familiar with opposer’s MARTINIQUE shoes would be likely, upon seeing 
MARTINIQUE woolen fabrics, to assume that the shoes and fabric have a 
common origin or that their producers are in some way associated or 
connected in trade. 

It appears from the admissions in the record that applicant sells its 
woolen piece goods to manufacturers of women’s wearing apparel; such 
apparel often bears a label showing MARTINIQUE BY SOMERSVILLE as an 
identification of the fabric from which the apparel is made; MARTINIQUE 


1. Reg. No. 581,970, issued Nov. 3, 1953. 
2. Reg. No. 336,537, issued to a predecessor on July 7, 1936, renewed to opposer. 
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labels are furnished by applicant to the apparel manufacturers which pur- 
chase its fabric; frequently applicant’s label is the only one used by such 
manufacturers; and retailers sometimes feature MARTINIQUE in advertising 
coats made from applicant’s fabric with no name or mark identifying the 
coat manufacturer. 

It is common knowledge that manufacturers of shoes do not manu- 
facture or sell woolen fabrics. Even though applicant’s MARTINIQUE labels 
are used by apparel manufacturers in garments such as coats to identify the 
fabric or the coats, as the case may be, it is not believed that purchasers 
are likely to attribute common origin to MARTINIQUE shoes and MARTINIQUE 
fabrics or MARTINIQUE coats. Shoes and coats—or other apparel—made 
from applicant’s fabrics may well be sold to the same ultimate purchasers, 
but if they are sold in the same stores, they are sold in different depart- 
ments under different circumstances and conditions; moreover, applicant 
seeks registration for woolen piece goods and not for coats or other apparel. 
On the record here, it is concluded that there is no likelihood of confusion 
in the marketplace. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is dismissed. 
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